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(—) EXEHRBASSCE NI R R i B

1 Br—ECES A TR R AR R A

RHEADIR » B — B AL A B THIRIRE AR - 731 Ry FE L[ RS pe A Al
R AL E A 2 SEEREREIE (Community trademark system) Z14f
DR BB AEES S22 & IR ERR AT » T A E A ISR E
Z 5 - BRER R B BRI AT LA A O B R R L E A e e R B &
ik S BRI » B TR ORaE Z HIE B ACE LB BRI R iregau B [
S PR B BH R E S, - A BN E B AR DI E B R R HE
Bl R - s RAENE S - g NEIERSCEHIEA R L 2BON R
HEAY PR » AR [F ST (PR P AR A M At G Bt ol B R 1T i A HUS:
HEFGEE © HAh > S—EE S NP NER - HEZEEAN S 15N

( Office for Harmonization in the Internal Market » FESFEOHIM ) FrU B =S 55

o

! JE372 Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark » —
ffi5f@ " Community trade mark regulation - H Rk 4 & Council Regulation (EC) No 207/2009 of
26 February 2009 on the Community trade mark - &I [E SR IERR] » BT H T —ED2EBE &
HIIEHIPIE .40 B H R EHERE T BN BT 53R | o SR TR et 2 2B nTse % R A 6
FRAHY LIRS AN - v 2 R & REYS FEAE -
2 JH S By First Council Directive of 21 December 1988 to approximate the laws of the Member States
relating to trade marks (89/104/EEC) » —f%f&f% £ " Trade Marks Directives | - ¥/ E. 5 Directive No.
2008/95/EC of the European Parliament and the Council of 22 October 2008 to approximate the laws
of the Member States relating to trade marks FrEU( o i a5 SHIThEE » (EF B R B ER{chE
ECHANBEIEREANEDE - DUEFIHER R B2 AU LAY AR - SSASR & PRt im <
FEBIRTRES A FIRARIEIEE < - 2 REZEEMIYS EEAZE -
® See Briefing, Eur. Parl. Research Serv., Trademark Reform Package, European Parliament (Feb. 20,
2014), available at
http://www.europarl.europa.eu/RegData/bibliotheque/briefing/2014/140745/LDM_BRI(2014)140745 _

REV1_EN.pdf.



2. WENFIR—EHEZ R EIMEARE

2013423 - B8 Z B (European Commission ) “H T —EH I AM
I EETTEE o STEE RIS T T o BN E T S P S A 4L E B R R AR
HIETE @ EROHIMZ BB UGHUT A Frafie - EEfem g ARHE - BiiEZ
B AR B 57 SR & B B B SRR T R R A R e i B S A —
HVERAD - [RA > BURZ B G W HHE REE 5 FAVIEER A — B ARV A
SRR A4 - °

M Falt B - BUEZ B g AREERAH « G AR ; &
{E7EAR A IR » S RFER D[ ( Court of Justice of European Union > N f&fECIEU )
BRI R AFE A (LTS B O S A stk > (75 S R
SREY TR © B R T A p A P A T B R BLOHIM B A & TR A S 209 5 1) -
H s BB AR RN A ¢

(1) HEAMERE " LERREREAATE , U T BONREEE ) (European trademark) -
OHIMHIE £k T B S =1/5 | (EU Trademarks and Designs Agency,

TDA) -

(2) EIZOHIMAIEN 3 %5k B B P AR AR ] 2 S RIEAR - M RSRI A E <0y
P NI FIRG R AR Al 2 NS B R 32T DR B S i el
A ~ FIEFHERE A EHEAVRE -

' BUHZE B BECABUAES L EISAECR I TR AR TECE S G IO R
IMmEx A iEg (European Council ) FIBGHEEE (European Parliament) {7 G RETRIPEDUR BNk
HIRA: » R FERILANRE - SLEIHIEEBIDER - TER BRIV E - BUESEE GRS BT EE
B URERZE G TR - BONREREGHEER AR N\REBEESE -
®> Commission Proposal for a Directive of the European Parliament and of the Council to approximate
Ehe laws of the Member States relating to trade marks, COM(2013) 162 final (Mar. 27, 2013).

See Id.
T BN BT EIE RS R B AR iRl o DU EPTAR AT SR EIAHRL o Hoof o BUARE
P B RS 2 I AT BEFE A AR FIh 2 Bl DURHE AR 2 B FA R
Triehs e A S 2 WD AR ) &8 - #t e st E B AR i ] b2 R -
® See Press Release, European Commission (Mar. 27, 2013), available at
http://europa.eu/rapid/press-release_IP-13-287_en.htm.
® See supra note 3.
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() HHVEMR G L A BB RPN FEAVE T FREEES N E AR
ARZEORE Z PR A © IEAN > RORERE AL RHIE LS n DARH 1A H P ARy
Mon > EARGEFEREAEN N 0E % 2B 2 A HEIEELmanilRE
A ANBREERR 8 B 2 - 1ffE R R B AN S =B A Ryl pit
FENZRERIFT R -

3. MBS Z ARk E

201357 H > BRSSP B Z Bl SR M T Wb
aEfl o BN HEFESEHEZEE (Committee on Legal Affairs) $HHEEZE S
AR T E S - BB S > B F Cecilia Wikstrom - [
S N B P A AR TF PR 2R B B AT DU <

(1) ARAFEMHIFRE > BONESG 2T 7e S i " BCHREEE ) (European Union

trademark ) K "EBRERETERFESS | (EU Intellectual Property Agency, IPA) -

(2) BONERS ZWH7e S Sam s B R S RE - HAEess =
MNAEEEFGR ~ SigFR - HESFeaTam 2 B Ay BRay B RS eat -
Hiis2iaie g (EsS - BFREERLZER S UERE=AZ
PP ©

(3) PATERE ARG A\ 2 RERERZ AU B & HURER STy - 2L > R

i

EHUHE BN TR AR - DAEZ R ALt B s S R
1E o TIAE P i AN o B B R A IS T > A {E % i an T Z PR E Y

0|

% Eur. Parl., Comm. on Legal Affairs, On the Proposal for a Regulation of the European Parliament
and of the Council Amending Council Regulation (EC) No 207/2009 on the Community Trade MarKk,
COM(2013)0161 — C7-0087/2013 — 2013/0088(COD) final (Feb. 12, 2014); Eur. Parl., Comm. on
Legal Affairs, On the Proposal for a Directive of the European Parliament and of the Council to
Approximate the Laws of the Member States relating to Trade Marks (recast) (COM(2013)0162 —
C7-0088/2013 — 2013/0089(COD)) final, (Jan. 16, 2014).
1 See supra note 3.
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R 2 e H A BHUSRE YIRS T - A RERBRER R R B /SRS RSB Ry
P e

i

(4) BONRS W7 S fE 2R SRR 2 i S [E] A P A AR A o B SO o - (SR
R BGARRER BB TR R E RS K - HE5h - IPARTEGZ
FiErA G OB SR B B TR S g E TR ENIPARL

4. BV ETNREZ B

e L AER B Ze B & S BON R & B AR A 2 B TR B A ek
BRI — R R 2 s > B S g H ATt R e BUN R & #1717
> A REREIWE 5T ZHER o E— RV AR EIE T - i Ry Fmim i

EFFERAY - SRR R s i AR R T

FTaBirY P A 15 M P o A2 ST R (A E T o 1R R A 2 P o R PR 5
e h ABER SRR S B R - (HACR B PR AGZEEE R S BRI - FEE Y
TEDET » FATAR L T2 75 e % 9 R ol R ) B s A N ] DAL 2R Eh A
BEHVOREIER? - MR ENVIRAER » DUESE (R 2 iU » e IReE
PR SR - BRI — R - (ARIEE A Z M B2 ERE A
P e B R A B Y DR 22 SRR Y 28T > (ESR (B IR T~ R SRR B AR [A]
5 > P BIR AR TSRS BRI R EsEt AN G T B

Z A gy o

AT GRS Z—  BORRE RS - AT AR = EiE T
R R E A @ R PR R R i i T R SRl Y P
BEVEHVERRE - HEl MR i AR R pe B R N AR AR EE T FERL i SR 2 4R

12 Dugie Standeford, EU Trademark Reform Delayed; Debate Includes Goods-In-Transit,
Harmonisation, INTELLECTUAL PROP. WATCH, Feb. 25, 2014,
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PRAESD - 5 A AN IR aET > R rTRE e 2L SRR I A AR T aR /A S
g 2 5 — RIS R A A EREE -

IR AR R A B B L S R S E ) 2 3
% Bk T Ceclia Wikstrom s FLEDTAT € B3 T 1728 0 AL
S R SIS - (8 S AR A T DRSO 5% - (2
Cecilia Wikstromig FUE A A F S AEBIHTRERE - SR A AT 2 AT FE R L0
A T S R R A LR -

(2) FEESRERZ R E R A

ISR AR G HYERGRRE . — - G285 - FEILAGREIE » B
PREIEE R Ry R T B R A (AR P AR - P COBUE Ay B T2 AR - 3T
5SS H T E R RGN T R AT E RS - BARET

1. JTRERERE

20144F9H 18H > ErEE;ARrstHauck GmbH & Co. KG v Stokke A/S, Stokke
Nederland BV, Peter Opsvik, Peter Opsvik A/S ( T fiféHauck v. Stokke & others) **

— A B AR T BRI TR -

13 C-205/13, Hauck v. Stokke & others,
http://curia.europa.eu/juris/document/document.jsf?text=&docid=157848&pagelndex=0&doclang=en
&mode=req&dir=&occ=first&part=1&cid=210711.
YR Ry TRATEOAZ R o AT SHA B AT (CIEU) BIEK & B > NETARE
M —TE SRS R IEEERAVRS ST » Nam 2B AR BB R & BB~ N AR e E A
BREE - MR ERAVEN b 2ERE R AR EIES R M EE R —BBY - Mg
A B - & SR NELERE AT DAIESTA AR T - BEE IIRAEFr - IREEER AR etz
Fribloh A 2 TERERRERE )T =X » HIBCR LA A SRR U TR - TS RRAVAR P B R PraR ot
TR ZET -
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(1) BREFHEIEAER

L EHVEE A EGEE T Tripp Trapp  ZZKERS Stokke 144 Y S B R

T (AELFTR) - HLBHIR & K o EEhHIR AR T - #al B = AR Al
PR RATAVINEE - NS T E IR > WA 4 o B P
Sk e 2 BIOM S B -

&1 : Tripp Trappk £

ZAIM > AETripp TrappHYEAIPREIIRIE £ 1% - 5 ERaa TR 2 G R AT
F5e i > sgeStokked s = K g F AT P IR 2 FrogE TR IR AERE - 400
RIATERZET > BB RG] Stokke B EEI 5 B p HauckfE faf EFE L 2 & (F A
PR RERITER © 3% AL EET 2 R S S AT HVIE B - Sersi Al s UIRE IR RN
PR S S SR 3R IIH ZARE » Wz 5 L H R 563 H e Z A e R H el -

Tean CIEUHE T THEOR
(2) AT

PATEAE S SE3IR L R M > BT LA Z R T IhAE LRI Ay E S -

HERNER

W}

15
5
http://curia.europa.eu/juris/document/document.jsf?text=&docid=157848&pagelndex=0&doclang=en
&mode=req&dir=&occ=first&part=1&cid=210711 (F#ZEHHI 1 2015F2 H6 H)
' P ThREMEIFHAD ) (Functionality Doctrine ) 1EFREI (5 : R EAThAEN: - AT AR
9



() DU S AT SR s Y
(e) PEfHEH LU IRATIRERL -
i~ PR S ZRHERTES Z IR 5
i~ RIER—E RIS R T AR AR IR B
i~ JR TR mEEEEREAR -

i ERAEES FE AT S A MEE AR - 18R TR LN
e B AT TR - CORUSTHITE R < SR3 R IIHeK L H R3H BUEZ A
WH TR A ZIEE -

\

(a) SBIEHE TR E AR -

CIEUE SLRL T RS < 56 3R LIHeR & H BUE Z 1174 H AV e (R A [F] 2 %
¥ o JRENEE3 H AR EH R Ry 1 e o0 s B 2 1L ARN P EaCMoa e - s8R e T
AR Z PREERVRER] > (N EUS T R ASHE 2 ORage I B Ak A HORERT] -

Be5h > CIRUME—S15H - EMETEERFEEMAZERR - HEas

oAty B B A E AR ED o (40 B MR B E A A M Z AT 73 )
HIBEERERGE 7 ZIIRIEE T R i A B Z R B Z IR - R RE A 561

BERTHED At S EAIMERI R IR « AR L > WIRE RS AR M TS A A Z O -
G A B ESE A T B P BVAE R BT ELEIR S T — i MR R Sy SR
eI 2 DIRE TN EEE | SRS R S5 - UGB AT T DhREME , » — R T4 R
TERITIRENE ) K T RREThREME o FiE B R o O E BRI R AT R DR
AT E B BUE T AL BA SR LR ESNESREC REAGIEZ BT R
B HITIREME - R AEG I BRI R RE B (R LA - (EBHEI R AN B — A 2 A5 5
1BE WS L ATTIAIREE I POREER & Be A R I R i B RS BN BB B R A
ZIRER— AP S -
7" Article 3 of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of
the Member States relating to trade marks (“Trade Marks Directive 89/104”), entitled “Grounds for
refusal or invalidity” provides that:
1. The following shall not be registered or if registered shall be liable to be declared invalid:
(e) signs which consist exclusively of:

- the shape which results from the nature of the goods themselves, or

- the shape of goods which is necessary to obtain a technical result, or

- the shape which gives substantial value to the goods;
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ZEFEHIR AR | o I RN IR GEAVERRE T2 - A L — A esE M E R 20T
ENEESE i Ehe-

MiCIEUFTE R HIBTEAE By - FEEELEME > " IR A S~ R EFrE A Y
AR t— R SRTEIE T B T B R — I IIRE AT E . TR
(essential characteristics » & f5 " B FHHUMEEZ ) WYUK JRAT_ERIHE
WARSEEE - R A — e F B B R s Ay - RS LR R A G 408
o e EAR R EEEDR T g a—Ean EEA BRI - BARTS
b R P A e S AR PR AR R SRR I 2 ThRe O E B sl S L
bR R - BRI R DN BB T - TE DA R AT (S 2 B
ENG » SNk i A P YRS BT o R A RS T T (2 0 |

s LAl > SH1E 2 HUETERARRE Ry - A HFTRE Z A SRR MR LUEH]
P T — PRt B S — (Sl R i Z — IRDIRE AT TE ~ M0 R & AT RE & A
HAtrge g im bmi s TSR, BB SIEIRATRERG , I -

(b) SBIEME EREARE

FEARREAR EARE IR B2 E T Ry 1 I L P A SEAE (o L th B R P T~ 2 A
REVRERPReE S R HoK A > SH3EFTHE 2 T PR EEEEAVIIR,
REMER4ER i B dkr i fig seam M EERV IR - & AR & 2 A= [E AT
REFF U BB R BB AR 7 AV P e AR B A O A R 2 B - IS 2 > & {E
EhFER | E RIS BB T re i E L R REE | i
B el IR Z B R R BA R RVE E MY E FTIRE M EE - IRVE SR
SHMUE 2] - IS - FEF A A HME Z B - | — ol E - S iy
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(e PR IR —TRE MRS BN R  H 2 2% i RE R AEE FepiiE 2 B R s -
— BB ETE -

(c) PERAESSE3MRIHK S B ERE TS HEA

TEFIEEE 3R IR TR & 2 T ) SCFATH - ek B MUE FER It 1
L A EHHER -

(3) BIEATEAHEHEFNEUS

TEARR AT A% - 2 BB ol i = AP T B T — R THEA
ZEFfr 2 Tripp Trapp S Ay T ARG - L & i iR = & By
fift - e CIEVRT AELAE » SRARAE B HZE S 1T A8 P s Ty P RE & i 2]
S ZBEBE B Al LA AR B Z TR E Ry i e e sl B I R [ - R
i ARG SRR T T AR B 5t B 2 B TR RS (e - Ptk B T AR LS -
CJEU B Fijth IEfE 2 JSociété de Produits Nestlé SA v Cadbury UK Ltd.* » DLK:
Voss of Norway v OHIM™ it 77 B R > MR ZE 1 - & e SR AR E S R E
YR BB

el

2. BREREAR

20144E6 H 17 » CIEUFE Cases C-217/13 f2 C-218/131 — & JfHEss S/ T8 2
R TR « ML — S TR R R P R R R B R
SERE R UGS 8 E T AR RE -

18 Jonty Warner, Hauck v Stokke: CJEU Clarifies ‘Nature of Goods’ and ‘Substantial Value’ Exceptions
in Relation to Shape Marks, JNL. INTELLECTUAL PROP. LAW & PRACTICE ADVANCE ACCESS, Dec. 23
2014, at 2.
9" Case C-215/14, Société de Produits Nestlé SA v Cadbury UK Ltd.
% Case C-445/13 P, Voss of Norway v OHIM.
21 Joined Cases C-217 & 218/13, Oberbank AG v Deutscher Sparkassen- und Giroverband eV,
http://curia.europa.eu/juris/document/document.jsf?text=&docid=153812&pagelndex=0&doclang=en
&mode=req&dir=&occ=first&part=1&cid=73075.
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(1) BREFHEIEAER

REFTBEPIEER R E T EREE $R17H# 22 ( Der Deutsche Sparkassen- und
Giroverband - [fifEDSGV ) 220024 DA —ftlm T ~ 45 "THKS 13 | 41 i
< PEREEEE 4L o % ZE it o B (R B B K AR/ ( Deutsche Patent- und Markenamt -
THEGTEDPMA) BB - HEAEDSGVERR T HHRE 2 B E B & H (% - DPMAGLE
Z R CAT HA BB A — € < FE2 8 MEMAE 2007 A2 AL P AR Z 514 - 45
JE {5 P A S5 360 2 $RATAERAAR S -

MEE —BE PR > 551} > 5| #E T B3 Oberbank ~ Banco Santander [ &
Santander Consumer Bank %55+ [F] 3£ Z B » MR RZ AR Bt < B -
R RIDPMASE HH Fif 5 - HERIEE Sak i BRIy - Wi E Fik X EDPMARE
RREILTE » o HliE A ZE 2 $245 AR (Bundespatentgericht » (R FREFERT )
FEREITEL » WEREEEDPMA Y JUE -

®
5 Oberbank

B2 : AZEEE AL FEH 2 24 (/£ © DSGV? - Oberbank® - Santander?*)

MR AP B AR IR ZE M 2 R oy T ES ] — B IR EAUS R
Rk altE > DA A I AGE IR B 2 H iR . T SRR

(adjusted degree of association ) & & " #2572 F% | (degree of acceptance ) - ME7

2 @5 | [H http://www.nfcworld.com/2011/06/28/38340/german-savings-banks-begin-move-to-nfc/
(=3B HA - 200542 H 6 H)
2 @5 [ [5 http://lwww.lal-catering.de/lal-catering-referenzen-nuernberg.php  ( 1%:218 HHH : 2015
F2H6H)
2 @5 [ [5 http://ipkitten.blogspot.tw/2014/06/seeing-very-red-cjeu-decides-in.html (7% %8 HHH
201542 H 6 H)
2 s TSR EGERZE | (adjusted degree of association ) [E(4 IS EEEE S EHGE - BEX
PR RE DAL FIFRE E P B AR 5 2R 2 A VAR S

13


http://creativecommons.tw/explore（最後瀏覽日期：2015
http://creativecommons.tw/explore（最後瀏覽日期：2015
http://creativecommons.tw/explore（最後瀏覽日期：2015
http://creativecommons.tw/explore（最後瀏覽日期：2015
http://creativecommons.tw/explore（最後瀏覽日期：2015

FE % 58 2 i 5 B T 0% HY FHBED N B 8 E PR 4 i AR (A F AR B2 72 i i B 5
AR Z A > A REAKEE— BIR B B (E FHEUS T& KEAE
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Z

(@) Bifdp & BBEFLEE BIF 2R AT §URTR F R R AP W
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% Article 3 of Directive 2008/95 repealed and replaced First Council Directive 89/104/EEC of

21 December 1988 to approximate the laws of the Member States relating to trade marks (hereinafter
as the “Trade Marks Directive 2008/95”), entitled “Grounds for refusal or invalidity” provides that:
1. The following shall not be registered or, if registered, shall be liable to be declared invalid:

(b) trade marks which are devoid of any distinctive character;

3. Atrade mark shall not be refused registration or be declared invalid in accordance with paragraph
1(b), (c) or (d) if, before the date of application for registration and following the use which has been
made of it, it has acquired a distinctive character. Any Member State may in addition provide that
this provision shall also apply where the distinctive character was acquired after the date of
application for registration or after the date of registration.
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2" Article 2 of Trade Marks Directives 2008/95, entitled “Signs of which a trade mark may consist”
provides that:
A trade mark may consist of any signs capable of being represented graphically, particularly words,
including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of
other undertakings.
8 Supra note 26.
# Recital 6 in the Preamble of Trade Marks Directive 2008/95 provides that:
Member States should also remain free to fix the provisions of procedure concerning the registration,
the revocation and the invalidity of trade marks acquired by registration. They can, for example,
determine the form of trade mark registration and invalidity procedures, decide whether earlier rights
should be invoked either in the registration procedure or in the invalidity procedure or in both and, if
they allow earlier rights to be invoked in the registration procedure, have an opposition procedure or an
ex officio examination procedure or both. Member States should remain free to determine the effects of
revocation or invalidity of trade marks.
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% Recital 10 in the Preamble of Trade Marks Directive 2008/95 provides that:
It is fundamental, in order to facilitate the free movement of goods and services, to ensure that
registered trade marks enjoy the same protection under the legal systems of all the Member States. This
should not, however, prevent the Member States from granting at their option extensive protection to
those trade marks which have a reputation.
® Birgit Clark, Three Colours Red? CJEU Rules on Contourless Colour Trade Marks, 9 JNL.
INTELLECTUAL PROP. LAW & PRACTICE ADVANCE ACCESS n. 12 958, 960-961 (2014).
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% Recital 10 in the Preamble of Council Regulation (EC) No 207/2009 of 26 February 2009 on the
Community trade mark (hereinafter as the “Trade Mark Regulation 207/2009”) provides that:
Whereas there is no justification for protecting Community trade marks or, as against them, any trade
mark which has been registered before them, except where the trade marks are actually used. See also
Recital 9 in the Preamble of Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (hereinafter as the “Trade Mark Regulation 40/94”).
% Article 15(1) para. 1 of Trade Mark Regulation 207/2009 provides that:
If, within a period of five years following registration, the proprietor has not put the Community trade
mark to genuine use in the Community in connection with the goods or services in respect of which it
is registered, or if such use has been suspended during an uninterrupted period of five years, the
Community trade mark shall be subject to the sanctions provided for in this Regulation, unless there are
proper reasons for non-use. See also Article 15(1) of Trade Mark Regulation 40/94.
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¥ Article 51(1)(a) of Trade Mark Regulation 207/2009 provides that:

1. The rights of the proprietor of the Community trade mark shall be declared to be revoked on
application to the Office [for Harmonisation in the Internal Market (Trade Marks and Designs)] or
on the basis of a counterclaim in infringement proceedings:

(a) if, within a continuous period of five years, the trade mark has not been put to genuine use in the
[European Union] in connection with the goods or services in respect of which it is registered,
and there are no proper reasons for non-use; however, no person may claim that the proprietor's
rights in a Community trade mark should be revoked where, during the interval between expiry
of the five-year period and filing of the application or counterclaim, genuine use of the trade
mark has been started or resumed; the commencement or resumption of use within a period of
three months preceding the filing of the application or counterclaim which began at the earliest
on expiry of the continuous period of five years of non-use shall, however, be disregarded where
preparations for the commencement or resumption occur only after the proprietor becomes aware
that the application or counterclaim may be filed;
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1. Colloseum Holding AG v Levi Strauss & Co.*®
(1) BREEEFARRE

AFATHRPTA R FHIESE AR | Levi Strauss & Co. ; (T ifELevi) Al

" Colloseum Holding AG | ( ~fffEColloseum ) - LeviiZE{ErGfEHY AL » Hip
N PGB IRA L E RS T LEVES > DURGEEFEENO DD 64168755 p4iZ
(FfEfEMark No 3) A& - iMark No 32 [ElfE (i — I L835% TR % > DIk

—WHE " LEVI'S | 305 ~ # e fHE L8847 EArIAL tvMERIFT L EIRERL (40

% Article 15 (1)(a) of Trade Mark Regulation 207/2009 provides that:
1. The following shall also constitute use within the meaning of the first subparagraph:
(@) use of the Community trade mark in a form differing in elements which do not alter the
distinctive character of the mark in the form in which it was registered;
% Case C-12/12, Colloseum Holding AG v Levi Strauss & Co.,
http://curia.europa.eu/juris/document/document.jsf?text=&docid=136430&pagelndex=0&doclang=en
&mode=Ist&dir=&occ=first&part=1&cid=74629.
3 Case C-252/12, Specsavers Int’l Healthcare Ltd. & Others v Asda Stores Ltd.,
http://curia.europa.eu/juris/document/document.jsf?text=&docid=139753&pagelndex=0&doclang=en
&mode=Ist&dir=&occ=first&part=1&cid=74884.
% See supra note 36.
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*! See Case C-311/11, P Smart Tech. v OHIM, 2012 E.C.R. 1-0000 para. 23.
*2 Case C-245/02, Anheuser-Busch Inc. v Budgjovicky Budvar, narodnipodnik, 2004 E.C.R. 1-10989
para. 59.
# Case C-353/03, Société des produits Nestlé SA v Mars UK Ltd., 2005 E.C.R. 1-6135 para. 30.
“ Article 15(1) of Trade Mark Regulation 40/94 provides that:
If, within a period of five years following registration, the proprietor has not put the Community trade
mark to genuine use in the Community in connection with the goods or services in respect of which it
is registered, or if such use has been suspended during an uninterrupted period of five years, the
Community trade mark shall be subject to the sanctions provided for in this Regulation, unless there are
proper reasons for non-use. See also Article 15(1) of Trade Mark Regulation 207/2009.
* See Case C-488/06, P L & D v OHIM, 2008 E.C.R. I-5725 para. 50-52.
*® Supra note 33.
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T Article 7(3) of Trade Mark Regulation 40/94 provides that:
Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the
goods or services for which registration is requested in consequence of the use which has been made of
it. See also Article 7(3) of Trade Mark Regulation 207/2009.
*® Supra note, para. 27-30.
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(1) FREEEARERE

REFEE R — T HATHRZET ) TP Z IR BN oL EamAR:
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* See supra note 37.

 GlIs

http://www.mishcon.com/news/briefings/specsavers_v_asda_registering_logos_and_brand_names_sep

arately 08 2013 (f&Z{&ZIE HH] : 20152 H 6 H)

> #E [[5 https://www.tmdn.org/tmview/welcome > 35 A" Advanced search [E{&if4"” Applicant name |
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8= " Specsavers | - (F{&% B8 Hi : 201544F2 H 6 H)
%2 Council Regulation 207/2009, art. 15, 2009 O.J. (L 78) 1, 6 (EC).
> Council Regulation 207/2009, art. 51, 2009 O.J. (L 78) 1, 14 (EC).
> Article 9(1) of Trade Mark Regulation 207/2009 provides that:
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1. A Community trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall
be entitled to prevent all third parties not having his consent from using in the course of trade:

(a) any sign which is identical with the Community trade mark in relation to goods or services
which are identical with those for which the Community trade mark is registered,;

(b) any sign where, because of its identity with, or similarity to, the Community trade mark and the
identity or similarity of the goods or services covered by the Community trade mark and the sign,
there exists a likelihood of confusion on the part of the public; the likelihood of confusion
includes the likelihood of association between the sign and the trade mark;

(c) any sign which is identical with, or similar to, the Community trade mark in relation to goods or
services which are not similar to those for which the Community trade mark is registered, where
the latter has a reputation in the Community and where use of that sign without due cause takes
unfair advantage of, or is detrimental to, the distinctive character or the repute of the Community

trade mark.

% Case C-553/11, Bernhard Rintisch v Klaus Eder,
http://curia.europa.eu/juris/document/document.jsf?text=&docid=128901&pagelndex=0&doclang=en
&mode=Ist&dir=&occ=first&part=1&cid=16040.
% Article 10(2)(a) of Trade Marks Directive 89/104, entitled “Use of trade marks” provides that:
2. The following shall also constitute use within the meaning of paragraph 1:

(@) use of the trade mark in a form differing in elements which do not alter the distinctive character

of the mark in the form in which it was registered;
> Supra note 33.
%% Supra note 34.
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OCF R AR o e e (o P R S S R A 1 Ry AR T i B R R 1 o5
SR

CIEUZ Fr A g e thistkiyassm - KRB LU 8B H N © &t - 1 H HEm
AR - SR ERE PR RIS ISIRES LIRS 2/ Nl E Z I A H Y - SR B e 4
TR TR N 5 2 R EIRE ) B T SRR ) AR e RS Y — 2

% See supra note 35.
% See supra note 56. See also supra note 35.
%! See supra note 36.
62
Id.
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K > ARG R RIS 1R EE LI SE 2/ NErar e 2 R B D B /4S5 5PRCIH
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T Ry PR - s Pt (S PRI REREER S | - 1F Rad s (UM FE A HAL A FIEEZ
PR (o FHRE SR
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&f LAl - CORUSTHAIS(EMIREAY S 20 + S i A B PR o R A B 22
feRECE AR - RIILLT R fR(sE FHZURE » 5 mTRETm je 2t A Aa iR Al 55 15
FREBITEAIEES MR B IHa T 2 B - 1. i A DUE R p A 4H K

O AEER > flEE2. BLEApa AR - BIfE L —RetERTdl & T Z B A S
EEAERE MM -

BT ARZHEAMEAME - EEBERMEAE B ) EEROIREA R L E S
P I S5O S5 LIEbRK R RO e ™ R i R R - DU I R AR A B 31 »
SpecsaversPft SRR T RE , 1Y EEEREARAIGEM Tk, KE

o AN ETHTR

®

Specsavers

7 : Specsavers 7 b BT e R P AR AR

8 Article 5C (2) of Convention for the Protection of Industrial Property signed in Paris on 20 March
1883 provides that:
(2) Use of a trade mark by the proprietor in a form differing in elements which do not alter the
distinctive character of the mark in the form in which it was registered in one of the countries of the
Union [for the Protection of Industrial Property, established pursuant to Article 1 of the Paris
Convention] shall not entail invalidation of the registration and shall not diminish the protection
granted to the mark.
% Supra note 54.
® §#5 [ [5 http://abcenter.se/butik/specsavers/ (& 2IE HHH : 201542 5 6 H)
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EFHIHREE  EHETA S FERe R AR AR O EE EbRUR CRIRE T Z (=R
BIE - BEMEREFASR TBE ) DUNZ BRI EREREN - DU
BEUH B PTG SR B B AE & 7

PHAT I — R > CIEVIRR S Bl i T 2 ZE B 25 4 n E(RIGHY A BRI [
Al - BERY S ERG PP R ZB O SE LIHbR 2 MEE » B AERVZERIFOR T+ ISR
2 BRNER, TRA R RSEIZE Wi & (B 28 P 2 A TR R A LA HIET - AR 2 %
ERMEBING - BUE DUGHE FHRAGE TR R WH B R
REAE O VSRS EN SR » il Eal ] S £ AN 7y o AR B PRHEr T HIETHT - ELLAT
RSB RES 2 — ROH B B BN S o4 P PR RE R E Ry FIBTAY AR - o ey
P TS 22 o A G R HE T 2 R ELIE Y - % o SRR
PR T REAT A P AR R A AR A Bl Az sl i PR S R Bl - HIBUE 81
R BT S - AABESRIE Y e ARk e -

I FiE B R R aad B HIER IR AIE R 2554 R > CIEUTRE - E it
FEIREREEE 2 FrA ALL T e ) REEEH SR R AR T AR PR CE R A AR E (L
FrE 2 BREEBRO Z G WERNILE R T BN S & T R ee /I -
SRRV B PR E IR A8 ZE i S m] e 2 P =) W P AR e 3 AR A e sl Y
R IR (ERRESRIERTA AR " R B ) RREIEARE MR AR R

TEREHZ OB EOMEES IAGEHEA IO RS GRS E

e EEEEL -

% See Case C-334/05 P OHIM v Shaker, 2007 E.C.R. 1-4529 para. 34.
%7 |d., para. 35.
% Case C-39/97, Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc., 1998 E.C.R. 1-5507, para.
18.
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wip 2 S FIRAETSGEHE > SEFTAHM ZINE - G - EiEEEN
SR ~ SIRFECZ RIS ~ RS AT O ~ P R an s SRS o TRE Y
PR AR R P R T 4 > CIEUMEL AR » BRI 3k B R
B S SRt AR E > o

DI 2 B E ROIRE A e R fEARZ S B 5 RAYE
Specsavers S EFIAsdaFT {5 A BERRIAVAT N - ANIRIRE FAsdadi & #5E
St G SRy EEURIE > 2 AR A AT L BRE » (RS E R AL S
Z AR AR AT RE T A Fl 2 - IE IR 2R AR H B e e 2 3
FHRFAT RS B -

&f LRTHL > BN RAE RS 2 © HEAE R RIS Ok 5 LIHbRK
ZRUE WA Ry - B ERGEIEZ FTAE ALL T B E ) R H AR A At
i BRI R B R e 2 BB . Z 41 & > I EEER R HoA HIFER
[B8 JH] AR R Ch B R AR FT A N EE AR AT - R R T RE U HERTEE 3 AR
(i FHEERHIBR AR HARRA BT » (47 o BT SERHEANR MHVRARSY
BERANFHEFHEZE - B —HENZERE -

MAESESEREAYEL 7 - AEE e G AR ES - SRS e es
Asdaf Bl - dnSRAsdath 82 F &R 23 B CHYRGEE » Mtk B R H R E L
ARG E - IR - A ERAIEE ] - EETEAEE B 2 AR L LR
&t o SRMAMIEFE ORGSR E R T &R0 2Asda - (7 ESpecsavers &&=
HAthSEH - IR - A e GESEERIVEERRN  (HRARRZ BB AT
FHHE L EHEAsdai B A FIHVEEE » SUE MR IE ?

% See Case C-487/07 L’Oréal & Others v Bellure NV & Others, 2009 E.C.R. [-5185 para. 44.
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L AL BT EYE Rt 2 T B R AT AR IR R A S & - CHI
"= NPT Z e A R M R AR A E W AR o
A RIELFT{sE P #E AR i R e B (BB (0 S S AR s BRI E
FEFE I [F A P TR RSB Ok 58 LHbRIR E MV AER s L B - IEECRRE
AN PR R R A SR AR B —E BRI INER - [N R ] U RAYE
EHHEE ARG BN R PRI M RA R R

mELETE -

24

RAEFAIEHEIREZE A 2o FEE Asdaift L gz (= 2 AR etk oAl
B WETA BN EEEE HAREOR ARy 2 Y ATRENE » IR RARRE AT LA
woA El ST P HYER B [FIAsa » (T B FRAVIE T Rl - % FR R Al
KAONPATERE = fe5h - —HIBKEZ B &I E5R - EREHVEE tm] DI A a4 AR
Ak R e A L E RSP R A SRR HCIUE T2 T IEE S ;- A

AR RE Z A RERERE

&f LA - COEUBSFYSESE AR E 20 T 2B = AR Z 52 AL
MR RA AR > A E R Z AR AT R AR AR
FrE Bt BBt 2 s A S | BB R £ GHET A EAHEARR THVR
Firie LB RA N PEEREIDR - AR —HEERI2HAE -

(1) HARERS K E R L
1. GEARE Rt R B R IR

20124F1 12 > ICANNESFRIE LA 2 SR B R B SRR 2

& S MEORER (S El 2 SUAMEFEL D BRI 15— i A TRE 8% (New generic

" See supra note 66.
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Top-Level Domain Names) AYER3E » t B4giR ARGV S 80 T 8es - T &
e HAYT .com T onet [ ZiE P TEAR I 441 E1FET .shoes " .photos T .coffee |~

"libm  EFRFHSCN TR A AR B E R AR
Ryt —SHI 2R T S LR AT RE M - Al R R I SR A R B A CReg R

EES - '

& B E A ISR 2 GCE RUERT RS = Wi F TR AT e R )
Hop bEERG L RES B 52 ~ (A bRk e > DU IR M A (E H LU TS
RG-S (B B (H B AR Y N BN (3 LT A A KRR BIS - Itsh
B & WEIs A 2.8 (Domain Name System, DNS) AYfisk - i 2K 2B 8 1AE
Hri TR A ~ R - R ARG ~ SRS 2 HHERTT & 60
et PN (i SE e GEE S NN T iy

WHEERIES G T - B2 COACHANLE S AR IIFEDA 28 Ry i P THAR
AR H CATE A SIS AR B 4 o 8 COACHME S &l LA
FBUR SIS - MMM R ORBH R - SRR M & L ZAH Y
HEHZFE R - TR - TSR R s Aot 2 AR RA - BEE
YeE H A IERS AT RE G AR = A Bl e - (e AR - il I THAR
SRR > HAERR S B RS TR R A PR H ARRRAY A > 41COACH H Ail
(EE LA T .coach ; iEAERVEFITRAISA - HEA1 > BN e B ORaE AL RERY AR K
P N P] REAE R S B YRS

LT 2 WS IS AR R R T By > Rt A BEZR ] DUZE ST
A HIEEICANN 2 48— Pk i SR (Uniform Dispute Resolution Policy »

FEFBUDRP) "AREOREUR - MRS H - 4aliaiBig s DR B H AN 2 F5R

™ See ICANN, New Generic Top-Level Domains, About the Program,
http://newgtlds.icann.org/en/about/program (last visited Feb. 6, 2015).
2 Mary Shields, Changes to Domain Names and Protecting your Rights, 7 JNL. INTELLECTUAL PROP.
LAW & PRACTICE ADVANCE ACCESS n. 2 93, 94 (2014).
™ See ICANN, Domain Name Dispute Resolution Policies,
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BHEIH B o B H B ~ FrE AN EREARRRF L UDRP > (E&A 2 IA
FEGE I B T AL R HAM S = ASUBIE THVRRE A AT Ry -

A Rt FIRE - PR i TEARI A Rt ICANNHLEE T T 57H
FURPREIH] T4 PORERF 245 ) (Uniform Rapid Suspension System » T i
URS) ™ fH¥f5AUDRP » URSEA T - {KpAHIESY - ®HER[EIFSUDRP »

o fE A A B URS S BRI s S s B T EATR T ATROB N
S T DA AEAR S A R A TSP 2 2 e Ik (5

M EE N » URSHERIUDRPAEZ AN 2k » iR & A
AVERSZAFEOR - JREMR R E R T =505 1 s 2 4818
TRBL R A 2 R E s e M F B B 8 Ao ORE 2R
LU TR T B 4 A RER B & AR5 3. 4B EAe
WG B R B EE A » PR > RSB EUDRPAZ 7 Hh A TR B
2B JAET 31855, (preponderance of the evidence) Z /& - fEURSHE
Frd > BEF A NVEERLIR SIS BT - 128 RJEN 559599 |, (clear and
convincing evidence ) - {HURSHE 7 ATUHL > 3755 THTE A > RIZLEUDRP 21500
FETCEAMERR S - %

https://www.icann.org/resources/pages/policy-2012-02-25-en (last visited Feb. 6, 2015).
™ See ICANN, Uniform Rapid Suspension System, http://newgtlds.icann.org/en/applicants/urs (follow
“URS Procedure” hyperlink).
™ David Taylor, ICANN Offers Rapid Relief to Trade Mark Holders in Clear Cases of Infringement, 9
JNL. INTELLECTUAL PROP. LAW & PRACTICE ADVANCE ACCESS n. 5 357, 357 (2014).
® Article 14 (a) of Uniform Rapid Suspension System (URS) Rules provides that:
(a) The sole remedy available to Complainant pursuant to any URS proceeding before an Examiner

shall be limited to suspension of the domain name for the balance of the registration period.
" Domain Name Dispute Resolution Policies para. 4 (a)(i); Uniform Rapid Suspension System para.
1.2.6.1.
® Domain Name Dispute Resolution Policies para. 4 (a)(ii); Uniform Rapid Suspension System para.
1.2.6.2.
™ Domain Name Dispute Resolution Policies para. 4 (a)(iii); Uniform Rapid Suspension System para.
1.2.6.3.
8 Supra note 75.
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AR B o - AR A8 2 s M e A R e S A N A B TR L B
SRR - %

A EE T URS [H — &8 855 2 SR 388 B Py = i 2 P SR 1SR 8 1 o S 58 FH Y
UDRPTFER LA - fERHEPImsd 4 2% > B URSEEUDRPACHE SR fE
H > B —EREES BV - MRS S NR B E 2P ~ R
A LU i s 25 DU &7 S HARRVAI R s A\ 8 CArfs -
B AT A S R E  HE R O s HISE SO HE S
[EA LB R IAEIR % - fEsEth R ST E AR « PS> URS
Ho R ERESE IR HraiE A XA TR CE 2% ar 2 A AU 3% S TR Y
I o K2 > AN I A T S 5 P AR e A I A B A E 2 B -
RERFEA B Al - REEE VA BIEFUDRPACE R H AR

MAEATH S & Z 5w ie it ] LR - UhAE TS b2 BIRRESEE RIS
URSHEA Ry AR RE AT 2K T 5 R (ETE M A RERA Fm AR AL - AR RE I e fE
MAZFK - B - B2 UDRPRURSTEN Z S#m# L - 92T Z R EA
TEBEIG ] ~ BEEAA > EBIRmEE TS DHIRES » 5 > I &7 AURS
FIR (> BT I AR S RO N » 8 TR G TREEROR - itEA
HAHEEP > HBIREG HHSR &  EE 1 300 87 F TEARIS e B Har iy
T 2 PRa T A AN AT 2 T B ARAHE 4G4 T BB 15 g LE 3R B Ry A A HEA

PREEHIE - S ESFFERIE - BHHERE -

8 Uniform Rapid Suspension System para. 1.2.6.2.
8 Uniform Rapid Suspension System para. 6.2.
& See supra note 75.
% 1d.
% See ICANN, New Generic Top-Level Domains, Delegated Strings, Overview,
http://newgtlds.icann.org/en/about/program (last visited Feb. 6, 2015).
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FTafrv iR B (AT © AR HF o 2 SN R B RE LI E ~ —
EAVAIREAR 23R - DUHREEEIA E @i e BB (FilR R ERFVF) 1Y
2577 FBEARFA A CIRY B AR o DABRIPE RS — (BT H an R I S A BN
Bl > 5% BiE A8 20124210 H IER AR HY T i am R A %A%, (Tobacco Plain
Packaging Act 2011 ) 8 1 Him/T40E] ( Tobacco Plain Packaging Regulations 2011 )
HE > BORFASLERE AR I A AL » 3 H /A A FAERIE H
BRBEREE - Mz ihin Z BRI & 2 THES ~ JEHL - UG IR
HY 7 L& B2 TR a2 Bk BE - MEEE AR E —2UERY
S

SMOKING ¢y
BLINDNESS

-

= o

<!

g; % ;
HE S
5 2

B8 : Fr B E R E™

MAEBN 1% - BRTEEHE ~ AR - APHRE - 2/ It m] RS & (£ B RS
PranREEEEZE  DIREF BB RER 2 GF - A > AR EE
FEE IRy L ERHAF ARG ERE 2 Seak - WA BEHER & & X305 [F7t in

® Tobacco Plain Packaging Act, 2011 (Austl.)

’ Tobacco Plain Packaging Regulations, 2011 (Austl.)

® Tobacco Plain Packaging Act, pt. 2, dv. 1, 2011 (Austl.)

8 5| http://healthycentralflorida.org/plain-packaging-for-cigarettes-good-for-the-usa  ( 1% %%

HEH : 201542 H 6 H)

© 0o
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1
ot

HE - REREAERE - RaR A AE ARG TRIPSHE
F20M5% T & BENSHITEAC 5 iBiE R 2 IR A R BRI S 2 &
o VERIE 2 RES o SRR R 14 B 5 R 7 (Agreement on Technical
Barriers to Trade) SE2{(E520EHIE T2 NN TR Slnt - “hiiiths fEa &%
BRFEND ~ T ~ ZZEHT ~ JENIADTEN 2 AR A E R

20124F3F13H - e BRI AUEIMNATHS fh 2 1 B A 2 S HAHRE 2 i %
ZIEZEAIRATAERY > TEWTO i ) R [ MR LR P  RERFESE
BLEERS - AR WTOF g N R B IR 2 — o BIEZ PN
R SERAEREEA N R M EAA IREWTO HHRER - WIRWTO A
PR S A L B 5 B 2 AR R R E BEWHO N 2 20034 [P A B FEHIFE A AL
(2003 Framework Convention on Tobacco Control, 2003 FCTC ) Ry & R R
A B S R 1S T LB RS - AR H220144E5 F 5 H Fies iy NEIERS - 34257
SHTE20164F 69 _E A & ST A% I ZRE R A WTORK B RS [FIRE LA -

_—

Al
W

% See Catherine Saez, Tobacco Plain Packaging Gains Ground as France Introduces Draft Bill,
INTELLECTUAL PROP. WATCH, Sept. 25, 2014.
L Article 20 of Trade-Related Aspects of Intellectual Property Rights (TRIPS) provides that:
The use of a trademark in the course of trade shall not be unjustifiably encumbered by special
requirements, such as use with another trademark, use in a special form or use in a manner detrimental
to its capability to distinguish the goods or services of one undertaking from those of other
undertakings. This will not preclude a requirement prescribing the use of the trademark identifying the
undertaking producing the goods or services along with, but without linking it to, the trademark
distinguishing the specific goods or services in question of that undertaking.
% Article 2.2 of Agreement on Technical Barriers to Trade provides that:
Members shall ensure that technical regulations are not prepared, adopted or applied with a view to or
with the effect of creating unnecessary obstacles to international trade. For this purpose, technical
regulations shall not be more trade-restrictive than necessary to fulfil a legitimate objective, taking
account of the risks non-fulfilment would create. Such legitimate objectives are, inter alia: national
security requirements; the prevention of deceptive practices; protection of human health or safety,
animal or plant life or health, or the environment. In assessing such risks, relevant elements of
consideration are, inter alia: available scientific and technical information, related processing
technology or intended end-uses of products.
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3. HEUERRAR Z RoFrEtfE

FTaR AP > (fdiE A DB R A i an 2K B R e HE I - 1% s P B A Y
FrEnnE ~ AR BHAN R R £ R HRZ T E A SRR AT E AR o
HE A D RE SR H B RE e LU A (R g HH 2 i > DA R B LT

BT e P R O A 9 T S R, 5 S o e o L
S BTN B o SRS R A - B A E B ARSI -
ST (74 > AR TR EE RS EERTS AR
A o BB IR R A A T S (LR R > AR ) ST B R S DAAE
SEALATR T RE T S BRI RN IR SR - (R B BB
Bl E AT ERE - %

BRI T S DUREA > A B e L B By
A A R R MUK > LURLE® - Heste
5~ P AT A D S RS - B Rk S RS E AR - BT
HE(T (R > KECERIRE 2t 1 55— AL AR - B FRE T 5
SE[FA HARE (Community collective mark ) 5 534h—FE IR L SR L H fir R 2

% See supra note 90.
¥ S RPN S o PR > H 920 LS EMER > 1024£ 12 7 -
% Matteo Gragnani, The Law of Geographical Indications in the EU, 7 JNL. INTELLECTUAL PROP. LAW
& PRACTICE ADVANCE ACCESS n. 4 271, 272-273 (2012).
% Council Regulation 510/2006, 2006 O.J. (L 93) (EC).
°7 Council Regulation 491/2009, 2009 O.J. (L 154) (EC).
% Council Regulation 110/2008, 2008 O.J. (L 39) (EC).
% Council Regulation 1601/91, 1991 0O.J. (L 149) (EEC).
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SPRESETT R S R DR > 60 - BB B R 0 HATE 14EECE
BB C AR Bt ~ R A S DAY MY A R e -

MAEBEAI6FES » HYrARIE SR TIE/ N NMI—EEWT - B% T frEE
28 ke HUOE P B Hy A € | ( Lisbon Agreement for the Protection of
Appellations of Origin and their International Registration ) %27 #{&RGRE » FEAE
BB > Bl —E R & R A A8 R R IE B LSRRI > 1
M agEes - FLEREREM - Bon o UCEERG YN 2 mdh A BR R
4 SFHAE R R R AR AR SR A < PRI > ERIN SRR R
E BT BRI EE - R B WIPO L B S SR EERR 2 I EHER BITA
i B B B AT AEA NS S sk A TR S RE R I AL EE R
FITHY T A e B SRR 2 B R RS SC BRI B A ROREAE
PR TR A R - " EIAE20154E5 H 2R HE > B G BT A R AT S
GG AU S B - R T (AR E A -

1% sypra note 95, at 272.
191 Emma Barraclough, EU Mull Expansion of GI Scheme, Managing Intellectual Property, July 18,
2014.
192 ishon Agreement for the Protection of Appellations of Origin and their International Registration,
Oct. 31, 1958, available at
http://www.wipo.int/export/sites/www/lisbon/en/legal_texts/lisbon_agreement.pdf.
103" See Emma Barraclough, WIPO Row over Gl Treaty Rules, INTELLECTUAL PROP. WATCH, Nov. 3,
2014.
104" See supra note 101.
105 See Catherine Saez, Another Setback for Design Law Treaty at WIPO; Gls in Contention,
INTELLECTUAL PROP. WATCH, Nov. 27, 2014.
105 See Catherine Saez, WTO Back at the Discussion Table on Gl Register, INTELLECTUAL PROPERTY
WATCH, Dec. 8, 2014. See also WTO: Talks on Gl Register Start, Tied to other Negotiation in July 2015
%eadline, INTELLECTUAL PROP. WATCH, Dec. 12, 2014.

Id.
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] 2 T S 1 R 5 5 2 PR A S o 2 S I SO 5 - 4 DL BB
FS R AR > Horp 2012 47 7 ABEEARE (CIEU) UsedSoft % K, 2013 42
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108 Case C-128/11, UsedSoft GmbH v. Oracle International Corp, 2012 E.C.R. 1-0000.
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I EIR LAY E TR IR ER B BN - A A FIRE Ry UsedSoft By Fdkhs
A B P A SO RE A T A n R 2 e [ PR e Bt A R 2R
ZR1E UsedSoft /=18 & Hiie it - B EElRE R & S AR A AR G
HEREHE A FRYERAE - NI > UsedSoft /3 &] m) 17 B Ik FS £ =1 A Bt

( Bundesgerichtshof ) RtyARERTREHEE E5T - BERBIAAY RS » (EERTF i
EnAbEae RECEE 2009 FEREHGTE A\ IREETE T AR RUE BELUREDH - ik F e SQBk
SABE - BEOKEERE -

e

BXEART 2012 4 7 H 3 HYEHHR » SR EZ ZEMARERFERIRER] - &
SCNFRS] —FHRES 2 $HE - BN PR R R (B E 2 B 7 480h Tk
BB BB A REFIRERR A 2 ? BLART AR S BN R SR
174 BB SN B BLEL P P AR R AR (5 EE0E BB SO SRR 2 5 FE
w0 WML I AT R B RS IE R E D5 4 (R 2 TEHEZ 5 —X
SHEE - AR B R RS TR T HYE  (Sale) —FEE M
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199 Article 4(2) of Directive 2009/24/EC of the European Parliament and of the Council of 23 April

2009 on the legal protection of computer programs, entitled “Restricted acts” provides that :

2. The first sale in the Community of a copy of a program by the rightholder or with his consent shall
exhaust the distribution right within the Community of that copy, with the exception of the right to
control further rental of the program or a copy thereof.
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ftERE IR - BINREORETE 256 4 55 2 HAVE R e G2 mEE -

PRI FE SO E] ~ BUEZE B S HIE R R B BIBUR £ 55 - BemfEresh A
Hi#EEE( tangible medium ) i %8 FH4ERR T 5~ L #Ea( intangible medium ) »
FOFrRAAVEL D fy 1996 RSV A RECH B E FREIRREY (WCT ) 55 6 fifh TR
fifl) ZH0E > ks TEEREY]) (agreed statement) f5HY T ACIRE) i T
| > ZUEF e E YR E N HECYE 2001 4R & R S ERERIAS B R4S
SRS % 28 B 29 BEMEHIRZIE O 5 4 R5E 2 THA IR R R ZREAR
TR AR TH B EIS I R 4 (555 2 A BRI U E E 2 ik
AR E B [F] — iR - (2B B AR R iR aled R SR A R e v &
st & Z E AT R A5 S VR AL » KL BEPA 2 S HHRE S LT AT REID K%

15458 3 58 L R A FHRE MY B R E 55 4 IR 2 TR

19 WIPO Copyright Treaty
Agreed statements concerning Articles 6 and 7: As used in these Articles, the expressions “copies” and
“original and copies,” being subject to the right of distribution and the right of rental under the said
Avrticles, refer exclusively to fixed copies that can be put into circulation as tangible objects.
111 Directive No. 2001/29/EC of the European Parliament and of the Council of 22 May 2001 on the
harmonisation of certain aspects of copyright and related rights in the information society :
(28) Copyright protection under this Directive includes the exclusive right to control distribution of
the work incorporated in a tangible article. The first sale in the Community of the original of a work
or copies thereof by the rightholder or with his consent exhausts the right to control resale of that
object in the Community. This right should not be exhausted in respect of the original or of copies
thereof sold by the rightholder or with his consent outside the Community. Rental and lending rights
for authors have been established in Directive 92/100/EEC. The distribution right provided for in
this Directive is without prejudice to the provisions relating to the rental and lending rights
contained in Chapter | of that Directive.
(29) The question of exhaustion does not arise in the case of services and on-line services in
particular. This also applies with regard to a material copy of a work or other subject-matter made
by a user of such a service with the consent of the rightholder. Therefore, the same applies to rental
and lending of the original and copies of works or other subject-matter which are services by nature.
Unlike CD-ROM or CD-I, where the intellectual property is incorporated in a material medium,
namely an item of goods, every on-line service is in fact an act which should be subject to
authorisation where the copyright or related right so provides.
112 Directive 2009/24/EC of the European Parliament and of the Council of 23 April 2009 on the legal
protection of computer programs :
Article 3 Right of communication to the public of works and right of making available to the public
other subject-matter
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1. Member States shall provide authors with the exclusive right to authorise or prohibit any
communication to the public of their works, by wire or wireless means, including the making
available to the public of their works in such a way that members of the public may access them
from a place and at a time individually chosen by them.

3 Directive 2009/24/EC of the European Parliament and of the Council of 23 April 2009 on the legal

protection of computer programs :

Article 1 Object of protection
2. Protection in accordance with this Directive shall apply to the expression in any form of a
computer program. ldeas and principles which underlie any element of a computer program,
including those which underlie its interfaces, are not protected by copyright under this Directive.

114 Case No 4 O 191/11, Landgericht (German Regional Court) 10 Bielefeld, 5 March 2013.
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3. /NS

PREKEE LASD > S5 2013 £F ReDigi ZEARE IR &R T2 B & (F L
{Ehasa A > FEREAEEE EREASE 109 REE— BN B EHIMS » iEieny RAge
FEEEFRE R 2B — 20 ZER BN e TS B T hiSig
HEFEANARESAE RS BN & E GREEIFRE - (AR
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11517 U.S.C. § 109 - Limitations on exclusive rights: Effect of transfer of particular copy or

phonorecord

(a) Notwithstanding the provisions of section 106 (3), the owner of a particular copy or phonorecord
lawfully made under this title, or any person authorized by such owner, is entitled, without the
authority of the copyright owner, to sell or otherwise dispose of the possession of that copy or
phonorecord. Notwithstanding the preceding sentence, copies or phonorecords of works subject to
restored copyright under section 104A that are manufactured before the date of restoration of
copyright or, with respect to reliance parties, before publication or service of notice under section
104A (e), may be sold or otherwise disposed of without the authorization of the owner of the
restored copyright for purposes of direct or indirect commercial advantage only during the
12-month period beginning on—
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H 13 H)
31 BGH, 24 June 1955 - Aktz. : | ZR 88/54 (Mikrokopien), in GRUR 11/1955.
132 BGH, 29 May 1964 - Aktz. : Ib ZR 4/63 (Personalausweise), in GRUR 02/1965.
133 See INTELLECTUAL PROPERTY OFFICE, PRIVATE COPYING AND FAIR COMPENSATION: AN EMPIRICAL
STUDY OF COPYRIGHT LEVIES IN EUROPE (September 2011), available at
https://www.gov.uk/government/uploads/system/uploads/attachment_data/file/310183/ipresearch-fairco
mp-201110.pdf (last visited Jan. 15, 2015). 22 {FEx 4Rk BB & EE ~ JAE ~ F2AF] ~ LLFIRE ~ fof
R~ FHEE ~ AR PEIESS - AA S~ BREA Bl ORRE - BT B0V ~ e A fuRR 4
1rReze ~ i ~ Bg o ~ BgiN)e - BEe ~ RI0AEESE -

53



T~ 5 38 B R AR 5 IRES 2 T b KR BN BRI AT T B A T -
PRECH AN > 2B 1992 &l " ZREE#% 52 (The Audio Home Recording Act
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134 Directive No. 2001/29/EC of the European Parliament and of the Council of 22 May 2001 on the
harmonisation of certain aspects of copyright and related rights in the information society:

(35) In certain cases of exceptions or limitations, rightholders should receive fair compensation to
compensate them adequately for the use made of their protected works or other subject-matter.
When determining the form, detailed arrangements and possible level of such fair compensation,
account should be taken of the particular circumstances of each case. When evaluating these
circumstances, a valuable criterion would be the possible harm to the rightholders resulting from the
act in question. In cases where rightholders have already received payment in some other form, for
instance as part of a licence fee, no specific or separate payment may be due. The level of fair
compensation should take full account of the degree of use of technological protection measures
referred to in this Directive. In certain situations where the prejudice to the rightholder would be
minimal, no obligation for payment may arise.

(38) Member States should be allowed to provide for an exception or limitation to the reproduction

right for certain types of reproduction of audio, visual and audio-visual material for private use,

accompanied by fair compensation. This may include the introduction or continuation of
remuneration schemes to compensate for the prejudice to rightholders. Although differences
between those remuneration schemes affect the functioning of the internal market, those differences,
with respect to analogue private reproduction, should not have a significant impact on the
development of the information society. Digital private copying is likely to be more widespread and
have a greater economic impact. Due account should therefore be taken of the differences between
digital and analogue private copying and a distinction should be made in certain respects between
them.

35 Article 5(2)(b) of Directive No. 2001/29/EC of the European Parliament and of the Council of 22

May 2001 on the harmonisation of certain aspects of copyright and related rights in the information

society, entitled “Exceptions and limitations” provides that:

2. Member States may provide for exceptions or limitations to the reproduction right provided for in

Article 2 in the following cases:

(b) in respect of reproductions on any medium made by a natural person for private use and for ends
that are neither directly nor indirectly commercial, on condition that the rightholders receive fair
compensation which takes account of the application or non-application of technological
measures referred to in Article 6 to the work or subject-matter concerned;
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( Annex (to Article 54d(1) of the Copyright Law) Rates of Remuneration ) {fi{Z/£1%
BREERAFHEZEME - EH (I EE CERR RS e ) BEUEE (4
EERS) HEE  FUAERE S (R R EAE ™ - H T AR A
HHEBIVEE ERS & ZPU (Zentralstelle fiir private U berspielungsrechte ) » {{<z%4¥
DRI SV ARG B S N ~ (B N EERE ~ Bt - “PARERRE - SR
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0 S P TR VR RE P R T 2 9 ) R IR 25 » L 53 OBV B E R Z st se i

92FE 6 H -

37" Article 54 Obligation to pay remuneration
(1) Where the nature of a work makes it probable that it will be reproduced, pursuant to Article 53 (1)
to (3), the author of the work shall be entitled to payment of equitable remuneration from the
manufacturer of appliances and of storage mediums, where the type of appliance or storage medium
is used solely or together with other appliances, storage mediums or accessories, for the making of
such reproductions.

138 Article 54a Amount of remuneration
(1) The amount of remuneration shall be determined by the extent to which the appliances and
storage mediums are actually used as types for reproductions pursuant to Article 53 (1) to (3). Here
account shall be taken of the degree of use of technological protection measures in respect of the
works concerned pursuant to Article 95a.
(2) Remuneration in respect of appliances shall be set so as to be altogether equitable also in relation
to the obligation to pay remuneration for storage mediums contained in such appliances or for other
appliances or storage mediums functioning together therewith.
(3) In determining the amount of remuneration, account shall be taken of such properties of the
appliances and storage mediums as are relevant to exploitation, in particular the capacity of
appliances, as well as the storage capacity of storage mediums and the extent to which they are
rewritable.
(4) The remuneration shall not have an inequitable effect on the manufacturers of appliances and
storage mediums; its relationship to the price level of the appliance or of the storage medium must
be economically equitable.
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139 51 ZPU 48uk > hitps://www.zpue.de/tarife-formulare.html ( £37% %% H#A : 2015 £ 1 H 16 H )
10 Article L311-1

The authors and performers of works fixed on phonograms or videograms and the producers of such
phonograms or videograms shall be entitled to remuneration for the reproduction of those works made
in accordance with item 2 of Article L122-5 and item 2 of Article L211-3.

The authors and publishers of works fixed on any other medium are also entitled to remuneration for
the reproduction of those works made in accordance with item 2 of Article L122-5 and item 2 of Article
L211-3, on a digital recording medium.

ML Article L311-4

The remuneration provided for in Article L.311-3 shall be paid by the manufacturer, the importer or
the person making an intra-Community acquisition, within the meaning of paragraph 3 of point | of
Article 256 bis of the Code général des impdts, of recording mediums that may be used for
reproduction of works for private use, at the time these mediums enter into circulation in France.

The amount of the remuneration shall depend on the type of medium and the recording time it
provides.
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<4GB 0.91
>4 GB 1.56
USB [ it Upto 2 GB 0.20/GB
Over2GBupto4 GB 0.16 / GB
Over 4 GB upto 8 GB 0.13/GB
Over 8 GB 0.10/GB
T fdo 12
il F1%< 8 GB 16
il T4 8 GB 36
Fi up to 8 GB 0.7000 /GB
Over 8 GB up to 16 GB 0.5000 /GB
Over 16 GB up to 32 GB 0.3095 /GB
Over 32 GB up to 64 GB 0.2360 /GB
15.1875
6-14 Iif
(REERTAR )
MBS upto 8 GB 0.8000 /GB
Over 8 GB up to 16 GB 0.5250 /GB
Over 16 GB upto 32 GB 0.3281/GB
Over 32 GB up to 64 GB 0.1969 /GB
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i~ Wigk—2014 TR E R G e RER
pAY s worwNG pLEWRRIES

9:00 am | » Newly-elected European Commission’s Speech
Keynote speech Kerstin Jorna
Director, Directorate General Internal Market and Services EUROPEAN COMMISSION \ Belgium
9:15am | » Best IP Strategies from IP Offices Around the World
Introduction by Hitoshi Ito
Commissioner JAPAN PATENT OFFICE \Japan
Asa Kling
Director ISRAEL PATENT OFFICE \lsrael
Jesper Kongstad
Director & Chief Executive Officer DANISH PATENT & TRADEMARK OFFICE \ Denmark
Chair
Sophie Mosca
Journalist, Competition and Internal Market EUROPOLITICS \ Belgium
10:05 » What is the Future of IP made of?
am Janke Dittmer
Partner GILDE HEALTHCARE \ The Netherlands
Patrick McCutcheon
Senior Policy Officer EUROPEAN COMMISSION \ Belgium
Chair
William Stevens
President EUROPE UNLIMITED \Belgium
10:35 » Recent developments in the European patent system
am Speech Benoit Battistelli
President EPO \ Germany
10:45 Coffee Break
am
1. NEW TRADEMARKS 2. NEW PATENTS 3. COPYRIGHT LEGAL
CHALLENGES CHALLENGES CHALLENGES
11:10 1A Unconventional 2A IP & Pharma 3A Reviewing the EU Legal
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am

Trademarks

Colour marks: What are the
criteria to have a valid and
strong trademark? How to
protect trademarks from
nullity? Under which
conditions can a trademark be
nullified? What should a
trademark cover without?
Voss Case: Waiting for the
CJEU decision on whether a
registered trademark
representing the packaging of
a bottle is distinctive or not?
More generally, what is the
future of unconventional
trademarks in the European
trademark system? Can the
European Court clarify the
test of the norms and customs
of the sector to qualify as a
legal test to allow registration
of 3D rights?

Mette M. Andersen
Director, Corporate Counsel
LEGO JURIS

A/S \ DENMARK

Stephan Freischem

Deputy Secretary General
GRUR \ GERMANY

Elisa Zaera Cuadrado

IP Legal Assistant,
International Cooperation &
Legal Affairs Department
OHIM \ SPAIN

Chair

Jérdme Buscail

Partner

What are the successful strategies
(filing & litigation)? What will the
Unitary Patent change?

ECJ case law on the SPC and the
extension of patent monopoly to
protect medicinal products. How to
calculate the term of patent
extension? How to identify the first
marketing authorisation in the EU -
basis of a SPC application?
Pharmaceutical patent enforcement
in BRIC countries: Patent standards
vs. Compulsory licences
Competition: Notion of "pay to
play" in the EU/US + Patent
settlements and reverse payments -
Latest decisions

New challenges such as
biosimilars, personalised
medicines...

Andrew Brown

Head of IP

PHARMATHEN \ GREECE
lan J. Hiscock

Member

EFPIA

Head, IP Strategy & Policy
NOVARTIS \ SWITZERLAND
Chair

Christophe Ronse

Partner

ALTIUS \ BELGIUM

Framework

Need for further harmonization?

EU consultation on the Infosoc
Directive. What are the companies’
expectations?

First sale doctrine (UsedSoft/Oracle)
and scope of the “making available”
right:

Harmonization to protect a
knowledge-based economy?

Is EU28 armed against new kinds of
infringements?

A competitive system on new
innovative services?

Case law interpretation expectations:
ceasing digitalisation as an opportunity
Andrew Jenkins

Executive Vice-President International
UNIVERSAL MUSIC
PUBLISHING GROUP

Chair

ICMP \ SWITZERLAND

Maria Martin-Prat

Head of the Copyright Unit
EUROPEAN

COMMISSION \ BELGIUM
Kostas Rossoglou

Senior Legal Officer & Digital Team
Leader

BEUC \ BELGIUM

Chair

Ted Shapiro

Partner & Head of the Brussels Office

WIGGIN \ BELGIUM
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DBK \ FRANCE

12:10

pm

1B Genuine Use of a Mark
About the ECJ
Colosseum/Levi’s and
Specsavers cases: To what
extent does the deviating use
of a trade mark has
consequences for its validity
and the infringement of such
trade mark?

What if your trade mark is in
practice only used in
combination with other marks
but not standalone?

What if your trade mark has
always been used in a specific
colour but is only registered
in black and white? Is it then
relevant if the infringer uses
your specific colour?
Frédéric Blanc

Deputy IP Director

MAUS

FRE RES \ FRANCE
Andrew Kidd

Group Legal Counsel
SPECSAVERS \UNITED
KINGDOM

Elisa Zaera Cuadrado

IP Legal Assistant,
International Cooperation &
Legal Affairs Department
OHIM \ SPAIN

Chair

Laura Alonso

Partner

HOYNG

2B/3B Focus on 3D Printing

Does IP speak 3D? What is the right protection for 3D printing?

Will 3D printed products be infringing patents on products? What about
providing digital files: could they be regarded as an indirect infringement?
What to think about patents on processes that could be circumvented by 3D
printing? Focus on the exception of private use.

Can the objects to be printed be subject to IPR? Which one?

Tricky points:

* Patents: Manufacture of a whole patented product vs. Manufacture of spare
parts and their incorporation into patented products? + Replacement of a part
of a product protected by a patent: Non-infringing repair or infringing making
of the patented article?

* Copyright: Is there infringement where a 3rd party printing service copies
and provides copies of a protected work without any licence nor defence?
How manufacturers and suppliers of 3D printing equipment could be held
liable for copyright infringement?

* Design and Trademarks: What is the criterion to determine infringement?
* So many threats: Ease of diffusion and copying, very attractive for
infringers, lack of specific protection mechanisms? Could 3D printing be an
opportunity as well?

» How to safeguard IPR? What protection will be the most efficient? Legal
and practical measures tailored to the protected objects.

Yves Février

Multimedia Director

MOULINSART \ BELGIUM

Els Kindt

Post-Doc Legal Researcher & Lecturer

KU LEUVEN \ BELGIUM

Thomas Margoni

Senior Researcher

IVIR

Member

CREATIVE COMMONS \ THE NETHERLANDS

Carla van Steenbergen

Legal Counsel

MATERIALISE \ BELGIUM
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MONEGIER \ SPAIN

Chair
Carina Gommers

Partner

HOYNG MONEGIER \BELGIUM

1:10 pm | Lunch/Networking

DAY 1 AFTERNOON WORKSHOPS STREAMS 4-6
4. TRENDY 5. PATENTS & COMPETITION | 6. COPYRIGHT & INNOVATION
TRADEMARKS

2:30 pm | 4A Latest Developments on | 5A Telecoms at a Cross-Road 6A The Evolution of Fair Use

gTLDs

As the TLD landscape is
growing, what will be the
brand owners' reactions and
strategies? Recourse to the
TMCH.

Taking stock of the launch of
the first group of new gTLDs
and increasing the number of
domain extension available.
What about new IDNs &
country codes?

How to determine which
gTLDs will be key for your
business. What are the best
strategies?

Mette M. Andersen
Director, Corporate Counsel
LEGO JURIS

A/S \ DENMARK

Ingrid Baele

General Manager Business
Management Office
PHILIPS

IP&S \ THE NETHERLAN
DS

Single market for telecoms: Dream
or reality? On-going consolidation.
How to guarantee investment? Is
there trade-off between investment
and competition? IP as an
investment booster? What will be
the (European) future in the
telecom sector?

Should the EU take inspiration
from the US model?

Asking for an easing of
competition rules to allow
consolidation and boost profits for
the industry.

Erzsebet Fitori

Director

ECTA \BELGIUM

Agnées Germain

Head of Competition
TELEFONICA
DIGITAL\UNITED KINGDOM
Michael Loch

Head of IP

GSMA \UNITED KINGDOM
Chair

Laurent Garzaniti

“Fair use” test: Purpose, proportion of
use, economic impact, profit.

Google Books: “All society benefits”
Is the doctrine translatable in the EU?
Do we need such a system? How to
fairly compensate authors &
publishers?

Discoverability of works.

Redigi and Ubisofft: libraries’ future.
Manufacturers: transition to e-books?
A new reading for the Infopak case?
Fair use protects parody in spite of
profit-use? Deckmyn case.

Protecting user-generated content?
Sophie Goossens

Attorney at Law

AUGUST &

DEBOUZY \FRANCE

On behalf of

GETTY

IMAGES \UNITED KINGDOM
Maria Martin-Prat

Head of the Copyright Unit
EUROPEAN

COMMISSION \ BELGIUM

Bart VVolkmer
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Suzanne White

Associate General Counsel
COACH \UNITED KING
DOM

Chair

Patrick Hauss

Regional Director

CSC DIGITAL BRAND
SERVICES\ FRANCE

Partner
FRESHFIELD BECKHAUS
DERINGER \BELGIUM

Legal Counsel

DROPBOX \UNITED STATES
Chair

Ben D. Allgrove

Partner

BAKER &
MCKENZIE\UNITED KINGDOM

3:30 pm

Coffee Break / Networking

3:45 pm

4B Brand Protection in
gTLDs Era

New tools: Sunrise services
(priority access) + Trademark
claim services (immediate
action). Are these services
efficient and suitable? Users'
opinions.

Are ACPA, UDRP and URS
from any help? Are they
sufficient and adequate?
Recourses to WIPO for a new
treaty?

Cyber-squatting: How should
jurisdictional problems be
addressed when a party is
located overseas?

To what extent are unofficial
dealers of a brand allowed to
use domain names including
that brand?

Mark Bearfoot

Brand Protection Manager
EMEA
HARLEY-DAVIDSON\
UNITED KINGDOM

5B Standards & FRAND
When the recourse to injunctions
unduly distort FRAND licensing
negotiations. Are agreements to
license the patents on FRAND
terms not enough? Is prevention
better than cure?

How to prevent the abusive use of
necessary patents from hindering
competition in new, innovative
technology markets?

Peter Camesasca

Special Counsel

SAMSUNG
ELECTRONICS \ BELGIUM
Tero Louko

Senior Competition Counsel
GOOGLE \ SWEDEN
Christian Loyau

Legal Affairs Director

ETSI \FRANCE

Chair

Marina Cousté

Partner

REED SMITH \ FRANCE

6B Collective Management

& Cross-Border Licensing
Cross-border licensing consultation: a
competitive framework for 2.0 cies?
New collective management directive.
Author Resale Right management: the
successful dialogue between
stakeholders & the EC.

New business models of collective
mgmt (re-aggregation of repertoire).
A strengthened music licensing?
Agata Gerba

Copyright Unit

EUROPEAN

COMMISSION \ BELGIUM
Joffrey Guermonprez

Publishing Manager

DEEZER \ FRANCE

Pierre Mossiat

CEO

STRICTLY CONFIDENTIAL
Board Member

ICMP \ SWITZERLAND

Chair

Agnes Maqua

Partner
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David Saussinan

Legal Counsel
UNIFAB \ FRANCE
Chair

David Taylor

Partner

HOGAN

LOVELLS \FRANCE

KOAN \ BELGIUM

4:45 pm

Coffee Break

5:00 pm

4C Design Protection

How to find the right balance
between shape marks &
design rights?

When is a design considered
to have an individual
character? Difference
required between the overall
impression produced by the
design and earlier designs
taken individually and viewed
as a whole. Burden of proof.
How far a product’s shape, in
whole or part, is an indication
of origin that is somehow
separable in the consumer’s
mind from the product itself?
Study of the last case law.
Mark Bearfoot

Brand Protection Manager
EMEA
HARLEY-DAVIDSON\
UNITED KINGDOM

Nick Kounoupias

Chief Legal Counsel

ACID \UNITED KINGDO
M

5C Patent Pools & Consortia
Leading patent pools to sheer
success: pooling essential patents
and shielding against litigation.
What are the benefits and the risks?
Best practices.

Patent pools as alternatives to
compulsory licensing? Views from
different industry sectors?

Valérie Hamelin

Legal Counsel Intellectual
Property

ORANGE \ FRANCE

Greg Perry

Executive Director
MEDICINES PATENT
POOL\SWITZERLAND

Roger Ross

President

VIA

LICENSING \UNITED STATE
S

Chair

Luis Fernandez Novoa

Partner

HOYNG

MONEGIER \ SPAIN

6C The communication

to the public right

Which are the relevant criteria to assess
whether an act can be considered as an
act of communication to the public?
Does it involve a transmission? A new
public? An indeterminate public? Are
we shifting to an economic
interpretation of this right?

What are the consequences of these
criteria for new business models on the
internet? Should the intervention of
aggregators be qualified as a
‘communication to the public’?

Which legislative solutions can be
found to overcome possible
bottlenecks?

Claude Amardeil

General Counsel Licensing

SACEM \FRANCE

Olivia Regnier

Director European Office

IFP1 \BELGIUM

Heijo Ruijsenaars

Head of IP

EBU \ SWITZERLAND

Chair
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Ignacio Sanchez Recarte
Director, Internal Market &
Sustainability
SPIRITSEUROPE \BEL
GIUM

Chair

Marlou van de Braak
Partner

HOYNG

MONEGIER\ THE NETH

Fabienne Brison

Partner

HOYNG

MONEGIER \BELGIUM

ERLANDS
6:00 pm | End of Day 1
7:30 pm | Cocktail Reception

How to protect your brand online?

Jason Drangel
Founder
U FAKER

Partner

EPSTEIN DRANGEL \UNITED STATES

/Anthony Falzone

Deputy General Counsel
PINTEREST \UNITED STATES
Claudia Oudey

Senior IP & Digital Counsel
PERNOD RICARD \ FRANCE

8:30 am | » Keynote Speech » Keynote Speech
John Noble Bruno van Pottelsberghe
Director Dean
BRITISH BRANDS SOLVAY BRUSSELS SCHOOL
GROUP \ United Kingdom Senior Fellow
BRUEGEL \ BELGIUM
9:00 am | » IP Issues in New Media: » Unitary Patent: Considering all Judicial Strategies

from the most favourable Court to opt in/out Choice

Alexander Ramsay

Vice Chair

PREPARATORY COMMITTEE

Deputy Director, Division for IP & Transport Law
MINISTRY OF JUSTICE \ SWEDEN
David Laliberté

Director IP Policy

MICROSOFT \UNITED STATES

Chair

Marina Cousté

Partner
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Chair
Christine De Keersmaeker
Partner

OLSWANG \BELGIUM

REED SMITH \ FRANCE

9:50 am | » Trademark Protection during Sport Events | » Unified Patent Court: Draft Rules
of Procedure & Bifurcation
Alberto Bichi Paul van Beukering
Secretary General Chair
FESI \BELGIUM PREPARATORY COMMITTEE
Grégory Lepesqueux Manager of IP Unit
Head of Events Legal Services MINISTRY OF ECONOMIC AFFAIRS \THE
UEFA \ SWITZERLAND NETHERLANDS
Chair Tina M. Chappell
Joseph Fesenmair Director of IP Policy
Partner INTEL \UNITED STATES
BIRD & BIRD \ GERMANY Chair
Willem Hoyng
Partner
HOYNG MONEGIER \ THE NETHERLANDS
10:40 Coffee Break
am
DAY 2 MORNING WORKSHOPS STREAMS 7-9
7. NEW TRADEMARKS 8. NEW LIFE SCIENCES 9. COPYRIGHT & LITIGATION
ISSUES ISSUES
11:10 7A Plain Packaging 8A Stem Cells Patenting 9A Copyright & Piracy
am Avre plain packaging laws that | After the Bristle case, where is the | Nintendo “modding” case: necessity

prohibit the use of trademarks
/ geographical indications on
tobacco products and
packaging inconsistent with
obligations under WTO
treaties? On what grounds
can plain packaging laws be

challenged under these

right balance between the
protection of human life and the
commercial interests. Where do we
stand regarding patents on human
embryonic stem cells?

EPO last decision (no patents may
be issued on stem cell research if

human embryos have been

&proportionality in matters of
protection

Legitimacy of TPMs. And on
competition grounds?

Is the CJEU’s interpretation in line
with its WIPO Treaty obligations?
Private copy levies: unfair tax on

consumer-electronics makers or fair
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treaties?

Public health interest aspects
vs. IP interests including fight
against increase of illicit
cigarette trade: Can they be
reconciled? Should one
outweigh the other? Waiting
for guidance from the WTO
and BIT challenges.

Beyond tobacco: what about
the possible "spillover" of
plain packaging to other
consumer products?

Mark Engelman

Head of IP
HARDWICKE
CHAMBERS\UNITED KI
NGDOM

Nicolas J. S. Lockhart
Partner

SIDLEY

AUSTIN \ SWITZERLAN
D

Niall Tierney

Consultant

BASCAP \ IRELAND
Chair

Yuri Yahin

Head of IP Practice &
trademark Attorney

PEPELIAEV \RUSSIA

destroyed in the process) as a
guidance on what is patentable
under EPC when it comes to

biotechnology:

When public interest groups ask to

invalidate stem cell patent in the

usS.

Other new biotech issue: Australian

High Court judgment on medical

treatment methods which are a

patentable invention. What's next?

Andrew Farquharson
Member
EFPIA
Director

GINGER IP

CONSULTING\UNITED KING

DOM

Heli Pihlajamaa

Director, Directorate Patent Law

EPO \ GERMANY
Dr. Christoph Then

Executive

TESTBIOTECH \ GERMANY

Simon Wright

Chair

CIPA LIFE SCIENCES
COMMITTEE

Secretary

EPI BIOTECH

COMMITTEE\UNITED KING

DOM
Chair
Louis de Gaulle

Partner

DE GAULLE FLEURANCE

& ASSOCIE S \ FRANCE

compensation for artists?

Developing legal cross-border
streaming and licensing: fighting on
equal terms?

Role of search in infringement: soon an
obligation to curb access to stream
sites?

SEO. Meta Search Engine operators
and the EU Database Directive.

Nigel Gilroy

Director of Business Affairs

MUSIC SALES
GROUP\UNITED KINGDOM
Vincent Jadot

Legal Counsel

BELGIAN ENTERTAINMENT
FEDERATION \ BELGIUM
Jonathon Tully

Senior European Anti-Piracy Legal
Advisor

NINTENDO \UNITED KINGDOM
Chair

Paul Stevens

Head of the IP Group

OLSWANG \UNITED KINGDOM
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12:10

pm

7B Geographical
Indications

Available Concepts of
Protection

Efficient prevention of
unauthorized use of Gls

Gls in the Domain Name
System

Gls in on-going Negotiations
for International Treaties and
Trade Agreements
Extension of Protection to
Non-Agricultural Products
Michael Erhart

Head of Agricultural Product
Quality Policy
EUROPEAN
COMMISSION \ BELGI
UM

Paul Ranjard

China Representative
UNIFAB

Of Counsel

WAN HUI DA IP
AGENCY \CHINA
Massimo Vittori

Managing Director
ORIGIN \ SWITZERLAN
D

Chair

Ortrun Giinzel

Partner

TAYLOR

WESSING \ GERMANY

8B Patents on Seeds

Resolution adopted by the EP
excluding from patenting products
derived from conventional breeding
and all conventional breeding
methods is currently ignored by the
EPO. Why such a broad
disagreement?

Upcoming EPO decision changing
the way patents on conventional
plants are granted is awaited +
Objections on broccoli, melon and
tomatoes patents are still pending.
What would be the best decision for
both parties? What is the current
scope of the patent exclusion of
biological processes?

To what extent can the inclusion of
other technical processes in
addition to the biological process
take you outside the exclusion? To
what extent can a product be
patentable separate from the
excluded biological process that led
to its creation?

Szonja Csorgo

Director IP & Legal Affairs

ESA \BELGIUM

Dr. Michael A. Kock

Head of IP

SYNGENTA
INTERNATIONAL\SWITZER
LAND

Francesco Mattina

Head of the Legal Unit

CPVO \FRANCE

Francois Meienberg

Campaign Director

9B L.itigation perspectives for online
infringements

Pinckney vs KDG Mediatech AG;
allowing forum shopping.

An answer to the territoriality
principleina context of
dematerialisation

Perspectives for right holders.

Are specific blocking injunctions &
general filtering permissible in EU
law?

Injunction claims against access
providers in “safe countries” (kino.to).
Intermediary liability in the EU. Place
for settlements

“Bad faith” in DMCA takedown
notices.

Copyright holder's rights enforcement
outweigh privacy interests of
subscribers (Voltage case)

Damien Combredet

Head of Communication

HADOPI \ FRANCE

Okke Delfos-Visser

Vice President, Head of Legal
Department EMEA

MOTION PICTURE
ASSOCIATIONS\ BELGIUM
Burak 0 zgen

Senior Legal Advisor

GESAC \BELGIUM

Chair

Adam Rendle

Senior Associate

TAYLOR

WESSING \UNITED KINGDOM
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BERNE

CONVENTION \ SWITZERLA
ND

Chair

John DiMatteo

Partner

HOLWELL SHUSTER &
GOLDBERG\UNITED STATE
S

1:10 pm | Lunch/Networking

DAY 2 AFTERNOON WORKSHOPS STREAMS 10-12
10. EU TRADEMARKS 11. BEST PATENTS 12. COPYRIGHT TOOLBOX
FRAMEWORK STRATEGIES

2:30 pm | 10A EU Trademarks 11A Portfolio Optimization 12A Rational Practices for Global

Reform

Modernisation and
harmonization of the
trademark system at
substantive and procedural
level to make it closer to the
users.

Mean features:

. Facilitating cooperation
between OHIM and national
IP offices.

. Defining the scope of a
trademark

(rights vs. limitations).

. Protecting designers and
manufacturers against
parasitic parallel traders...

Comparison with the

what can Europe expect?

. Control of infringing goods.

Trademarks reform in China:

How to improve your patent
benchmarking practices as well as
plan new strategies (from R&D to
IP asset management). Best tools
and techniques for mapping, rating
and drill-down scorecards.

Patent valuation: Enhancing the
value of the company's IP assets +
Directing and refining the policy
with respect to licensing.
Licensing or reselling: Which
strategies for your intangibles?
Catriona Hammer

Senior IP Counsel

GE

President

CIPA \UNITED KINGDOM
Stefan Tamme

VP of IP Strategy

RAMBUS \UNITED STATES
Chair

Companies

Competition + IP: the TTBE safe
harbour & the Software directive.
Biggest international systems review
China anti-piracy Court, Indian 2012
copyright law. UK Copyright hub.
Ongoing reforms worldwide: EU,
Austria, Ireland, US.

Practical guide to a takedown notice.
Intermediary liability (ISPs, cloud,
hosts, search engines...): when to sue?
Enabling identification of works and
rights online.

UK perspective: the rise of website
“blocking orders”. Use by copyright
owners of Section 97A CDPA
procedure to obtain ‘blocking orders’
requiring IPSs and MNOs to block
access to websites which engage in
copyright infringement activities.

Alec Cameron
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Fabrice Claireau

Legal Affairs Manager

INPI \ FRANCE

Clotilde Piednoél

Senior Legal Counsel
MONDELEZ

President

APRAM \ FRANCE
Cecilia Wikstrém

Member

EUROPEAN
PARLIAMENT \ SWEDE
N

Chair

Matthew Sammon

Partner and Head of
Trademarks

MARKS &

CLERK \UNITED KINGD

Michelle M. Marsh

Partner

KENYON &

KENYON \UNITED STATES

Senior Counsel, IP & Digital Rights
TELEFONICA
DIGITAL\UNITED KINGDOM
Marc Sundermann

Director Government Relations
BERTELSMANN \BELGIUM
Yvon Thiec

General Delegate
EUROCINEMA (Association of
Film and TV Producers) \ BELGIUM
Chair

Benoit Van Asbroeck

Partner

BIRD & BIRD \BELGIUM

oM
3:30 pm | Coffee Break / Networking
3:45 pm | 10B Goods in Transit 11B Monetization

Counterfeiting as the hardest
challenge faced by the right
holders, especially on the
Internet.

Grey Market: Can it be really
stopped? How to cope with
importation and transit of
counterfeit goods? As the
burden of proof has been
reversed, the importer must
now prove that the
counterfeiting goods are
destined for territory outside

the EU. Wish or reality?

How to identify and select patents
to monetize? What are the criteria
of selection: value, infringement,
strength and (not)core technology?
Selecting the right monetization
strategy between (in)direct
licensing, enforcement,
commercialization & sale.
Identifying and responding to new
business needs in the intangible
assets value chain. What are they
and who are the players?
Licensing or litigating: What is the

most judicious choice?
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Parallel Trade: What's the
solution for intermediaries
such as parallel importers and
Internet sites that have no
right to offer products for sale
to EU consumers - as
opposed to consumers who
purchase a product placed on
the market with the
authorization of the right
holder in a 3rd country.
Francois Arbault

Head of Unit
EUROPEAN
COMMISSION \ BELGI
UM

Chris Foreman

Senior Director & Legal
Affairs

MERCK SHARP
DHOME \ BELGIUM
Paul Maier

Observatory Director
OHIM \ SPAIN

Chair

Ashly Sands

Associate & Director
Anti-Counterfeiting
EPSTEIN

DRANGEL \UNITED ST
ATES

Is abusive litigation still or more
than ever a threat to IP owners?
How to distinguish the friendly
NPE from the troll early enough?
Philippe Cassagne

Vice President, IP & Licensing
GEMALTO \ FRANCE
Roberto Dini

Founder

SISVEL
INTERNATIONAL\ LUXEMB
OURG

Albert Tramposch

Deputy Executive Director for
International & Regulatory Affairs
AIPLA \UNITED STATES
Chair

Frank Bollmann

Managing Director

VOSSIUS &

PARTNER \ GERMANY

4:45 pm

End of Day 2
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