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Intellectual Property > CASRIP)Fft 22 ¥ 7 5 £ Bt 7 #E 2 HA 0ff 58 3R 42 (summer
Institute) 5z = RHY Rl & (High Technology Protection Summit){JFHRBARIZANA
BRI — B4l - 3 RSt EERIE NS K 2 2013~2014 AR A B A
i le K 3= B S _ R AR e (CARC) S s B A AH B e RE Y B R A B A AT R AT
LAE BN T ffss BT Bl e e Al s A S P AR 280 U7 r) B L N 25 -

S RERE AR 2012 K 2013 4F¥f Mayo Collaborative Services v.
Prometheus Laboratories, Inc.EZ Association for Molecular Pathology v. Myriad
Genetics, Inc.Z 31 DI SR/ 4% > Alice Corporation v. CLS Bank International
and CLS Services Ltd. HJ A% » H USPTO A< (2014)F V= H KN H 73 RIEEAR T
S B R ER R SRSV R R EAS A R 2 W B e - 518 REE
BRI 2 BAF R > IR R AR E AT ERRAR 2 A TR SRR s R
FAT{ER AR 0 W2 H AR EZ AV SREMHRGRA S Heias A
b 2 AERBEHIR N S — RS B oA - HIORAGEI USPTO AH[RH 5 Aite e 2 a5
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F—E HOKBE

P8 BHrY

FEEEE RIS EEELT (University of Washington School of Law ) iR 52 /X
Fl 1899 FFAINIIZSIHE R H XN MEEM 2z BEM E AR s &
Pt %2 £2 1t 76 1F 9% 4100 (Center for Advanced Study & Research on Intellectual
Property - DUNfEIE CASRIP) j J4 Fs S5l i F-Brd = IR B EERERAZ I BE i1 2
— > CASRIP JfA 1980 (AP Y 1992 fFE1EF U R EE Bl R A ey —
oy R BRI B R B I ST ERIE (summer Institute) » $HEfSEE]
BF ~ R ~ ERRE  BEN S SRR A RIS IT 2 e - IO E
PAEHIREE - [ RS A - BAZAEmERLG Wi 2 AR E T - FFE
B S F R - DA E R A » S — P M ERITRION ~ SRS & B TR
DL RS AR B 2Bk & 2 B EM EHR IR BRI TR -

CASRIP {E7T % T(Toshiko Takenaka) 2% YHE T - B 7 B2 B HAAE2 e
257 ~ EE - EFEEFREREE(United States Patent and Trademark Office » DL f
T USPTO) fe & RUEREE AT < A AT S O BB 2 4h - HELETE ~ BUM ~ H
A~ BRI AHRAESE N BREEY) » AR E ISR E o - YRR
WA R FTER IR~ 2014 A 5 RHS fragiE & (High Technology Protection Summit) B EE
TERE M ZLHEREE Q] E EEFS IR ERE (United States Court
of Appeals for the Federal Circuit » LU N fEif# CAFC)IR{RHYA] CAFC i Ranall Ray
Rader ~ ZE[EE G K EE L & E1% Professor Martin Adelman ~ USPTO &y

SAFEED Bill LaMarca %5 > AN T GRS R TR - 54 6 A

1



FY_EAEBURIREY H A Z 7 = S ADe R (e 5P — (Ryuichi Shitara) LA (£
P R BT B (Toshiaki limura) ~ %7 FEERTEFFETHEL/NEF ¥ 2B (Shinjiro Ono)
FraTHEEE A B £ 1% —(Shunichi Doi) 2K H &7 ~ T8E] ~ FAH] ~ JAE ~ 78]
Tt 2 RERBR G R o SRR R TR TR 1 BT -

AR EHIAFEIRENE B EMNAHEANES - IMIARE B4 - RS,
HVERERUEE ~ HARTREN SN EEIEEAE - #E KIPO NEAFAEE K
EEREHAERHIEE N BB A B DL IEIURNEEHSAVIR G 15 DB E M B 20 2 &
HIEEE R EMEAFEERESOR M BAE S RS i AR
g > INBCEAAE NHYSRIEERH » # A E R e AV A - S B PR A B SR A
S s A R sGE S 2 N E AN S E2 — KRB -

B FL i = A E (Supreme Court of the United States » DL N filfff i =i5bx)
AT AR B E MR ZE 0 H e SR 31 2 BFAIAHRR I Bl L - (A - A
S — B R AT — AR AR K CAFC Bl SEAAH BA Z& (4 H A —
FRELTH > ZRYIMHRA 21 < M B By AT DAB B T B = B P 5 [ 2 BA

VEREAT T R BLE S o HARKIE R E AR 2012 K 2013 4¥f Mayo Collaborative

HE

)=

Services v. Prometheus Laboratories, Inc.Ei Association for Molecular Pathology v.
Myriad Genetics, Inc.Z F[7E » DK S AEM[H g~ Alice Corporation v. CLS Bank
International and CLS Services Ltd. F[JNZ > USPTO A4 (2014) 40 = H K75 H 47
A T ST E ARV E I R A G S B R A VAR 2 W) AR i
I BB, A AR R 2 NS Ry AR CASRIP 2014 ZHERIZE SR RIS
NPT A 2R B it BRI (E R A e R 2 S A Z T
HIREMHBERERNE > Bt mAbe Z B A R B ot %
AFFHE USPTO AHBHZE &5 L HB LR M i 2 ()P B ETER ZNE > &

! Preliminary Examination Instructions for Determining Subject Matter Eligibility in view of Alice Corp.
v. CLS Bank
Guidance For Determining Subject Matter Eligibility Of Claims Reciting Or Involving Laws of Nature,
Natural Phenomena, & Natural Products
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A B IR U T T P B B

BE B

— KRR

HHA RE Bk 1712

7/16 1 B AL-FE R E =iz
HFRIARZELER S
PR 7 R T E A T OE
7/17~8/1 16 PEHEE L»; (CASRIP)Z 2014 £
B T IR AR
R R I

8/2~8/3 2 PerEE- 510 XA

"~ 2014 £F CASRIP EEMFEHEAL

R BE 25 il 2 B 2 HATE BRAZ 61 & BT B ERAZ (Introduction) ~ A2 00ERAE
(Core Subjects) ~ SFHT{#:E =& (High Technology Protection Summit) 57 7 s
#2(Advanced Subjects) » H A HEREERIZHYEL 3 228 =FEA [F]HY 251 ] R B kI
E B SR B 5 F R [EIRR S =R o A [ R TGRSR —

IRF (R RE BRI = 2 — USRI AR 2 B S0 IR (B R B IR TSR B S MR



FE BN EM R 2RI B sEIRSRE REPEREETE R - SRR irE S
ZHBITIRSGEE AR EHBER 52 AR S 25 - At EE o

BAr4EAIT:

1. RIEFRIE(7/17~7/18)
a.  BEN EREMRE AT (Legal English for Foreign IP Attorneys)
b. iEE/ 44 (Common Law for Foreign IP Attorneys)
c. EEERZAMEEH(U.S. Litigation Overview)
d. EFpEE/E LI/ ZERES4E(U.S. Trademark/Trade Secrete/Copyright

Introduction)

2. RLERIE(7/21~7/24)
a. EEFF]ZEAFI(U.S. Patent Basics)
b. USPTO 7 EELFI|ZE{4: ¥ (Patentability at USPTO)
c. EREF|EHEE(U.S. Patent Prosecution)

d. ZEFEFEFFA(U.S. Patent Litigation)

3. &R REIEE(7/25~7/26)
F—K(7/25)

BRI AG s AR P i S5 A B e = T

(Software and Biotech Patents and International Competitiveness)

sroe 1. BEAEHCRG 2 SOM AR 1 B R

(Software Patent Eligibility and Protection Scope)
s 2. HPLEAERAERAZE: DUE R S A Y)F il 7 2 2 BRG]
ERIEIN 522

(Anti-Patent Litigation Abuse Bills: Views from IT and Biotech Industries
4



and Its Impact Outside U.S.)

L Yily- wiiiitz U

(Patent Enforcement Strategy)
sferd 3.USPTO B REFFIALE AIA 2 NHYEFA R MEPRER
(Challenging validity at USPTO and Civil Action under AlA)

s 4. BOMEL LI 2 A5 B IR Fafran ey S AR M Pk

(Challenging Validity at Patent Offices and Civil Action in EU and Asia)

FK(7/26)
s 1. <2 NBURERHTEFT 2 S B A 1

(Ownership of Inventions Made by employees and University Research)
sron 2. SRR R

(Ethical Issues in Patent Licensing)

14

HEPE

a. EEEEONEF]EZS Z1)(US and EU Patent Prosecution Track): 15 3

h={1}

AE(7/28~8/1)

ELFI 5% (Advanced Prosecution) ~ BIUNEXFE{T(EU Patent Practice) ~
Fl|#5e 55 & 75 (Patent Drafting clinic)3% o

b. 5B K ECHEFIEE£5(US and EU Patent Enforcement Track): £l
PSR S (International Litigation Strategies) ~ 7 [& B FI & Jifi (Advanced
Enforcement)Zs -

c. HEMERESH ZY(IP Management Track) : & E EMEE (P

Management) + RIS « SRS -

BEST > AHEFE CASRIP SEHEHVE THIEERE - FR T LU SRR SRR S b



a2 PRI 2N 0 MBS 8/4~8/8 HIEW B 2ERHIAE] - DURHIESE
J#GH D.C.25)j CAFC 811 USPTO Z B #th 2551712 - BBV A FR T eRE EAVIIAS
HZHh ARG EHUER B S A E Y LB > DU i
TR HE IR R A B A e B R A R\ ST T T S TR Y SRT » PRBER

RefEIRR (g 281 > ZHE AT -



BE KBRS ATk CAFC BT

B—&7 Limelight v. Akamai®

(EEFERERELERA - &EABE 2014/06/02)

Akamai FHYAFE B R FENVEBREN > ZF 5 R A E SR
(CON).Z i T8 - & R EmAY J50% - Limelight 4R8N &) 2 EHIEH ML &N
A EAERS (CON) ZAR#s - HE M P HEAAVERE RS AP EN Ty —
LR T it (tagging) | 2 HI(E FHRZ IR BV BT > MIEH Limelight 48R3 A E]H
fiti » Z&I> CAFC FIPIE 2 B0 » BT SEBIHFNES 271(a)FME < B = RENAE
B BEE R B — A E 7555 KIAHIFTA 25 B (Muniauction, Inc. v. Thomson
Corp., 532 F. 3d 1318.) » HiJ77ABEFIR Limelight 48RS A FI R HIEEHEZ A FH
H o RS ARE IR TT | 15, (tagging) s PERAERINNL Limelight 4815 /3 5] - CAFC
kRS FI RS T H T EREHYRE © WHIE Limelight 48RS & B 2P H A iy
RSP R H SRR AT T OV R B2 N EHERHE » Limelight 4815/ 5]
VIR EEA R MER (L © CAFC B HIAFORATA 3615 S2HF Limelight 48R% 0 =] EG%
[(EREEME - HEEFEERF

A AT R R R Ry

EEFEEENES 271()FERVEREERETEE - Limelight §8E A SIRHESSEIH
MRS 271b)RMUE ZAERERLE -

(a) SAEIRTRER (LR AVATTE LA Ry B2 TR IL(Aro Mfg. Co. v. Convertible

Top Replacement Co., 365 U. S. 336, 341. ) - {i{%€ Muniauction ¥ BN E

2 Limelight Networks, Inc. v. Akamai Technologies, Inc. (U.S. Supreme Court, Decided June 02, No.
12-786, 2014)
7



LT R FENMAZEEREIC - WhIEH B — EREE 5 KA

TER - AR E ERREZ TGS - ARSEEENES 271(b) R EHE R

FEE L34 2 ATRE » CAFC HYAHEZERG R (E1S- S5 AASS 271 fR(b) I RHAHERY

HETEAE . HESUAG A R H W E PITHIRREAR ] EAEL 271 (5R()(2)

s L TUABEEEE 271 (R(b) 2 s - HofERE T H R E o AR T

FsARIL T HIE FE A (ERIE < BTN - BRE R 1 ez B - fER EYE

BN AT RN T R MG fRIA(E Ry HIETiR B (= 1 2 Z& i (Deepsouth  Packing

Co. v. Laitram Corp., 406 U. S. 518, 526-527) » H J 5l S (-] dh s F AR [F]1Y

ERACHE A LR HE -

(b) Akamai RECA I EREEMEREE - HAEBITHRE & E2AFEA - FE

FRERNERIIE AN > AR ATy CAFC BRI » M S ARead E Akamai

PH A EIHEREA BT - e — R n] DR R 8 — T i A5

HMEZ BRI L - A — 05 21T R ARG Z AR - LGk

[E{£/E CAFC BN HEISEANAL 271(a) FRAFRERT A LAVGER - (R4 > TS Mt

e RIS LR RIS R R RV AEARAR -

R R A P MR BN SEE EAESE 271(b)fk - 1 Limelight &g )N
SRR EANES 271()REN B EERE Z A [ e AbE4E 3 H CAFC
£ Muniauction ZEH ¥ E RS ERAER G IEME - = ARbeEEHI# (0] CAFC &
TWARZE -



5 &7 Nautilus v. Biosig®

(EF IR B AR ~ B iR 2014/06/02)

FEEEAES 112 {525 2 BEAR E it BH S 7R 55 H SR 5= FR 55 A FTakas
Kz 2BV EA#E[E(The specification shall conclude with one or more claims
particularly pointing out and distinctly claiming the subject matter which the
applicant regards as his invention.) o ARZ(ZEH A Ue] & FERE S 112 fREE 2 THHUE
HhHYHH R (clarity and precision) {4

Biosig T FH BB HYEEAI(US 5,337,753) (4[58 i HE I T A Bha (Y Lapk G 1225
BRI kB B BB B A RV EE T-ER k(A ECO)IF - & AR HAEE
5R(41 EMG)[EIRF 77 1 S ZCE M EHY Lok ER A 2N - ACSEHA S E AT DA
S TETTAAE R pa B ECG GRS - ZEFIERR EMG sl HEZ IR - AEFRZ
FIAE Foif KIA 1 33 K EARERY Ry — e m] B B 58 B sE B2 BRaS S 1 LBk B 12
a > o KIEE E HAE BT — BT EBBORES - Z BRI A5
—EBIy KB E Y s Sy L e — R B S — i EEA - {9 DA PR
{45747 ° (a first live electrode and a first common electrode mounted on said first
half in spaced relationship with each other) ¢ AZEEEEFY T Wi T LLREIIE R4
(spaced relationship) 7 {ffi | & & HHHE

Biosig ffE % Nautilus FEFEEAREIAEIRNE RIL A F FEANER a5t - #5
AN BRI KEE EHENIEEE% 0 Nautilus 55KEZ AR - #7756 F]
BEoigKIE T T TTR AR R (%(spaced relationship) 53 {ffi(in spaced relationship
with each other) | Z AR EZEISEANES 112 (RS 2 THHMEMEAYUE -
CAFC BRI T ARCYIRE - MiAF A3 BB © CAFC 38 Ry o K IH E E DA M R

3 Nautilus, Inc. v. Biosig Instruments, Inc. (U.S. Supreme Court, Decided June 2, No. 13-369. 2014)
9



# DRI B IR 1% T 2 F R ah KT Ei B Y22 5K (amenable to construction) H.
A KIAfR RS A A HEEE R & (insolubly ambiguous) | » HIFEKIARF&

AR E -

B Al R AR Ry

1. EFhEEET BARERE - 2 HE A R R KA
A SIS 2 #ulE - AIRZ 3808 S B RE M A H E T 30 E s -
WA 45 [E] 5 SR PR A 1R 2 B £ (5 DA% i a8 e o B A 3 8 e
ARCAASE © slisl RORIG R SRR I E B B ERE © IRE M 2
B R B A REE H - Wi FT Bakiy PRS- EREFAS 112 (%5
2 JEFT R E Z BAMENE L - HFrRE AR T Z A IR MR R R
FRIFFES 112 FREFPEIMEEREK - T RS R EAIRRE
(Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U. S. 722, 731) «
—J5H 0 VBT RSB RN B AR &R AT
G IR ERET B — M N AR o T S T & 5 iy < 9k o B A R
(Carnegie Steel Co. v. Cambria Iron Co., 185 U. S. 403,437.) - S5—7J71fi
BRI RS IR - BT AR SKAVIE R > USRI AR
FIPR > #iE B{T (Markman v. Westview Instruments, Inc., 517 U. S.
370, 373) > @RI AHEEI - (HSRET HEE REEUR R
K (United Carbon Co. v. Binney & Smith Co., 317 U. S. 228, 236.) - ZASZEH]
DR FTHELHHIETIEAE - MEE R EORIIMEE T - (B RN MIE I8 Y
TR AT Y

2. CAFCIETIHYEEREARFFASHIE 2 Bl MEZE K  CAFC il 22 4 LA (753)
e TR RIALE IR n] 2 B AR R 55 K T #0 [E] 1Y %2 0K (amenable to

construction) H 3% & >K IH f# B 1 B A3 A DL HYEE T A 7 (insolubly

10



ambiguous) | » FZEEAEGR Z BTN - & BT P A F K IA Rt e 1
A LA SR B E TORMEZ 35 KRR M N AT T AR EE RN R
(insolubly ambiguous) > RIJEZfe, A 1Y EE = A & (insolubly ambiguous)
PR T SR AR ZIRE - BRI E 1A - RHIHIETET -
CAFC JhebZe i3t T fi) £ A HYEEZ AN K (insolubly ambiguous) | Hy#E
— R B AEITE S HVEDR - S AR ANECR CAFC £2HIVH
A E /DB I EARHE A 2 565 (probative of the essential inquiry) © iz 5
JEREEE Ky > CAFC BRIREANESS 112 555 2 THAVATHAAE » A
PRHJEEE AN (insolubly ambiguous) iz 55 K I (E IE1& m 2 5| i 55
SKIF#[EIHYEE 2K (amenable to construction)fyZ 2 T2 » f= A LA
S SRR - FAR B AR AT
e bR AR M IEIER AR > MUK AR 225505855 - CAFC o] S DU
EIEAES B AR EHA R BTG HAMENE -

11



S =£ Octane Fitness v. ICON Health & Fitness"

(TR T EREER AR R LRI ~ R 7ABE 2014/04/29)

LR HFIASS 285 f7R(35 U. S. C. §285)AY & IS HHRAR & » )7 AR (512 ]
SN ZE 1 (exceptional  cases)” 1 H g € 175 HY — U7 A JE 1S AT E A © £ Brooks
Furniture Mfg., Inc. v. Dutailier Int’l, Inc., 393 F. 3d 1378, 1381(LL [ fi&fH# Brooks
Furniture){H[t 1 » CAFC JEFE T 3% " BISMNYRMA" 9Bl & T ERANEETT R
(material inappropriate conduct)” ~ B & S EIF T &7 BB b= 8K
(objectively baseless)” k7” F i 58 = A 2% (brought in subjective bad faith)” 2 & -
H.#8 % Brooks Furniture JR[RG [ F5R"HIFN Y — i IR 1558 Ho NMERMY
254 (clear and convincing evidence)”(Id., at 1382) -

A7 ICON Health & Fitness ¥} _F 77 Octane Fitness fiTfg 2 SRS RESTEA -
H 7 AR DLRLA AR (summary judgment) ¥#]%E Octane Fitness FK{SHE - Octane
Fitness FY ALY EHANESS 285 fiRam KEEIE Fl#EE - 28t J57ARBE L. Brooks
Furniture Z IR T3Z55°K - (34537 ICON Health & Fitness Z 55 KA EART&
FHNZRRE - TS TEUEE T E B E: o CAFC IRAERF LA -

B Al R Ry

Brooks Furniture 7 AEHIZE i B HLA MBS BOEERFZ T 3T AR 2 HE -

(a) FHFES 285 (REFHITEBAEERANE H 2 HE R B EA —ERE5Z
TEREF (IR T BISMY 2 - N BBANEI AR Z I HEERE - 47
BN TR R B F L2 (Sebelius v. Cloer, 569 U.S. __, ) ° A

1952 4F EEIGER LS 285 {5 FHE 5 215 » " F15M (exceptional)”

* Octane Fitness v. ICON Health & Fitness (U.S. Supreme Court, Decided April 29, No. 12-1184. 2014)
12



(b)

N

HETE" A FE T (uncommon)” ~ "ZE [y (rare)” B¢ R Y (not ordinary)”
2 H BT EPE 581 889(2d ed. 1934) - —({&E"FI4MNY" 24 > (% Fy—{EARE
HAMZEM 77 8B ANEREA TG B 58 ([SI0 75 & 8 F A B 2
FEH) SR FFH TR GEARRE ARSI - #I7ER AT HK
{EZEATE A EE - £ 5B HEREN MR E —(EE 2R BRHI5H
(/9" (Cf. Fogerty v. Fantasy, Inc., 510 U. . 517.)

Brooks Furniture 7 #EHI{Z& h1—(E{E(CAVIEZR N AE B BABMERERSC
F o

(1) Brooks Furniture &M RFREE FEH Wi FoaF 132 T 1ERANE Y 22 (8 -
F—EEH] > TRV EA A 1T Ry BURIRAHZE 3 e fif
2O I HEETHY A B 1T Fy(independently sanctionable conduct) < {H[H:
R E A HIETEAE » W T AR T M E—(EEEA— T2 A ST

RIEEIRES T IL ek ST B » Bazd T R & BIsh By 3E JaEfhof
FIRE B ETE RS - B8 A “HRIINEREAF M st T AR A
TE %M an R EIN T & 2 = s e FEUE R A B 1 - H
— B ZE 0 2 3 e FR R SO M B (E 55 SR AEF Je DARE LR Ry il

HY” o CAFC {35 Professional Real Estate Investors, Inc. v. Columbia Pictures

Industries, Inc., 508 U. S. 49 5[ Az 55 35l - (EEZ R PR IERRY

55 285 R AT BECHPNRE FIIMT B ZERAK -

(2) Brooks Furniture &SI ZHERT FAAL 285 RRZAEFEE S [H Ry
AR EAA EAE IS R ETT RECE R Z R T AT
HIRER](Alyeska Pipeline Service Co. v. Wilderness Society, 421 U. S. 240,
258-259) » A I 48k e i AR By RS iU M E DU R B AS B AL S
285 &7 L EF[E] E S (Christiansburg Garment Co. v. EEOC, 434 U. S. 412,

419) -

13



Brooks Furniture ¥ SR EELEHME H & AEHKAYEETE (clear and convincing
evidence) YA IEAR H HFES 285 i BHALAS 285 Rl KA R AIEEE
(EREAE - )9 H VAR iR RERZ 1R B A BRI 7 B2 5] BE A S T2 A2 4 (Fogerty,

510 U. S, at 519) -

14



EUUET Medtronic, Inc. v. Mirowski Family Ventures, LLC’

(BFHHE R A R 2T BB RN - =ikt 2014/01/22)

F&#F A Medtronic, Inc.5%51 ~ 8445 AR EERAEE - #7_L5F A Mirowski Family
Ventures, LLC A AT AZUO BRI =5 A - RS A — ek 70T Medtronic
(FEENE Mirowski HYHLEEER] > H &K Ry ERe Fr AR E i i AT Bl & 2 A dn A
KLU - IRIZZEEREFY - Mirowski ZEA Medtronic B2 & Medtronic
ERZ R EREM 2 ELNER > M Medtronic 2 52 (2 M AT HERR 2 5F
(declaratory judgment) - [E]H5 i 2 AEHY SR HE A 2 7 12 — 55 = J5 IR )= (escrow
account) A& I THFTT © #UTEBEE & Mirowski » {F Ry E5REEER—T7
JESIEZRERY BT » 28 Mirowski Wi AZERGZ F AT » A HC ST - {H2 CAFC
WAREEZHAR B S EEENEASEREZRER(E  [H2E S
TEN bR 2 SREIME 50 20 Mirowski » A B4 R B VAR TR EBFIZ
FEZ KET > AIETEBTERY Z5FHY—77 » Medtronic fEEIERRE (f(the burden of

persuasion) °

AR AR Ay

1. CAFC fEPLZG ARG DA SFEAER 2 E #ERE (subject-matter jurisdiction) ©
Title 28 U. S. C. §1338(a)FE 847 T T CAFC (L& HERES » H§1295(a)(1)HII45
T 7 CAFC LR - %R 2 F74(Declaratory Judgment Act)ilf A4 K

CAFC 7 & #EFE (Skelly Oil Co. v. Phillips Petroleum Co., 339 U. S. 667, 671) > Tfi]

> Medtronic, Inc. v. Mirowski Family Ventures (U.S. Supreme Court, Decided January 22, No. 12-1128.
2014)
® Title 28 U. S. C. §1338(a) gives federal district courts exclusive jurisdiction over “any civil action
arising under any Act of Congress relating to patents”
7 §1295(a)(1) gives the Federal Circuit appellate jurisdiction over any case where jurisdiction in the
district court “was based, in whole or in part, on section 1338.”

15



CAFC fEHIEMERD Z I E R E I sk i 5y Z T 0" 2 20 2 /55

(threatened action)” 2 ”45/& (character)” 1 € (Public Serv. Comm’n of Utah v.

Wycoff Co., 344 U. S. 237, 248) » JRB[IEGR 2 RS MY 58 11T Fy(coercive

action)” & & IR 2 3R — (& Bt F0 =2 4k~ 55 7 (Franchise Tax Bd. of Cal. w.

Construction Laborers Vacation Trust for Southern Cal., 463 U.S. 1, 19.) - fEJH: »

YIER Medtronic {1 7B BT ELAT S &L s < ST DU L HVRER 2 B2 — 3L

FGRE ER A - SZ AT REA) - BRI Mirowski 5 AT (152 BAE I HR VR FE 25T 5%

FrEA R IR IE B F B AAIR L > N A" EMEMEZE T2 THNER

8 (Christianson v. Colt Industries Operating Corp., 486 U. S. 800, 809.) - [KJit: > 2%

HEER Z FTHITTEI AR A BAAR T > HAE R T B MRy 250 2 Th g

(See, e.g., Security-First Nat. Bank of Los Angeles v. Franchise Tax Bd. of Cal., 368

U.S. 3, 19. Pp. 4-6.) -

T AR NS R HEE SRR UL R A SN PR < S AR S i A

TN - HIRZ B N\ E S B SRS IR ST -

(a) IE&HEm =B E AR ERATEISEF - Bt BB EEE
(S HEH#E 255 (T (see, e.g., Agawam Co. v. Jordan, 7 Wall. 583, 609) ; &5 —.»”
HEdEnfEs] > 5f £ (operation of Declaratory Judgment Act)”{E (& 1E AR HY
Z[47(Aetna Life Ins. Co. v. Haworth, 300 U. S. 227, 240) » {3 RIS HE TS
FE K| (substantive rights)” (Beacon Theatres, Inc. v. Westover, 359 U. S. 500,
509) ; HEE= > "B E "5 K —E"5FEA 5 KAV E G H fH (substantive
aspect of a claim)”(Raleigh v. lllinois Dept. of Revenue, 530 U. S. 15, 20-21) -
EIEH R E LG ERE R S ERENTRANP AR BE 5T
RS RGTTRA R BTN B HRENFR R A e M - SR gz N ARt
S H R GEARERE) NG S IR EAVEREEREE A - &% BEEH

Bt

“patent law creates thecause of action.”
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EHY RS B S S VA e oK Y W B 2 B T SR A2 10 TR
(Medimmune, Inc. v. Genentech, Inc., 549 U.S. 118, 129) - {£i& /5T » CAFC
MRS B RS A A R TERY 2 SRR 7 - HEZHR RN SR 4E
T RS AT AT R A W EB O -

R SGmE LR A S NSIRAY - Bt > Schaffer v. Weast, 546 U. S. 49 » H
fet — I E FARA R S A A I A s B e (HIEIEA £y CAFC HY
ham TS o Schaffer WiIFRERS < STHYZEGI - H BRI T EABRG F A A5
MBI © AEARZEFRAC Y B - MR 23T » WIARZE - {48y Schaffer FiTiE 28 2 i H
FIBIIMENL © 25— » CAFC JH{RIRH AR A SLLTHERR T EHSEARENE B Fr
FEEHE > SRERCETAIR - 5= » BLERE 2 AV BAER - AEREH R
WA N T BRI A AR  (H T MERE N A B IE H & DU EF]
AR e R R T O B B A Y B E Fls 7 il #E1T(Medimmune, supra, at
127.) - RZ A% Mirowski #5H$555 Medtronic ZFERFEEUE 54 F - HI AR
NZERTFHERE R AERAE BN - AR AR w2 F & BHH e
Frohpef@ e HORR A WA SR B B R R A -

17



%ﬂﬁ'ﬁ Bowman v. Monsanto Co. et al.’

(EFEA R EHEE - &&AB 2013/05/13)

i EFF A FELLED A F] (Monsanto) Fr 88 8H HLHUS-EE A 2 Roundup Ready & . fi
T BRI ERSUE DL E T A A R s H ik (glyphosate) FRELA (R Ky
LA F]FTA Z Roundup Ready HYIE M o7 ) HIIE R HAFIE « IR S E %
T [FIR IR E PR T (TR R e e T TR R Ry
A RPN AR BOERHERE IS B B E RSN E - (B REREE
fa] S FE 2 R G AEFHY N — X fdEfE - 3F A Bowman #8758 B Z LLI#ER A SIFZHE
AYFHRAAEIEE T Roundup Ready & il i Ryt — 4 A AT A E it
TEY) > BARER s s B A F A U 2 s A F Ry B 4G WU RS - (H2 Ry T TR
it N —ZRREFEAYRCA > Bowman 555N EIU R E (F B A @) & IRV RS fn e
7. (commodity soybeans) » i fE{E 3% B o AE T H T E H R R DR DA
Roundup Ready FFEHITEY) > WEHTS-E /S Roundup Ready FyE Y H T > Il
PREFER T AT 2 = G TF Ry N — i 2 (A - R ERNIE P 2% > &
LI#L 2 H#% & Bowman {2 H H A o Bowman {g t & FI 7 7 JF Al (patent
exhaustion){E Bkt » 58 R B AR IR R A (8 B 8 s AT RES R & A A
FSY EZAIRER - H57EBRELE T Bowman FHTEE H. CAFC JRAERFFHIEIHIE -

B A Ry

HFEFFERU A E AT RREREENEAARITFNERLT » & thEiE s
EHPAHEAEET -

(a) TEEFIMEFFE (patent exhaustion doctrine) 2 T » 32 {R3 2 P anHY AT A A

° Bowman v. Monsanto Co. et al. (U.S. Supreme Court, Decided May 13, No. 11-796. 2013)
1% patent exhaustion does not permit a farmer to reproduce patented seeds through planting and
harvesting without the patent holder’s permission.

18



(b)

REAESE— P L B R B > FLBE PR S H Ul R e & (5
BN E 44 HIRER]” (United States v. Univis Lens Co., 316 U. S. 241, 249-250.)
PRI - w2 SRR S ARE N Z RER R PR B AER% R € V) id(particular article)”
VB 2 B 5 BERIRE N SR 1 B it o P R 1 i v Bt R
TyAERF A8 - FE e S U LR Y BRI 2 55 /1 » Bowman 8%
7 B AR S A RRS ME B A - LAY By )05 Y B ARE R PREE REE 2 5T -
R R B F S A AR 0% e D & HEE — T 2 1%
AN Sk AT AR A B BRI A T DU LT HE R TR
fEEET—X

Bowman < 5 S AREFFEREIE AT R I > (N R 2 DA — R AT E I Z 5
AAEERZE ST WE RET R IUE R TFZEN > HalEEA R
RIS B BRI 2 i1y —(EA AT E Y BIIME DL - 28010 > fE/ Bowman
B — (B REE HIAR AT SRAE G OIS MERR S REA MR A A i ERUE R
FIREZ VI 80 - 2058 Bowman J&15 T iS (B BIAMUET - sxfE 1BV S A(E
FZAZREE U - B R — R ATE H 2 IR et e A ot A A
SURME 2 55 AT~ - Bowman 5 Wi sz i B e - BB s — (B e B 99 24 L
B a2 ROt F Y 55 5. - Bowman iR eEH AR HAM R R
AR EWCEREHI RS » £ —RAVIFNR - & —(ER R & LUE eI A =
H T Roundup Ready B & fil 1~ - it o] DAHER Bl o LLIERHY AR A AE LIS 1S
7 -

! “the initial authorized sale of a patented article terminates all patent rights to that item,”

1

% id., at 251
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BAE In re Thomas G. Packard®®

(FFE PG B AU A BT L% - CAFC 2014/05/06)

ARZEZ BEEAETY © USPTO RS B3 A B S (R 8 AR Sy o[ 2 5
HH B FEEEN —EZTR L 2T R P EBER R -~ R REEA U
R > LA EI R/ N E % - fEaR (2RI - USPTO A B 15 Hi R B {EEE oK
TEPR &R By = S/ T EL B R 5542 (lacked an antecedent basis or were otherwise
unclear) » fiE)K0 € EBIFEAESE 112(b) 5 a5 KIAEITE Z HE -

BH[EREE A Packard IR EFBEZ B E - JTHHZ B & 4% 5] MPEP 2173.05(e)
AIREAE » TS S5 KIA RS F B HEE SIS » AIIRZEE KIER B (a claim is
indefinite when it contains words or phrases whose meaning is unclear) | > 45§ USPTO
EFHRREPERTHIR -

BF|FFEE A Packard i 372 CAFC » HEZHIWIELEDH » 55—%h : CAFCHE
FEEIFFAE 112(b) RHEEKENHENEEE T T AANEERE
(insolubly ambiguous) ; = FSABEAEAE » HEEARTRESAE T Fam iV B —EE R » #
SEORTARER Py NHAHE - 55 B ¢ T UAMIRAAVEE R R (insolubly ambiguous) |
TAEAR (R B X AR Y S A (post-issuance cases) » 7128 I HO1% AL BTHY A
(pre-issuance cases) = USPTO §%75 | MPEP 2173.05(e)HYFEAE A (] " i iny
s =17 (insolubly ambiguous) | #3487 e - SERRHY -

Judge Plager 20 Fy ¥ 57 K TEAREE AT 1716 o0y = FEATAE - B04E ¢ (1)Heb—(EwT
REAVE R DAMERF MBS SKIRAV AR - A5 B R T2 AR (RIRZ E A 5
I > 3% FTRSEIR T U i AR E ) R SRR A - QF RS AT |

B In re Thomas G. Packard (Fed. Cir. 2014, May 6)
4 But see Phillips, 415 F.3d at 1327
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IRE4ERF SR RIAM AR - 2% nTRERV E Fe B D — (W nT DA - Hsi R
HFEA RS EIEIVEE - Ak EREHVEZAEEIE - R EEE ] DIERY
FEOREAMINERE" - QMEZEHAREEEEMARIIIEE - Ak T A KE
TEZIE RSB IEE ) > R R IEAR B Al B A M s - Hoop T kg
HLEEE A 7 (insolubly ambiguous) | > bl = FEESEHS Y5 —FE - Judge
Plager 33 /5 H BT HIETEE SKIE 2 A A BIMEG A 2 (0 B — A - 2 E S

T A (complex of standards) - AIFFHEZE 8 G1EAZE FE AR bl =fd
RIS RS =1 -

CAFC B %€ USPTO Z{EyE » AHFEh5 [ F Halliburton Energy Servs., Inc. v.
M-ILLC, 514 F.3d 1244, 1255 (Fed. Cir. 2008) -3 %y : " I s s E & 2

B KIERE BN RV EE NS HEREEEEEENVEDN N E KR AR A
KIAFEE AR R A e &Y - i) U BA B i AaB B A BHRY R - Mgk

PR AETAAPS B |, - RIEEA SRR 2 EaR I E 5 KIANE LR > AT
AR TG EE S KIEA R AT R IR - B - & 55 KIE A SRR
A K IEAY BRI RS » DRy FRER A Packard HHER PR B T (s 55 SR IAAVRE AT
fife > PRAT4EERF AT IEZ: B e HY RA% - USPTO HY28 P& et B m 55 f] MPEP 2173.05(e)
AREAEREE 7 KT A A HE

> see Athletic Alts., Inc. v. Peince Mfg., Inc., 73 F.3d 1573, 1581(Fed. Cir. 1996)
'® For a statement of this interpretive option by the courts in Canada, see Lord Loreborn’s three-part
test, cited in Harold C. Wegner, Lord Loreborn’s Test for 112(b) Indefiniteness, Paper presented at the
Second Annual Naples Midwinter Patent Experts Conference, Naples, FL(February 10-22, 2014).
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BEE MRS BRI RS

B8 BN SR ER R R

FEEf e AR 2014 £ 6 H 19 HEM# Alice Corporation v. CLS Bank
International and CLS Services Ltd.(DA T f&if# Alice v. CLS ZE)EH FIE » B2EF KIH
BT SR > FEZ AR Mayo ZEVETTHIIEZE > [N Alice FFITTA
EISRTFER MA SRS T BB =B — U7 55 T ERE RS - DL
FEERAC Zh by Z Fg s > HARSMINARYZEHARE S (inventive concept) & 7> & Al
BISTIAE - MR S R B RS 2 450 » BB SIS - BeR
TR EANES 101 BREFEE A E - e AbcE L @ 72 B Bilski 2£1%
USPTO 441 2 #E & fEpa i EL 7= 52 - HR9% MPEP 2106(11)(25 /\ki Revision 9, August
2012)}%E > BB KIEBLT AR KRR G BN MRS 2 HIEF AR E - BT
EiR KRR G BN RN Z FIET R AIMAELRY Bilski ZEETLAVEEAE » HRESEHRN]
SENN e R S S g A e 5 — e s it e 4 & Il - R HIET P SR B A2 5
Alice v. CLS ZEH7 B ZRAEFE (2014) CASRIP ZE[ER LA EH 55 B 53R F2 Kz CASRIP 2014 =
FHS g H#H BT -

USRS Alice v. CLS ZEZHloer & ~ SFaniBfE ~ ARG AR R f# ~ USPTO
FN 2 I B 1% 48 B SRR LA -

N

B SR R AR SRR

Bk

=W T BRI Bl A R T E e R L a4 Al

Y Mayo v. Prometheus ZEf i ERest by B T E AR ERIAR B DUSMIIHEY M5 BRIE B 37 SR 1 1
B » SO LB -
22



AR EE A B — R T (IR M T ARBE (T EH H Z Bl F e - 3 H
e 5 LARE RS Bt - 188 = 7 BB R A 5 LU B R 2 5 2R - S8 AR
PR 2 et ple 2 565 = T BB it - (E I R T S SR B (A 2 - X R B
TR SRR T E RO TRECH 2T EHCEME T R
[ B 2 5 AR A AR (IR T) Z IR P ER - & — S VR MEB(E S AT
(BAESHE T H RITE M E % IO A BB R Ry B S s TRV T3
Fécek f TE R - HEIRBE R H - BB s ikis 5 M
CEk R TR B ST 5 - R RMER R TR SR a8y
Z g o

FF BRI PR A ARV RIEA T

1 ~ US5970479 Claim33 » /A5 K1E :

—REZ T RIAGEINI 02 B T — KRS — 15/ R — 15
ERIEF o B IEHRCHR IR IR AT AEHT =& 2 A T

(a) BEF— 1w AR — 872 T 1S/ R — 2 TIERAH » KHZFK
PRI — B BRI LR -

(b) IEEF— KR BIE I FF T — 72 T 15 AR R T 1 R AT # i K BIAGIFHT

BRER
() ;3 EF—BEIREGTINIR 55 » 3 o BRI B 5 T 52 15 AL 2

TIERZRE IR R ET | 1 BB T 1E BT E ) 7
SETISIHGEF ) 195 LA s N7 4 - K

() IEE KZTHRNF - o BRI T A KAAPI% 1R LA LaTHY
RGZ05  KIAE T IGHCFR (R Z L5 R IERRBER
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IRLEIE L OTHUE ~ FEHFECETTSET
9 ~ US7725375B2 Claim39 » EEJ& o st gl =5k 1

— PR BN FE TV i HT 6] 2 — BB AR T i — B ) LA
PTIIk » #E—IT L E S — B Z [ KRG R > B FEr U dn €]

=

FEZCHG » JHLA(EEBREGTE— BRI — T (F R —K 5 » FE#TE
G A GRS S L R

FEZUH LA T aT— i R 3 B g PEZ XA 2 2Tl & A

BB RO = -

(1) FF% 5 — D HIH—IRITEGN » BRI — KRR T %
ZIRTE - LAREFF B = IR R A R R E KA
HTAEFFHI B VIIRTE -

(2) FETEEZ S — TR Bz 5 — T A A & 1 E—IRIER B h = IRTE
ZHE  BBE T TR EZ S IRIIRZ P =IRTE LU EZ S
— T T A BTG T KA GRS - K

(3) L — 15 oRa% 5 — KIBRIE R 2% B KR - S HIRGZ S
—IRFER HiZ o = R FCH 555 L 5% IR IR B B VIR
B H AT AN THE ~ TS EFZ T
— KABBIER B B AR -

3 ~ US7149720B2 Claim1 » Z 4555 KIE -
—FEE RGP 28 (TR TIFUKIAEE] » 220 -

—EHAFETT A T TS IR R T B3R BN
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HIILI— AR BT (5 TR R EAEHR ©
— B - BB T SRR
() B — %53

(b) 78 8 T F LA 7 T 15 AR B i 1 R acss - LI E
RGPrT REHIKHAE ] RIET | BB % 5 T 1 BT #AT /)
S TG AR HIR S - K

() 17— ERAF I3 T A — 15 ek K IRk S HIRIEZ 2 115/
FRR) B T I B AT K 5/ R B (B
# o B PZ15 e — a1 THOH ~ T EICEGI 7T BREZK
AN -

FB=8 TeARHE

— ~ TR

CLS #RTTHY 2007 ¥ Alice N EELHEL Z 5T » 37 KA Alice /AH] 4
(g% )7 A5 (5,970,479 ~ 6,912,510 ~ 7,149,720 ~ 7,725,375) 3 >RIEMERY -
HEFITEC CLS SRITARBILZLLEA] - FraniBfE P e Bilski ZigmAbaAR
(2010 £F)tH)E > EITHEH 2 G Bl (cross-motion) > ¥ Alice HA 2 S KIFZ AT
CHEBEFESE 101 REFBA M K S I - O EBEHIE  Alice BFIFTH
sA KBRS T S =7 B E R R B R 25 T 4R - DURREAC B s,
RS - A TTSRBIEAES 101 FREFEE T ZHRE -

Alice 7\ EIHEHE F3F » CAFC 32 B Alice LA IEHASEE g e: » HIAY

¥ 768 F. Supp. 2d 221, 252 (DC 2011)
® 685 F. 3d 1341, 1352, 1356(2012)
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SFJZERE © 1248 CAFC SREUELEES (en banc) FUE R BLILE - NIEEENFTA
i ESRE B S B ZE 2 (AR = 20U EERAE4HRGEEEE ) CAFC
7Y 2013 £ 5 AfFHER > REFRKBEAETE © Sesrlie R A SEKE - Hit
T3k~ AR KIE > 10 iR B A 7 (L FEEAFEAERYE - 24053 KEALE 5
tE 5 - NZEUEAE (8 MEEARZETTE « LG R A RKIEHFIA—8 - FrLl4E
Rt 7 AR R, FIRZ s S KIE A R EAASS 101 fRAUE -

Alice N E]_EEFEIR AR » FE ABedER; CAFC IS (en banc) Z FLE# - HIE
Alice FRIFTAERKIASEBSHIRELS - MAFFEEIEFIES 101 REFERE
MEZHUE -

=~ ZEEAIES 101 GREFERM:
EARBES
FEIEFEAES 101 RAUE BB 2 FRHY (subject matter) @Y © (LAEIHTHY
HARIER - e - BLEYsia S slis el RV IHEGEE IR e 8A)
SEOESRR 0 #B AT ES-ELH] (“whoever invents or discovers any new and useful
process, machine, manufacture, or composition of matter or any new and useful
improvement thereof, may obtain a patent therefor, subject to the conditions and
requirements of this title.” 35 U.S.C. §101) » HE{ESLRTHIG] > ZA4MIERR 5 Z2VER] -
EI RIS Bl » Ry Bl =38 BB R R B T B, » 5 DI A& (52
ST H - A[REGPHBERHT - RHE R FADERKE 1 -
SeRAEBE AR
1. Gottschalk v. Benson ZE45 &% BCD ## Binary #{H 774 ( (7 B{EE

#) FBEAERT DA AR iE A BEENIER] (meaningful limitation ) »

EEFE S22 E (wholly preempt ) FEEEE A -

2. Parker v. Flook Z& » %= Abefs B IR eZ 250 L4 R (s F <EdEk (field of

26



use ) ARG M Eedud  BEENF BFEFEFEKER T MEREEN{AS
INYEZ R G EA T A (inventive concept ) | °

3. Diamond v. Diehr » £ 525 A R A K IE FHEE AR - EISFER
SEL BRI E R AT EAER S B ANEAIEEE AN EAGERE S A
B TR OYPTAEIE R -

4. Bilski v. Kappo » fzfEn AT B FH Flook ZEHY A © SR -KIAMEEARED | IR
SIS —(HEFHEE (field of use) BIEINGAEFMERRATTEZRHYTTIT (token

post-solution components ) | [ {5 & B F R

5.Mayo v. Prometheus » &z /S AREaR RbR T B AR S DISMNYERINEER - (&
FosZ SABCE AT S HAENE - SUiRES B ANER B RS EA R -

= - CAFC J#4 2013 4F 5 F 2Bk B R

CAFC &Pl a Bl % - REFKIAEEITE ~ SUB R - HIRER S
SRR IEN R BB AN - RZERR T Lourie JEE#NERN) EHE HE > Randall
R. Rader-Kimberly A. Moore - Pauline Newman-Richard Linn % Kathleen M. 0’Malley
EE SR 3 ERE - AEBRERS WHAPEEEE - EEFEER AT
FARE S -

FERERE

H1 Lourie JE B/ #AEERY T B B2 (DYK ~ PROST ~ REYNA K2 WALLACH TUArAE
bt 58) AL SR A I - B4R SR B SAESS 101 AR E Ay HIER R -
(1) SEEIEFESS 101 fREFIEE AR 08 G A RSB EA TR (B VAR

ARG R R) - BEA MG AR TEAERITE SR T AR T AL -

EMEIMNIIA 52 Y (significantly more) 2l fif 1745 2 Z YR (meaningful

 CLS Bank Int’l v. Alice Corp., __E.3d __, 2013 WL 1920941 (Fed. Cir. May 10, 2013)
27



limitation) » SRR IRBOR HE & 4 M8 S A A TR g o P = _E Ry AT
B o 40 ZAA IRGI6E HEE - &6 A N1 & 811 (post-solution
activity) » DURER FHEE AR S A EE S ~ A2 FRY(E A AR s 2 s
1% 48/ LB F (post-solution activity)kF#&E
(2) EEREMERIERE F— (B 581 - R % (case-by-case) Ry 5725 - FERE T M 14 ~
HHEJEC 4R (a rigid, bright line test) » BAMERYRAR thaFREEE I » (EEIE
AUVERE HIESES - [RRTER HR Ry - DIRTsd i A RS 1%
WIS - &R S R ARGl - AR HA 1973 4 - W ERE R SRSEE
SKIERE R 2B 8 5 %5 Honeywell Inc. v Sperry Rand Corp., No.
4-67-cv-138, 180 USPQ 673, 1973 WL 903 (D. Minn. Oct. 19, 1973) » {HEFAFRAE
ME > BT » BeZHE T A R 0 f— IR ROV T -
(3) FHKIAFREAEIE R (inventive concept) » SRR EL T A EAS 14 HEr -
ANEFRES 102 » 103 flRZHratE ~ FREHIN 5 RIS - B Z 2R /A
FHH SRR ERR (human contribution) » FIR Al - AR EH R il
G R RE ST - TN REHEEEHT - AR SIS - HasRoE Y28
fEeHs Ry RN E i (insignificant) ~ 7 #H (conventional) = [E {7 (routine) » %35 K7H
TR FFEE 101 f5& » R Ry Btg S5 -
KREZ P EHNZ BB SSIEATE Mayo BT S B E AR 25
V5 BURHIVERAZE 101 REAESERHIBTP BRI T © P BRHE S K2
&R JTE - HEES - BUEYIEEH S (process, machine, manufacture, or composition
of matter) » #5¢5 » AIFEEEAMBEASAIERY » &2 - Al P BRHEES KIEN
EEEEGENER - BARREEEES - SN EE o RIRERER - 588
AR SCHIBREE SKIA T B 2VER] ~ BRI Qe Sy Sl o - FIERED 72 B 259
e HlEraz R E A ERE  EREES > 2 AR HE KA E S S
EZVER] ~ BRSNS JEEEAESAERY - 58 » ARZFEKEE A
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B REA ~ BRSNS 2 %0 - B ARSI -
FTEERERT  ZFENARERKEES T BEE =TT E RS - [F

ReS RS ) SRS FRIEIMIF R BRI T DLERT ~ 388 TRV 3%

WIS ECREE SRS IR EE NS - R REFREEERRY -
RRERE”
Rader /A E K MOORE JAEFIEE 7 FEERENER » sREJTEH K

TE R BB ARG EE SRIE B S, « (B 2488 KT B S AR AR - IRy

Zon K IR B2 R I RE A B R A -

PUT Rl Rader B f#EAE & MOORE JAE S B R E B HE RAE 2 ELig -

(1) EEEREFRLFEHAEERS(Mayo ZFHE 2 2 I00ES) - BEEIER
NEER GEAEE  EREUED > RS A TR R 2 A e s E
PR (Lourie Op. at 19-20) - EEE R EFAIEUT - ZRER " HIEAY A
Bk SRR ARG IE(: (Rader Op. N5 at 24) » 55 Mayo ZEE IR
—aa FUE DL R - a0 R ARR A L T sUHIENE - A s KIAA L
Mm% (Moore Op. at5-6) °

(2) FHEERZFZHEZRYFERKEABENEREN - b —IHE g SAELIER
HITHBATHREC R HRFSE - ERERIVEIRI S B ER > EHEER] - Al
IFAEEAIIRE] - Hem B REARUT > FHERE A S E BRI - 55KE
A HEREF DR AT 52 (Moore Op. at 6) « AZEZFEEE - —fHRHY

BRI - B E — RS MR E AR U R E IR BRI R - LA
RS PEHI SR 0] LG s BB AR MRS ? DUEREE R E R

tEs - N HELL ARG EEEN 77 KIH (Moore Op. at9) -

(3) FEEE NI RHER S AR RS R ER PRI RS R EAYE A
AME LRI ER S - SRS A S A G KT U K EAEE 1

cmtf

' [ CLS Bank ZE& 35 USC 101 u] TELFIZ AL S35 - SHAR /LB S RAZe4H
http://www.naipo.com/Portals/1/web tw/Knowledge Center/Laws/US-79.htm#1
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(Lourie Op. at 27) - HFHE R ERIET - EIGEIS IR - AH AT LA - 52

SKE S A BV RPY - BRGE i Ik B A Z B A EE e E
(Rader Op. N7 at29) o

(4) FEEREDN R RIS R M & m AR P A R

AR IRl T HEAEES » R ITEF KA &% T HA] - M-or-T JHIEL

( machine or transformation test ) I JEME—fmEafEiE (Lourie Op.at 17 ) - £

i RFEAIRT - M-or-T JAIE RTH2 4075 F I B HAVARVR - i asil LS

— AR BFREAS A EE BAR AR IITEEReE S T 5 ARSI b & TAAE 1S K )

RE PR - BT SRR D 2 (WP H % ( Rader Op. at 19, 28 Moore Op.

at3-5)-

0 - FARTR 2014 4F 6 H HIAY

A ABEHERE CAFC 1A 2013 4F 5 H 2Bl Al AR THE REZIE » 58
R A A RHE BN FIE =7 BB s te A N BRI -

B Al R HIVE R Z SRS, > 518Ky Benson ZK ¢ Leroy
FEEILHY T RESAS | (an idea of itself) - HIUIEARYEH (fundamental truth) ~ 2
[Kl(original cause) ~ Bfjf#(motive) ; 55 _f# fy Benson 25 FLook ZE7 171 " #5122 R
HEEE AT 0 BB Bilski KR AU ERVEATE R (fundamental
economic practice) ©

2012 4 Mayo HITRZEH » FrmnAbebe T —(EHIET 280 - FIDUHIEr R
BN B EFEAS I  BAVAR] - B AR BRI -

B HOVEHE - 235 RER SRR DR =TAGNZ — - MFZAYES
HIOWFIBRT > 2 Fe5KE TR T L =IEF N2 58 BEAHMER ? 20
SR DR (EEEKIER T E A (separately) & LUKt &

2 W7 AR SRS BRI R E-2014 4F Alice v. CLS Bank ZEHIMT « B804 EMBHI RS R

FOABRWSERT BIE0E -

http://www.naipo.com/Portals/1/web tw/Knowledge Center/Infringement Case/publish-99.htm#1
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& (as a ordered combination) #:fT% & - DIAHEM G —(EE/MNITTHE L T EIL
7 (transform) FERIFNYAE | - (EZ R BA BAERE MR HERZ © sekibe
TR 20 ER > SURET I EUIMES (inventive concept) » JRHI - Hamk — (7Tl
st dlE R BB EAEEE LA R T BRI eAs s, BARE

%9211 (significantly more) £ A2, -

F—R G AFFERER G ERER] - BB SHSRSH T —
HEISL - EILR P8 B AT KIAE G1ER &S - R R R
B 2P SRR OfE R —E T A =T R e R, AT

HEAMEARLR > Fraff B2 IRRBERESFENEAEE > 1%
BNFUENF - (HfEAbied > RMESAHEEIRE] o F140 - Bilski ZEAyHERR
e AR —EREFAENEAEE 1 HE [ N BUEEHY 7% - Ik
BERY AR FRAYERE - NI > mesiAbead By - ARZE P RIHI S =05 B B s it b
e - B Bilski ZEAVRERRIED > P8 - GBI TR -

FIR  HE RIS INESARIIRIEY) - S8 HE T &
FERL R TIN5 B A B TP ERAYHIE - S AR A A
FEA MR - WHABTE S AR IIEIEY) - Mayo Rk
FTaRYEEHA (transformation) » WAJAEE " BRATHIRRAMCHE AL SN IO HFERT Capply
it) FXXF 0 HERES -

B AR Ry o R 2T ITERKIAN U B (Ot ) o6 (separately )
KFE - EISFTRTIVIE P ER - #2 T BA AR - A T Al TIRE

"HUSER ) TR T NEEBETR ) B RSB E G EE) -
BRTA ToES E—fE#H22 (as an ordered combination ) BXFIME A MY 5455 5K IE

IS TE R S =7 B E s R i R S S BRI T - P 77 KIHIL A 218
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PSRN SRR > BAE S — (B RH T sk i SR LEEATROR - AL
FeaF KIE R =07 BB R i et S S As SR R AT A 2 DAY
LTSRS A R B AR 341 -

e Abtae Ry > B NHY 2408 RIR B AGER ORI > BB EAICEA Y
B —ABAEAEEYE - WIS KE > RN EERE - HEAF
JEARIERFIERGE SR A - SUEBA FEL -

BN B &E5A K » AR S - SRR B2 TR ERERS , AT T
TEHRERETIRE | o (EHARE AP SUERIRFERERS - ofE " BRaEE 240 ) 18 T 4
farZetlas 0T BRI o S L E 2 ARV B T B — A MRy BRI S A - AL -
L ESEARE TP AR BIRVERES 102 AE TEE ST ) DU RUAE
PR - #AAIEERR - i R SR KIEEE LA RKIER A AIE - T4 KIAE
FILL— M AY BRI TRZ SR 1T Zaesf KIS DA — £ — R MERY i SR A
BT TR (&S - FHS SRR Y 208 SR IR AG 5 SR I o frh SR il
HMEIIEENINE > &EEbe ik —E A B EAERNE - AERK &
EABESOR EFTRAABE RIS HIR - B8R R EARIFTA K - A R A E
albliagks

SEVUES USPTO FHEEAE MPEP SRTHIE RAIR SR IE

1 Bilski ZERHH > MPEP 2 3 E>

S4B8 MPEP 2012 4F 8 FAVES 8 JI5E 9 K(Z5T (E8r9) ** » BRAZA MBI MEATHD
YT T —ORENE™ » RSB A 4 (E RIS R B B 2 T A B A R )

T CLS v. Alice Z2E S E EBASH S HRE 5 I A 500 > SR BT | SR - AREEL -
HFEREH T voL177 -

24

http://www.uspto.gov/web/offices/pac/mpep/index.html

PREYEAS MR EEET (MPEP 2106 ) » FIZUEETREAE 2007 45 9 FHJ E8r6 -
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D/ Bilski ZEf1 CAFC?® Ky £ 53 A F72 )k B 3 > Wi ¥4 Ultramercial®®~ Cybersource®
DealerTrack®® ~ Mayo* &5 -

ATNEETRAT T AR RS - (R T AR S B ZRERIAHRE -
Ail£+7% MPEP 2106.01 - ¢y =4t Mayo FIPRHIREZRFIER - e I AR R B
TS AHREE - A28 MPEP 2106 11 B > (iR ARe Bilski IR » 5 APUEHES -
S CAFCHY " HEs ) B¢ TR iGN (Machine or Transformation) - il &5
Ay TIERT ) AR L T e S ) ERESTTE -

AIHIFTR FIAUMEES - i - EFISHEDEE - @02 "IWF 0 f
URF AN B — et ~ BB AN AT R ~ A AEAR A T2 2 4h (extrasolution )
SEE I IR (field-of-use) 555 < 2B HY " N+, HEEpk " A, 87 F
o B2 WA G N BFERN T3 EREHE RGBS SR R g - ks
((Ees=v2ll-

MAEZEAR 1% - BEBErT ool — e ) AHIET - BNEENEA SR
=M HEYAS el (Preemption) AYRENEEAE » MRAPFFEEAVEIGME - 12
FTEH 2010 FEAIHESHE A HRE > USPTO 7EE P ABIRCK T ATF M-or-T sk
EAIIEmSE S ) B TR S MoorT JIEUAAIZHISEIS ) BuBlT - (IPtiE
Ao R SRS A R FRIAGUE - SEIEAE E8r9 THINAT THERS , A
A WADSEMERE T e — S ) BAEAR TP 8 » A N B AR E
PRy R AR 2 S T -

5391 MPEP i £2 5 USPTO HyZ &2 N BAE(FH 5K IR & gy
Y&EER < Al - MR R E = RVEEE (B0 BRIEE - 550K0E - MHRRRTE) > F

.

%% In re Bilski, 545 F.3d 943 (Fed. Cir. 2009)

Bilski v. Kappos, 561 U.S. ,130S. Ct. 3218 (2010)

Ultramercial, LLC v. Hulu, LLC, 657 F.3d 1323 (Fed. Cir. 2011)

Cybersource v. Retail Decisions, 654 F.3d 1366 (Fed. Cir. 2011)

DealerTrack v. Huber, 674 F.3d 1315, (Fed. Cir. 2012)

Mayo Collaborative Services v. Prometheus Laboratories, Inc., 566 U.S. __, 132 S.Ct. 1289 (2012)
"Interim Guidance for Determining Subject Matter Eligibility for Process Claims in View of Bilski v.
Kappos," http://www.uspto.gov/patents/law/exam/bilski guidance 27jul2010.pdf
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N B R A RS -
MPEP Ry "), K T U50E ) SERTARE ERERR SRR - BlRIE
FEEBFHIZK - MPEP FR - XY Z85°KIACAE T Al ) IS5 KT

FFECEEZ R —ERE EIREM > FrLlUE R @R SR a1t - ErieE
FE N AREIR S — ([ E PR -

Alice v. CLS R EERBEHIHA » USPTO BY[EIFE

Rtz = EBEHANARS 2014 £ 6 H 19 H HE  USPTO JRjs 2014 FF 6 H 25 H &%
AT EETRR  FE AR B S AT Alice v. CLS FIDAZEE A B IEEIEHY W20 &F A
fEr - AR IR ANE B RSHINREER R % KL E—PNEER
B o

FHRES RS B AR
= BB Alice v. CLS ZEHARERS R » HIETS KRS BT & S R - &
SEORIE B EARER - BB By - B Mayo FEETE ZHEZE -
Fil USPTO & EHF {55 KT I 9 Z0ERIG » 7 Mayo ZE5TE ZHEZR - [HRE
P& 55 KA B G iR - A2 F A Fa R B ST AT MPEP HLE A LA T MR
GE
(1) Alice v. CLS ZEHIL > sERKILEA K H VAR ~ BER KEamA &
BRI S3AT 7 A RERZAEE] » SERT MPEP B AR EIRY =X - B
A KT RS S A2y MPEP 2106( 1T)(B)Bilski 1575 > 5 35 KIH A ) B
SRR 2 MPEP 2106.01 Mayo 575 -

(2) Alice v. CLS ZEJRFET. - A [RIHEIEHYEE KIA(WI BT 7R SAE R MR 734 7 A

> MPEP 2106 > T1.B.2 : Making the Determination of Eligibility
> MPEP 2106 > TI.A : Practical Application of Machines, Manufactures, and Compositions of Matter
(Products)
» Preliminary Examination Instructions in view of Supreme Court Decision in Alice Corporation Pty.
Ltd. v. CLS Bank International, et al.
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sz - Sepil MPEP JRUE(E A RIRY 3T 52 BIEEIEEKIH ST MPEP

2106( 1 )(A)FERS > #5J77455 KIARIZ:H MPEP 2106( 11 )(B)Bilski f5 5

PR T BRI BEHY AR VA R B A AT IR E (15 24 E (R R 229 MPEP
2106( 1) - FEESHIETRALAIT -
ERHEFORIRR S BN J7E - s - S sEi ey E#ERE Y — - 5
i KIE R DUt 2 — » A B REHIE IR B AR AR - S 5 oK IE a8 i DUl
2 — > LARSPBR 73 AriZ(two part analysis)HY55 — D BRGEALA &) —20 FllET R
RS EEBHIE BN BB SRR (H AR - B AT S R 5
W) - EKIEB AR A E I FII M BB ES R EIE (B AR - BN
RIAMEMR) - MR ER A (two part analysis) 855 2 BR (GF A0 &) H T
ORI IS M B BRI EAS AR SEIE b (BB B ARAY o Bl By
7 (two part analysis) & {U . MPEP 2106( IT )(A)¥)HY 35 >K JH 15 B9 )2 MPEP
2106(11)(B)Bilski J77555 KIATER °

BRI TR IBE YR 20 B 22 Hr A (two part analysis)
B Alice v. CLS ZEHI - {#F] Mayo ZEEET AT BE T AR A& Th g
SHIFTA A KT (P K R 77 A4 K ) -

SR FREESEN MRS

Alice v. CLS ZE iz AR R - BB EDRER R MR A Ry > (RS
I ARHER R R VAR T E, - R RHBRERET o Bt - AR AR/ VO AR B PR SR
H(EAER ~ BARRR KAhRR) - N RFTARSEIH SR —erefEryE e
TSRS A PER ST - Fr A — 3 A G R B a & —EmRE A B
HREEY: - FPE BRI SE2AERHTT > (DR EMNERM

35



FEIR Alice v. CLS ZEH[ » HISE &L
o £ FHELA R H (fundamental economic practice)
o \ EFHRI A (Certain methods of organizing human activities) °
off 27/ L (an idea of itself) -
o B EERA A B EE /N = (mathematical relationships/formulas)
am KIEE B a g e: - A AR DR E 2 S B i H A SRS
W - MRFRKIABA S B SEAE PR S5 KA N - AL
— R At B A

PR WRFE KA MBS D VEF KAR G I AEEZET
e EHTTlE - i 2 SRR A HAIRE] - BURF RIE M EA TSRS
88 SEA S HVRERY - Fi—(E5E RIE I ARV EEBOTHE R (separately) &
= LAURFFTTF4HE 1% (as a ordered combination ) #1755 -

A OKIA B SR SRS IIARYFRGI AT DARERE fs 2 #9261 (significantly more )
PR > Fl-anR

LR SEFUIREL N

oS fif Hif — B HYTHRE

o {5 A S S RIS o S A B IR -

A K IA B S G - IO A B PR] =] DU A48 s e #9211 (significantly more )
PR > BIF40R

ofEfIA T HEM |, HEENEMET » B BRI S EEM T EhR NS -
o TR T — R EE T — AR BRI T RE - 4 TIRE K Ay (well-understood) - 1]
(routine) &y T 2% [ 2 Fii41& A5 #H (conventional activities previously known to the

industry) o
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WERFRIAN A EZRAIRS] - RIS RIAARR JER S5 IH B R B R AR Y
FER - RUEEKIEREA BB - A RFREIEATASS 101 RAVEE - AamasoK
HESTHEEMNERY - FEANRFRE P HE AR (SR A A
Btk ~ ) -

BAR N

B i s R B A B M i

B TEAR a5 AR BRI SS = EAEA TR | R
AKETH > Alice v. CLS ZEHBURAEN A KIHEAE A Ry R - & 5 KA B4
FIEHHER - i ERERE S PR S (inventive concept) /& A3 Ry E A ~ BHI R T E
AVERERA > DB RIEE SRS - IIARRGIEE e 2

(significantly more)[E ] - HIETEF ISR - 5IA T BB R A EZEF]

S RS T — (B R R B s G SR M Sl -
U1 CAFC [l FIPA SR E R S5 SN BRI A % S B g - SR
JERIF DR AT SRS - BTE AR Rader JIjj% CASRIP 2014 SRR S g & L
Fy e T R S H B R R ~ P MERYRE TR AR MRy HIET IR AL -

B A BIHETR KRR SR a3 HESR  IREA A Alice v. CLS ZAH[E Y
& IEEONTE B TRt AR (contribution approach) | » {REL TR A HIHER
AR AT & S E RN - A SRS e RT R A AT ER - A% 2389 BRl
Fifel RaZ 38 IR R SR R B BIA MR TR AASS 52 2 2 J 3 RVAFTIEle
FTE#RIHESR - T e ERUER (contribution approach) | HIETTE » G5 ASLAT
BSOS & - tilss KIS S ARHVRHEIFAE - T1173/97 PBS %1% - Kifflr E5F

HEwERy " T ERUER (contribution approach) | F4E FHM AT T AR M K HE
PSSR - A s FHACHI BT 3 0 2 S BB SN B I A FTERE - HETaE
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TEFRE > SR A B 5 N B TE S FT b N TE S (a8 I R e BiT™ « 55
SHIBUNHAIBIAS 2.4.4CQFTNE S KGR IR EPC 55 52(2) K (3)FRM
TEZFHE AIMERTS#HES - 12 G 3/08 ik - #EK F3fZ B g R n BN
AGEA KIS Bl T (6 A BRI oo Y R T B GO sk G L R RUIETRF & WE
& e KK Z T2 X FRB R (R EPC 55 52(2) K )RHFFFRFIH) -

W

AIPESERIE K T — R B G e 2 AR 20 X 2 T — A T
TR0 X HYT77% TG R A RFHES PR T35 - m] RAR ST S E SEAEA
PEAYSRRE > BIONETEIHE AV E H T RRA -

¥ A eE TS B AER BRI SEREAT A | R BOM
RS VR PR R - E R R R R IR RO
B U S R i R R R F R F R A B Reffa - H A B Rt 2 IR
FARF R S SO R R — ORI AF & > ST EB i H BB
ot > FEHRRME SOED ERARE A VI AS & > DIGIBRE S A I A S 2 Kty
b e S AR T EAYATRE

LN PARA{E 15~ ELEBIOM s SRR RE -

P71 S AR B RS LB E Ry &S
2L B B EE R TR TE - B HAER i - 2
IRESEEIARE > NB R T A e R E D —(HE 5 B TR
ZPRAET S A EFRAIIRE] > Z B A BN - S2REONZME
B RB R AT eRHE R  BFDES VR - GHEZEET
EFERTR ) & BLEE R A S (Rl R ) A R R A B Rl i - 2R B
R RGBT - E R NS B e S xR 575 BRL S AR TR
EITERAERAIRG] TR S R SR TR B A GV IAE &
%R A BTN - SRR R B TR SR T AR A B AR A

% Case law of the boaeds of appeal 2013 5 1.4.1 £ -
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VERF SR T AR BUN GV IAZ BT EED M - AT LSS -

By 2 ¢ 35— 300 N FREEARAY R — & 2 > DA— (B SC iR Ede Fa R Bk
(L BN S BB R SR T — e 70k - ek SR ER s R -
SIRFEENE » INRESE A TSRS - 2RI N Rk Bl S 40 R s i o BRI
S LA BRI 2 AT T % RS T A NE A BRI IR ] > 54 S U i A SR B AR 1A
i o HIN ReiZpa e )7 A 2800 - JRAE BVEHIPIHE - SAERR M RS R
BRI A P FE 2 S WS- B N - RORBION 2 M e - INEE IS S S B B2
TERHER - BFEESVER > AR AR 02 & B %
SRR E R A B ot > 5 BHED R ERSHIETR & - S
EEE STk o AL B ARSI RE R TRa R A A ERAIRS] A
WO ME RS YRR B SR T AR B0 A IS & - s8R Bttt - 54

SRBRITRE R T AR A B RNIRG] FEES SRR AR N G YIAE
BiMEESME - a[LUESER -

=~ EFER AT Y S RIRE T AT RIS 5 AR —

Alice v. CLS ZEF A ZB85A K IH » S EBedon - BAIRE A FT FUE HRs 2 il
#% 0 ot T BRI RS B T RIS ) N T BRI ) mELHEE
AR TE B — A ER R - I » sZ R 4R H RIH P AR EIAVRERS - WS AT T &
BEIEEAT , DU IR BFRIIIRG] - %R g — & A1 CAFC 2l
F I B R R R TR — M R R B RS L BR AR 1 » AT ] — BB S MR E AR
AR E R B R% > BB MRS (o] LEr SR A B S A 5240
o 7 DIEEE R e RIS R R L RS AR )55 KIE( Moore Op. at 9) -
Fyfo]— BB FEAS MR — BRI B BT —REsE0T0%  sZ BRI RN o R A
R Z B ERRMEE -
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[1]

* Alice v. CLS ZEHTR1R 7 & EHAB BT

Horfr Alice v. CLS ZEIRFtGR 8 — B ELSR N SRV SRR < Jonl » RN
A — R ERE S = B i A SIS A st 5 AR AR = B AT
BHARNE] 1.2 (SR THREIEESE - Alice v. CLS ZRAIMRATM EHEFE - —EAYEE
BIRIRS H AR L R R E ARy AL Rt AR R KR i e B R, EoRsE R
ON TR Z G EA T g Eh sl HA(721) ki P AL TR (959) T R EhlEl
DAfsE | & T RFERRIEEEEM R | B ERES » B RIERIERIRSEE R

— AR EERE > B Alice v. CLS ZEFENT HHHYEAE E A0 SR FEA ELELFIZE % 14 - CASRIP
HEPE SRR B T FE S (HHU=E AT Richard THYEREL_EFE & Alice v. CLS 2K - 52
Alice v. CLS ZEH[E H BTIEAEHETT TERAGHBESAZE R BHRA » (RSB (ERSS
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BT HRER/EYZ BRI B

B8 AIE

Bl B = AR AT B R F LAY B 20E R~ B R RELE ZREY) < AR
RS A BESFEAZE (4 » Mayo Collaborative Services v. Prometheus Laboratories,
Inc.i1 Association for Molecular Pathology v. Myriad Genetics, Inc.» 343 BI[TL A 2012
R 2013 FEHRERE - Hr Bl R EEL USPTO Z4F AR Z B A B AMHALE - 12
It - USPTO Jit 2014 4F 3 H 4 H#AT 7 I B ESEr " HIE A KB & B INERAN/
HRIFEE ~ B IRBR G e /S AR Y SR TE SRR s v > F5 R RS T
FEEHAES 101 5&(35.U.5.C. 101 ) SRRV S 14 2 AHRHEE A A AP BREd s
B % 2014 A2 5 F 9 HERIF ARG DI & T (HAS S N 2 A
fEFAYEIEEE R > Wt 2014 A2 6 H 30 H(EEZR 2014 47 H 31 H)FIRAEES E
BEEE TR R, > USPTO Fonag 1H% 8B a Bl BRI & A5 » 28
MHBASR B BARTEE - #oL TR 5 2014 = 3 H 4 HFT8A 2 FEEIEE &
F o
BUEAEAELD - BV S F R E B KIS A B REY B0 B ANERIEAE
NP EAER 2 AT R E R = §F 2 1B S T A 2 A 2 MR E MR R 2
s/ 0 JELL » USPTO ZaZifrd i N A KRG CASRIP A 2 AHEAER
T H A AR ERH S gk 2 2T - A USPTO Z3R A\ B S & HYAT— K -
2014 £ 5 H 8 H » CAFC ,\BA4EZAZTAHY In re Roslin Institute (Edinburgh)—Z&

HIR > HEERITREL Myriad 2 —22 > (S USPTO RARHIZE EFE RN G 4 A

% Guidance For Determining Subject Matter Eligibility Of Claims Reciting Or Involving Laws of Nature,
Natural Phenomena, & Natural Products
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8 o JAMAZ CASRIP K ZEERANEASE 8 » LHEAH BT R ESAHR A
& W E A TG T B AREY SR B VAR E AR AR E - (B
AELF USPTO RE Bt &5 (EANIRIEIE LB AR B B SRRy
ISR ELERIAT fy et e AR KT 42 -

REEEARFSTET USPTO J2 2014 4 3 H 4 HFT#AN 2" HIE N K sl & 3 0%
AI/B 285 ~ B 2SR S R/ B0E R K I SRR A 1 2 T " Y AH )
IR E AT > WA 4B AT L N EEHREHIAE - LIRSS 7Y
R ELIRE RIS E PRFEY) < ARV A T 2 B A7 [ LS e

BE AREEB R RABT AT

— > Mayo Collaborative Services v. Prometheus Laboratories, Inc.*®

REZ ZFBAER— TR RER 775 HA(E SRS SISy ekt H
B RIE5 3 2R - & N A A\ SIS SRSy » G B R SR SR TR R A
[ e i LR E B o 2 ) - PR A [E) S S i SR ) B A Qe A [
iy > B A (PS8R e (B R C B EEEAVEIE R GRS  LEREER TN
BRSSO B AR LA R B 2 ARSI E IR EEHY - 5% AR R 7 &
AT FEE SR IR B > BRI (G 7K B ] gE A A YA R P B 4%
S IRV AR (% > T EERE R I 2E & - FIHEAEERIEELEEA  : (1)
—IH" T DR — 1 R AWM R S . (2) —TH" M DB — SRR A

38 Mayo Collaborative Services v. Prometheus Laboratories, Inc., 566 U.S. __, 132 S. Ct. 1289, 101

USPQ2d 1961 (2012); I 4rNB{4s%
http://www.law.washington.edu/Casrip/translations/MAYO_Collaborative_Services.pdf > §1& %% H
2014/8/25 -
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B REMIR T SR AHKERER © B (3) —IH B8 — i
VIR E BT L2 A F R B RS S ] S i iE
. (BRI B A B AU R (B = R BB S DA B R B H R 0 1) [
RECEIE ISR -

AR 2 e Rysz BN B RS 14 - DR P & S e e mi R (i) /K e
{8 R B4 B AR IS L BB AE H R I B A B B PRER R AR - R
S BEIZES () 7K S B RIS S ) ) S B AR A AR > IR TR A
A AR -

I » CAFC fii T 37 ARt — R » SRR B E i “Hes BUTR RE i iR
EmfEAE (Machine-or-Transformation test)” » 305 Z 3 BRI PR 2 FH &% Ko fife e
R/ K BN A 18 R B 2 TR » T T I dAs SR e sk e B B ]
BRI - HEZ Y BRI 2010 £ _E5RE frmn AR » i s A Riak 28 #113%[0] CAFC
B WEKEHE e Abi ] Bilski v. Kappos —ZEHYHL » HI“HEE5 IR AR
T Bt I P e E m] A MR B — 4@ AR - ZRITT » CAFC {524 ERF B AT
FIREER o i Rmn AR 2012 45 3 H 20 HHAHEE - FoE HIES S FEAE
TR SRR R P A Z SR BEAFE (08 S B ZVERIA S - R 7 P ks
GyTEAE ]~ AR ES) A ZE Py = B0 B2 A 3 B AR B E TR R0 e -
{E T I— e ARV B R RAR AR E R IRE FERAY IR AN - B REEE
PR BRGNS B AT AR o SADANA & A 8 R 5
LB 2R FRHIE T - DL BRI S5 B R BE - S LR 3R T B 208
B A T EA T S S B Iy 8 - (B2 S R AR R 2 IR o A
RIEMFERGT TR 7 RILAIRE IR T HA) » & BRI -
B THEH T8 U MG MR FE 5 AT e B AR SR A — T EE Y
B BEE SR A RERSE B VB A S IR R B -
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> Association for Molecular Pathology v. Myriad Genetics, Inc.*

AZEIZRA Myriad FT3FAY BRCAL Jz BRCA2 SN iV fir B B3 » Hak
I BRCAL k7 BRCA2 BL[A| > 2888 I 1 56 Lo AL O g v JELBe » 52 L. (5645 Myriad
AJfERY BRCAL Jz BRCA2 LAY ERATRZIE e 5 - NI FLAE—20 ¢ et o] R R A
FiERES £ BRCAL Fr BRCA2 ELRIZEEAVE R HIT % - HEDLEHEZ W By
P BB o Myriad Firag 2 ZTHEA] » HowZ Bif(isolated) 2 BRCAL fz BRCA2
R & R R HE A LR REE AR 2 DNA Rl 2 S FF & BB HALE S 101
{#(35.U.5.C. 101 ) EEAIAEA LM

7 3ER > R 4R A2 > BE S DNA 2 4HERIRY 55 5K I8 14 cDNA 2 55
KIH - AT EEEIEAESS 101 5&(35.U.5.C. 101 ) EFERAVEI& 4 - 505 DNA
B AR HERERRAE » WA HAF R SR A AR R B Ay RS - 1
$7AECHI BRCAL Jz BRCA2 JE[RISE 7 7574 ~ H7H BRCAL Jz BRCA2 FL[RIZE8 7 I
AR A8 U704 R T RE RN L 2 B 3E U745 - HHIY DNA FRl(aFI FIE I B
HEROT BERBEFTIERS - A EARERYHET > Z2L - sEE R4 LR KIE & RAAEY) -
FE LI BAS AT -

Myriad izttt J57ERE 2 FI - 1fi[A] CAFC £2#E L3F - CAFC 2 2011 7 H 29
H A E % LE55 K IA T - BRCAL k2 BRCA2 ALK B DNA 51 2 B 7 ~ BRCAL J¢
BRCA2 EL[A] cDNA I 2 B 77~ 77 BRCAL J: BRCA2 BL[N|Zes: 7 FEdliff 2 Bt /5
VAT REFE R R B T AT & R EEAASS 101 {5R(35.U.5.C. 101 ) BRI
HyERS M PRI A FHEC$ 34T DNA FR a5 7242 (HH] BRCAL J BRCA2 HL[R[%
RINTTE  ANHER T AR 2 R GE - SR HB NS LS, - B EE A #s 2 A5
(Y - iife EETE R AR - HfFZ 2% 0] CAFC BENRERIGE: SERT Mayo

Collaborative Services v. Prometheus Laboratories, Inc.ZE P pfpid 17 7 FEAE B 28 -

3 Association for Molecular Pathology v. Myriad Genetics, Inc., 569 U.S. __, 133 S. Ct. 2107, 106
USPQ2d 1972 (2013). [LERAZSN 23 Andrew T. Serafini, Ph.D.” 5525 | Patent Eligibility of
Antibodies: After Myriad-Significantly Different | -
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PRI » ZEFEEEET% - CAFC {Iy4ERF R IeYFIE - BIIFIE DNA | B - fitsm 214
MEEEZ DNA | Bz » JREGE cDNA | B - M B AR AR - 2 1% - 4655 K H]
ieE AR EETER KT fxmAbeRt 2013 4F 6 H 13 HEHEREHEIE - 58 Fb
BITE ~ AGErIE ~ & 2 ARHAY S5 (discovery) A G REA i B < BIHFES 101 5%
(35.U.S.C. 101 )2 Z 4 » Myriad 4\ E]&EFH BRCAL1 K7 BRCA2 EL[RFIAIE - 3% S5 FH A
B A BRCA EAFF S BRI R R (E Myriad 535 2 FTEHCAFER B A
5t 5540 » 1§ BRCAL Jkz BRCA2 F:A by B [E YRR R E o B SR B 2 3
ZAT Ky © T cONA & Z RS R G DN & (N & T introns: B REGFP 51 o 2
RERUEIE > HJY mRNA [EEHREER) - Bl B 203 BN YR [E - FRE A
PREED) T B BRERE M » 2815 DNA 7 BEG AR » B8 cDNA IRl A
HEMAN S THRZEWERR - IHIRLT » 5% %08 DNA B E 28 DNA AJgEfitAE Al -

SE=6 USPTO FHEERE MPEP SLRTHIE R BN IE

— Myriad FJZRR(f

USPTO & [A| A e 1 R 45 5 - #E T 5 B HL B F1) 38 &A% e #5 7 (Manual - of
Patent Examining Procedure, MPEP) Z fHEHZ &TERINA » Y Mayo —Z At
HIRHEE. > 2012 4F 7 F 3 H USPTO &84 —{1"2012 Gl & HANERZ J7745%
SKIE SRR B > R R R = R R R 5 Aeh ke
(process claims)/ & & FEEIEF]7ESS 101 {#&(35.U.5.C. 101 )FI#:

(L)E5RIEPTEE 2 AR S — % - ER A — I F— 2RI EFECE
BR? BEERE > AEASBQ2)EME -

%2012 Interim Procedure for Subject Matter Eligibility Analysis of Process Claims Involving Laws of
Nature. http://www.uspto.gov/patents/law/exam/2012_interim_guidance.pdf
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QEFKIHZSEENEHERNER] - BB - S0 A% ERI RIS HR M (E
IEEAeE &y E 285 All(nature principle)? (5% B ZARRIE & Ram KIEZ IREIRAER) &
TRy RIS (3)E R -

CEE KR EEE T HIMITTR/ABREEES 1 o8& B AR AIBLRT 4 2 T
Z/A BRI H AR E W E R > B AR 55 K T HA B8 B (significantly
more)* BAEAIAS? (BEEEENVEAINI LR ER"?) EEERZ" R
% ah KIH B AR

- Myriad ¥[8

EE AR Myriad ZEHIPR AR - USPTO JERIRE H - 2013 /6 H 13
H > B S 1R Myriad (FIR > g s A BIEE B AR FAES
DNA BE R B - fism HUS 4R - BIEEEEAAS 101 f&(35.U.5.C. 101)
2 BRIERE AR BB AERRAIFE B 282E 2E Y DNA» 41 cDNA BG8E N\ T8 7 Fro] »
TIPRE A BRI

R TR FELS ) (18125 H HyZ5 (R LA & - USPTO 112 2014 4 3 H 4 HARHHIRIE
FETERHIEN N EEE B RNE/ B AT - B ABS /50E RS K
7 SRS s ER Y 0 SPEIEEIEAASS 101 {4(35.U.5.C. 101 )R> HI
P 0 BlE Myriad (2013) 2 Mayo (2012) - f2 ViR FP IR Al - %020 A5
Z AT

2 T A Y B 55 SR JH (411#% 25 (machine) ~ %718 4H 5l (composition) ~ #4359

(manufacture) K A2 - (process)s% K IH) A je Bl & B RER/ B AR HE - B SR

" http://www.uspto.gov/patents/law/exam/myriad-mayo_slides_20140319.pdf
http://www.uspto.gov/patents/announce/myriad-mayo_bcp_20140416.pdf
http://www.uspto.gov/patents/announce/may9forum_uspto.pdf

2 http://www.uspto.gov/patents/law/exam/myriad_20130613.pdf

** Guidance For Determining Subject Matter Eligibility Of Claims Reciting Or Involving Laws of Nature,

Natural Phenomena, & Natural Products.

http://www.uspto.gov/patents/law/exam/myriad-mayo_guidance.pdf
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KA REYE » IEEAIEREEE - AFEIERIUNT 2013 46 H 13 [
FTAAR Z s > 2RI B RS & (abstract ideas). G5 S A4 [E] 2 &

» WK% S P T AT (A (S ] MPEP 2106( D) A M HLE ARSI > HER R
EFERI AT = (& J 2 1& > USPTO 55jit 2014 4F 6 F 25 HEAG 1" A f AR
Alice v. CLS 2 FIRIWIb B EHar " » BRI A i — P I E AT
Fe > SRR 2R A S S = MBI ITERET - USPTO it 2014 4 3 H 4 HAMT
Z EAIER R AR AR R B A P S A A SR T A sE )
BHHEAFE  NEEENEEM SR EMEEEEATRE - EEEETEH
FAZES T

“ Preliminary Examination Instructions in view of the Supreme Court Decision in Alice Corporation Ply.
Ltd. v. CLS Bank lllternational, et af.
* http://www.uspto.gov/patents/law/exam/myriad-mayo_qrs.pdf
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HRIAPTRE Z B ER
[EHEEFALS 101 7T TUERL
I FEFF (process) ~ {#%&%(machine) - EUE#(manufacture)=t,
Y17 46+ (composition of matter)?

SRIAPT A E 2 AT
BT A ETEET TEARR
(judicial exception(s))?

TETE A TEFRRH TS S (abstract ideas)* ~ BAVEAI/E 4
JE 2 (laws of nature/nature principles) + E A%
(nature phenomena) & /EGE SREEYD

(nature products)

‘ LRI T S R
HETE | e (BB TR

(") | s 5 ) HI (8 MPEP
2106( I )53 L RS M

FORIEFTUE S SR ER
BB THELEN TENENEEENE
(significantly different)?

N N
BHRIA 31 35.U5.C. 101 FEHE
EEEFEENE FERS MR RS
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B BIEQ)RYE 7> - TE4E T 55 K TH B G i 55 32 & B /4% # (broadest
reasonable interpretation, BRI).Z1& T DLorHfT » s 5 K I EIG ) 2 A B A i i
AR - RIEREGZE5 K » HERIRE R BE—AE R — 85 KRR [FERA &
A —TEAE SR - a4 S A HE Pres 2 B RS AT @A SR H
RITRE AT A 2 2Ry - FEQIVEZFEE KR RIPIES 101 fR(35.U.5.C. 101 )%
oK EEFERE > AEARREQ2)

MAE M QRIER ST » TAEA THANEN 2 BARER R B 2R R 08 B AR
M~ RS Z BRGEEE A RMA S » WIEJER: - RIMEHERE - (e
VEPRIR IR % © & Fres < A AR AR EES - RS ERRE) - R
A BAEER N E C BHHFBR RS IFEAEA ) DU T B AR E AR
EAE ) 7 A B - BRI HEREE RIEF 2 8075 | FH S AR H]
Er HE A SN > 20 cDNA ~ 2HY) ~ BEEY. A E R R EA ARt A2
el » (BA TR H A A EFS AT -

B imn AT N A IEHEHI B R B IREY) B e
(a) Funk Brothers™: R 7 ¥ i B FI1% T (5 #AFR S21) %5 £ (discovery of phenomena

of nature) A VT4 ~ RIGHVEVE ~ EHECRBRE -

(b) Chakrabarty®’: HiER |- Fir 3R (1 BT R S 4 T S BR e (IR P 42 T 2
FIZ Ay > EIEH - B RTE AR e B EAI 0 E=mc” EUSEF] > A-TE7R
AR HERS I ERIUSER] -

(c) Myriad®®: [52R%4: > PIHEFIEISEA] - [T Myriad (4R IGEFHANIHIF] >
{%$21% Chakrabarty [V [FIFEAE ) Rl ps B RO S 08 e B 2R
Y2 W) SRR S AEAS M HET AR F558 > Myriad JRE—D#8E T Funk
Brothers T & (f A [FAHEREAVAHEDREGY) - Y BRI 7 EEHE A S

“® Funk Brothers Seed Co. v. Kalo Inoculant Co., 333 U.S. 127 (1948)
" Diamond v. Chakrabarty, 447 U.S. 303 (1980)
8 Association for Molecular Pathology v. Myriad Genetics, Inc., 569 U.S. __, 133 S. Ct. 2107, 2116, 106
USPQ2d 1972 (2013)
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R o BN BB 2 S

R BRI E RS R RsZsE KR EAEEEN 555 R,
BGEERE BRI > RIHE ARIRE(3) - BERY FIRE(3)  FrASE[ERF 5 [ A Myriad B2 Ma
FYHAGE IR AR 2B ETHY B A B SR A T AR E 508
KA REYIHIY 2 55K (A A S BIREN B AAE Z RS A ERVRRECT B
(2) 55 K TH B0 & 20 K ik GE HR R & R B 00 7H #E i 3 2 28 2% T & (add
something of significance) » LARIRAEFR 2[R - HEIEFAE BN EIEBEF]
ERSHVERIALS > WA (R e s o] B gl T 55 KIS A TR M > #1150

RS PR T-HY DO B B R (i B PR AT B L [ Ay e 1T JRE e B — A

BTER T2 - TS B B [E R AT A T 2RS40 T

ayo

A. {mE (weight toward) EF|EEMENHEFIEEELRH]

a) WIZEERIEH I T HEHAEY) - (BT ERIEE AL HEE
INEE A AT 45 _H I A [5](markedly different) o

bR 17 ROEEFR 2SN - XOBANT TP BRHIEE K - B

b) FEKIEMVEIENIA TH EZEAIRS](meaningful limits)

c) DAEEE T =(significant way)ELEE HERRAE A2 4T - BIUIEARE AL T (more
than)JEREZE HYZES MR 75 ZE (insignificant extra-solution activity) °

d) fl(more than)i/EEHEFRIT—AER/EA

e) HE& Al RIAE BRR B it 20 & 19T € a8 (particular machine) 2% & 8
i (particular transformation) °

f) S0 T B (more than)jfX FE ~ BRAURYE RIS i s BRAVRFEL -
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B. {RHE(weight against)EFIFHRMEAIHEFI

8) WIZEEKIEM K TR EH REY) - BRI B RIRE AR HELE
PRI AR B ARG L B [F(not markedly different)

PR T8 RORESRRZ A > SOEINT Tef /2 BRI K - A

h) R T &S 2 R (high level of generality) ©

i) %A E PR Z (AT A (must be used/taken) -

i) BB - BAE e Y -

k) (A7 EREE HYERS MR U5 F (insignificant extra-solution activity) > 41 BL 4
WA EHRE -

) {E{E % satE & (nothing more than a mere field of use) -

i

il

P bl T EEEE R ERYHET R Ao Ry ma A 4H :
BR4H—[FEFH N Myriad B Chakrabarty’s” BEZE A [5](markedly different)” & #X]

B —yE R ER N ZEERIRN R EHETA T a) & g) HEIE A FEE
EA{LEY)ZSERER R IR S - A0EEEAY cDNA 5 a] B EA ] 7H
&1 > BI{ERZ cDNA (& AA ] — i E AR AEIRIERO AT AlES » X —HMEStEY A B
B > BIEEEARAE IR0 B i EL 2 R AL S - A RGE ORI - 2
& NSRRI A SC R B EGEE R - SR B EATER YRR RS - Pla
BHER YR EN BB ZMILAREAE - MR~ 2R EHEH > 24
7 H ZR5R h thEF (might) & Bt A A B RT a8 Z W0AR (IR EE ) 2 Biam Y Al RE PR
A A g B -

BEER o (2 it S A e Y BB E BT B Myriad feft 17 B4R B E
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FIER& 4R DNA S5KIH Z #1)» BLEE DNA Rk B A 4518 AR E 7 5 28 DNA
B2 SO BFHEFEEME S 1 cDNA Z FPFIa i AIEE 2R AR
5] » #EL IS - Funk Brothers vs. Chakrabarty {8 5 725 85 5 2R A4 (94
BRI A S - BN B SRS - A0t EREYIES — 2 A0

RERHBIAS (B & SR E R IAE AlEE—BEI AR - BIE S EREE T
American Fruit Growers(SCHJ1HD e B B AR/ K SRA B BRI A 1 » N EAE 447
b NER B — AR O AT e o 88

Bf4H—: [Mayo’s ” BHEE#H(significantly more)”B&#X]

R R FrAREE KR B HEHEA T b E e h) 2 i) HiA5E
A KIAFT R IOy TR/ P BR R S BE - 2R 27 zUnT g fin” B R

(significantly more) 2L REBFAHELE T T [FHHIERTA - FIE LA E Z AT
FENBE N REEHETN T KR HIEHE—NTAmAE - ZHAHE
BV e — - RS MEEFEF —EHEA T HSANTZ
FEE TR SE R Z B ME - 4 INVARRS SR A HIETR T AR HETR 1
e <R R FY S - ARZEE KIERF G SRR M - (s HIE N T R iG
(RS - RIFET E HARIHEEM - RER)IETE K" RlZaE K
HMIERSARAY © EE G R G > AREREZEE KA -

=B USPTO 1A Bl B A b — (Bl AR B AR AR YY) -
JFASE fe LU e SEAEAE ERY - 2R 2B R S ARE Y Myriad 2 FIDR IR BUFAERE
BB AL - BIGEEBIE T —3R B A LR T 15 e AR H B Er M
Mt BRI A M 2R RS T Lb IR 2R 2E H BRI H AR W A E -
FEIY Myriad FYARREELEDIREMERYA FHR AT BEEE AT - Myriad £ E 27 S
JEER TS R P s < Sk BEEE DNA S5 oRIHEA IR YA DNA A ETTHYHRTTH
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RE SRS > 2% el AR AR IR E » H AT » USPTO BRI HEEA [FIHY R
T BB FEE] - BB 2014 2 7 H 31 H TR O] s -

VUL In re Roslin Institute (Edinburgh)®

CAFC A 2014 4E 5 H 8 H ¥ In re Roslin Institute(Edinburgh) » 7RE[IZE 441
HEFI=F(Dolly Sheep)—ZEfFH IR - 4ERf USPTO EAIHHETHZ: & & (Patent
Trial and Appeal Board, DU TNFET#E PTBA)E A E BB FFEEZE No. 09/225,233(DL T
TS 233 SRR 2E) Z 55 K3 155-159 J 164 FyJ R S AR ARay 2 HIA -

AREEHTEHTEAATC 1996 /7 H 5 H > RS Campbell B Wilmut 5T/%
45 T S —{E H R RS SRR P R L o TR L BBk =F > Campbell Bl Wilmut Fr(
PRSI 5 R R ER SR B R ZEn » HE SR FRAG 4R 2 4R AZ I A % A RE A%
FEA—EZONERAAE S o B 1 AIZSBKATS: - Campbell B2 Wilmut gh& 1 I ALE1Y)
AGAHRE A AHREAZ L LA N REAHAR - EL At (P8 R AN SRR (o (RGAHIRE ) AR AL RS AT (4
PR HEREAE AR IR (5 AT 1S 2 Rl SRR AT S i ple R — (B R 4R AR s - AT =]
W ZHA—REZRREANERSE H—EE e 2 E Y BTSSR 4
A% 2 BT RS RS DR 4R UG (exact genetic replica) < #f[H Campbell B2 Wilmut
JEC T2 BB Y0y 77 E B (2RI No. 7,514,258) » 3% BUH| #5145 Roslin
Institute of Edinburgh(L TN f&## Roslin) » Z85% AN AEAZ LIFEIEIN - 1
JFEY BTN » USPTO %85 Campbell B Wilmut Fir$ztH 2 55233 SRHEE 3 1
ZE BB B HIEEK -

57233 SRHEEEGESK Campbell 81 Wilmut (ST ARTESIEY)F -

A~ FE L o HEEEEAEE SRS T

* http://www.cafc.uscourts.gov/images/stories/opinions-orders/13-1407.0pinion.5-6-2014.1.PDF
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1-154( A7)

155. —[7FL1F ~ FERERRH T A B E L E 1L e 2 B2 A B
HEEEAE ~ 85~ FERIIFE -

156. HIEKIE 155 25 » HAZ I A BZ 5" -

157. ZIKIE 155 2 pEH0E - H AP0 A B A48

158. HIFFKIF 155 2 EEE - H A A BG4

159. HIGFRIE 155 2 pE20Re - HPZ Il A B i+ -

160-163( = #7#)

164. {IF5KIH 155-159 I —IH 2 HEE » HFZ A BIEHE (7R
B

>§[§[1,

(1%

|

N

17> 2008 4 11 A 10 H - USPTO & A B8 tH— IR sz Blmsn - f5HHIE
BEEIEAESE 101 /&(35.U.5.C. 101) Z7EE BIEATHY » HIMRFFERANES 102
Je 103 fie 2 FHE - 2013 4F 2 H 7 H PTBA {E il Bt 35 & A\ BB iy Al
PR PTBA SR RIFTEE 2 AR BAG L 3F n] 1 K — ) 2 4 & 285 ) (a composition of
matter or a manufacture)» ZAHAH]E Fras IRV IR B 5 101 R 2 SR BEAE AR
RN B AR AR RC L fa] B 2R P g B AHES - WA BB A [F VR
f#(markedly different characteristics)” - PTBA JRgRa] & A\ B BN EFESE 102
J2 103 iz FlE » Fras Bl sonn < iR SRS R E SeE B AHE - SR EEE
MHEZ J77ART 8L - USPTO A SR IEE A\ S8 IHRL SRR fin AE YN A B B Arsh
VIR 0 ELIR P 35 1 S A8 B O i 4 SR il AT 1S 2 1R BURS  RETZ A & Al

(indistinguishable) %k HE & B F]ES 102 K 103 (&7 FE »

> A live-born clone of a pre-existing, non-embryonic, donor mammal, wherein the mammal is
selected from cattle, sheep, pigs, and goats.
*! The clone of claim 155, wherein the mammal is a cattle.
The clone of claim 155, wherein the mammal is a sheep.
The clone of claim 155, wherein the mammal is a pig.
The clone of claim 155, wherein the mammal is a goat.
> The clone of any of claim 155-159, wherein the donor mammal is non-foetal.
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CAFC TETER 5 PTBA (YRR R TR > 5618 » HARIE e AR A 0 HIBsE
5 SR A A B F ] B FIRERY - Roslin FiEEBUB IR By HA% R S )
(the product of human ingenuity)”[fi"JE 5 23 HYEY)(not nature’s handiwork)” » #
TEEL SR RIS ME < 2RI BRFTEAG ) R —F ERVIEHEARR A - HBUT
(] E PR S 3 B AR N B B R [EIHURHE PRI B R S A
E— M E AR B AR « 78 Myriad H@4 > fem b E A Bt - 5
PREELEH DNA IR FF AT (REERENT » TR > Roslin HAG KB FTEE 2 ARG RIS EY
DB EERE > HIRRAISE S D S e BUAS . DNA JFLREERE - 4
FZth > Ruslin 22 Bl#7 T57E R HE{EE DNA HYERIT QLAY BLAS IR I F B 2 I A [
2R

ARZEHFEF » Roslin F2 HH HL P35 2 48 SRS BUEIR AL B2 & R ] @y 2
FEFHEL CAFC 7 B[ 53 LA T :
(1) BB F(environmental factors)

a. Roslin F5R: BRI IR 7 L Ex 47 BUAG BLELIR AL BN YR (i < i 2 3R
B | 7 7= 5 (phenotypic difference) 5% LR ARG ATA Al ZE F 0L
WML~ KT B E REMES AR Y ie 2 SRR BRI S A (R P 2 &5 2R
HEIT FE5Re% 72 5 A (i EL T aR ARy B AT S A -

b. CAFC Z [HIfE: FZEERW AR > FE L R RET 27 EH 8
(cloned)”— 3] Z Bk Fs AR A [A]— M - HLFR a5 BOHsE BN RA R A0 A
BAZIRALE RIVER Ty - F55 » Roslin AKER{EA IR A 52 2 R (4 Bl

FIRE AR By 2 2% 7488 (quite independently of any effort of the patentee)” -

Funk Brothers™ (fiflMi/RFE (4 RS AE 1Y - B AL B AR A EL 1T 5

FiIME » 255 B AR GG fE 5452 T EUF)) 5 Chakrabarty® (1R  #HEEZ T >

*® Funk Bros., 333 U.S. at 131; see id. at 130
> “Their qualities are the work of nature. Those qualities are of course not patentable. For patents
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BRI N BUE — (T B AR A A RS A FR il = R A #
EHERAVES) > B85 R EFTHRA IR B 2 EY) - BRI HAAS
HLFIFASE 101 {2 ATEFIREAY®) o B Roslin 2 FIRAH » S LbgRIARLY
= S AN T i Ry B0 AT A

(2) Hr4uls ONA R[S

a. Roslin E3f: DR EyHI4AE DNA £9F [EI(EL (G 7 UT AR R L - T
IEANREIREREEE) RO S R B IR S E T E S - R
R ERATHL A s » LA SLATRIRZPY DNA RIEIA9 E & DNA -
P HEBIABRE T BERIBBFR AR 2 KI5 DNA 2R V4IRS - if
JERBATRITEREL o DRI - HERTEHTR SIS DNA T93cE MBS
4R > TIIERLHEEATTLARATNE - Roslin FepHRIcRAS DNA = 3 Bal 3L
i > FA EL AT SR -

b. CAFC [GIffE: 3G TR LB BN > PRI DNA 2R EHAF
5% - o > Roslin HYSERI 3l o 7 232 K1 S8 DNA 2 22 FLAN (o] S 80
T DA A > Y o SR BERSRITE  A R
S AR L SR P RIS - 3% G Al T LR 4
fIt% DNA BUR LS — BT ES - SORRHER  EABHREEHE D
4HfRZ DNA HI3F R RS — (% T4 R E SR Tt M 2 (2
Roslin (13 SR IEL ;A0 ¥ B B L P 4 % U (4 T 41
R [ -

cannot issue for the discovery of the phenomena of nature.”
*% Chakrabarty, 447 U.S. at 310
> “Here, by contrast, the patentee has produced a new bacterium with markedly different
characteristics from any found in nature and one having the potential for significant utility. His
discovery is not nature’s handiwork, but his own; accordingly it is patentable subject matter under §
101"
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(3) ZEHEZEE KA (time-delayed versions)
a. Roslin 5k HAGHIEGGHIR L EAVIEE S A RRAS - (R - BERZ AR 7L,
FVIAIE - BUEHY A F AR -
b. CAFC Z[lfE: ZA(M » EARAYE BN AR T H B HA BRI - e
EHVR VR TR RS E A Y » #4ERT PTBA 2 HI7E » Roslin Z HEURGIE
J& ELFASE 101 iR 2 SAERRARAY -

PO N

B A SR EDABCHAREL MPEP 5RFRVISIEE A > REIEHAREY) - A
AR FIERIF IR - (H19a2 SR EA T EARN Z silEE R > LHEE
FERL AR EFH DNA FE51) > H CAFC $5Y Roslin AYIHE SR AL T — 3 Ay &L
(B BUIH LB cloned mammals) » DUSZFFE A FTAE B 28R Chakrabarty [y
HEE AR SR ES NG Chakrabarty-4lIEE; Myriad-DNA) o ]S EEHEHIFERR -
bike ~ B8 RO E S ST AR R R aE S EE BN S BRI A
(EREPNCS 7 SEiE 2 O St Jlinay:- W= E 0 32 ET @R 4t Sl oy
SERVBHIT S R BRI - HEEM S oK 2B LAY MY SR AR - USPTO LT
F AT R R R R R B AN S B 2R ] E A 2 AR R R PR B T
B2 > HATEOM S H A ~ B AR e R B it 258 n] B DNA Ry Zits
ZERIEAY > HAHREARREES 40 T
(1) WONEAfE H ATy EE AT - T2 K08 1998 42 7 F 6 HEOM R & A HE

BGPTSR A YIRS B A IR TS < (Directive 98/44/EC)” » .

FES LIRSS 2 THIHE TR EE RS HYBGEIE ROlg T AT A AR YA T 2R - B

BN YA A —8 57 > ] LURSRIE RT3 T SR 2 360 - BI{ERZ TR
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(2)

(3)

(4)

GEMEEL—(E B A FUNAERESE 2 AHIE 5 - I T RIBEEE . DNA RS IABIONE
JE RS SRR -

HAF TR 2 FARA] > hEFEAES TEEE 1 Sk T By
JEBAIE - . BAY) » RARRFARAESRIERERY - HE > EAR/RE
HPTEBSR AT Bl 2 ALEYE ~ Y SERAY) - HIBAITE B Al Ry
®t 5 FTAIEERE DNA 311 H AR e B A A A -

o B RREAE o B A S TIPSR K T ROARE  TTEURM ARSI
EMAEFEENR - WARKEZ B HE R RS - AT EFE
TR HAEE AR 26 (REE—K TEAAFTREEER > BEA AL
Y HEY S MAY E SR E IR B B EIR S VR E EAIAR
BREFTR R B E RS RAEIHANE B H T B EE IR EETIRE
SERCHEEHAANRS ) IS AZE A e 2010 Ak TEEIIRERAEIEAEY)
FGHIELA B E B A EIIRERT DNA 20 RNA F Bz~ TS BAAIS A T
HIRHEERE R E T HINRE B AL T T8t ~ o ~ IR HESE - DASERiess ]
Bl - IR B EEIRNEE o TR EREE AT &L B EE L DNA F BB i
8 Z SRR -

L S U H A AR R 5 T VU A YA R S Rk T A R A )
MHEA S0 Z SRR PR T © . — T4y 4L DNA P51, ~ T4
HEE 2 S FR R 2 8 Ry — T B Al 7 3830 2 WEIRAI A B 2ARI 2 it 848
ZAMWE > AR T HAL BT EEZY) - SN RIRIET B 2Ry
Bl ~ S AT BBR SR > AR > B sidi bz Ay - &

% An element isolated from the human body or otherwise produced by means of a technical process,
including the sequence or partial sequence of a gene, may constitute a patentable invention, even if
the structure of that element is identical to that of a natural element.
THABRATHOTANET AL ED

"R DBEEO—DTHHENEL MEVHT I L TH D06 ~FEHEHLERL T o DRl
HEAEZ ZZEH L TR WRAYIB : 8i0) -HABREEOR L 2R AL FH IC&ZHEL 20 -
LorL ~RABYIH 6 NBENZHEEL 7ALFYE - MEM R EE BHEL 726D TH D " FEHH
ICHZAT5 -
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HEECDNA 751, 2 LA B EREEY DNA FRERIING Fy it 2 SFIAERY -

BIFE EARE B R ETE0 AT B DNA 2 ARV RS - H H AT AT
S 7 AR o AR > AESSEIFH Myriad ZEEREMNE] 7> 1 BEAE DNA B2 cDNA HY
Frég o it n] RE & BRRGCETHY 5N R 1 ZAY R v R P B — A w2 - 28
7 > 5t A RE R 1S B 25 S8 W BRI o B R i S8 B Ry s SEAIA % > I PELBRERY
flrssie - AEEFGE W E - H USPTO s mikr a5 B B Hfh B 57 > AT 51
HITEH R AR A S PR R - B e BR 2 B RIPAER N 1A ol B R PHLBSE - (1557 2%
EkEZ EAREERKREE - DA EREFAE R R ERETEL » 24
USPTO Frafi it a1 A i ol B B A% G FEIARAT e e > 2 2L > 1248 MPEP
Z R ELT AR HI B A R R %2 -
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BLE LENER

6 O

B A = AT AR AT Y FERETRA ZE (M H 2 EE L A 2 LRI B
AYEEEHAEE R - ARSI R T AT AR E R = A B CAFC Z i FIA A
7w AEihE R e RS - SR R AT ~ B
FE AT I Z ST S B (LR 8 - SEAREARERIFRS v RasiAb
A [ 2 SE B BRI S fee Yy U5 [ fR (H— RS 5 | - U EAT A AR A K B - 31
FEIFEAES 101 fREF MHYEHEERVERE - £ 2012 42 Mayo Collaborative
Services v. Prometheus Laboratories, Inc. ~ 2013 4£27 Association for Molecular
Pathology v. Myriad Genetics, Inc.5[ 2014 4 Alice Corporation v. CLS Bank
International and CLS Services Ltd. » = {528 8 A H.5 [ 5@y L HIH R L34
HYEE - BBIL - USPTO IR AE L SEAT T W (EA 7 HI T A A M EE AP 2 &
5P > STERER SRR T - MRRLS LU B REYILER - 3 BIETE T BHRERY
EHEDER - AKX CASRIP H 2R EERIZ IV 2 58 LRI I Hh A (B AT
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2014 Intellectual Property Law and Practice Summer Institute
University of Washington School of Law

-

WEEK 1 - Introduction - Classroom 133
July 17 - 18, 2014

Thursday, July 17
8:30- 10:20 Welcome Orienfation .
Legal English for Foreign Intellectual Property Attorneys (Bakhmetyeva)

10:30 - 12:20 Common Law for Foreign Intellectunal Property Attorneys (Naeve)
1:40-3:30 .S, Litigation Overview (Stewart)

Friday, July 18 .

8:30 - 10:20 .S, Trademark Introduction (Atkins)

10:30 - 12:20 U.S. Trade Secret Law Introduction (Norman)

1:40 - 3:30 U.S. Copyright Law Introduction (Naeve)

5:30-8:00 “Thank Goodness It’s Friday” Event
Tuly 14, 2014
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Monday July 21
R:00 - 8:30

£:30 - 10:20
10:30 - 12:20
1:40 - 3:30

OR

1:40 - 3:30

Tuesday July 22
8:30-10:20
10:30- 12:20 .

1:40 - 3:30

OR
1:40 - 3:30

Wednesday July 23

8:30 - 13:20
1030 - 12:20
1:40 - 3:30

Thursday July 24
8:30 - 10:20

10:30 - 11:30

1:40 - 3:30

tenter for sdvanced QA; - !
study & research on lnt Al

2014 Intetlectual Property Law and Practice Summer Institute

University of Washington School of Law

x

WEEK 2 - Plenary Sessions - Classroom 133;
Concurrent Sessions - Classreom 117
July 21 - 22, 2014

Option 2 Participants Orientation

Patent Basics 1 (Adelman/Takenaka); “First-To-Invent” and “Statutory Bars”
Patentability at USPTO 1 (LaMarca): “Patent Eligibility, Utility and Novelty”
U.S. Patent Prosecution 1 (Sakoi): “Patent Application Drafting” ~ Room 133

New Option (Jacobson): “Trademark Prosecution™ - Room 117

Patent Basics 2 {(Adelman/Takenaka): “Patentability Case Law™
Patentability at USPTO 2 (LaMarca): “Nonobviousness & Disclosure
Requirements”

U.S. Patent Prosecution 2 (Sakoi): “Office Actions and Examiner
Interviews™ - Room 133

New Option (Atkins): “Trademark Litigation” - Reom 117

Patent Basics 3 {(Adelman/Takenaka): “Claim Interpretation and the DOE”
Patentability at USPTO 3 (LaMarca): “Court Review & Pre-Grant Publication”
Patent Litigation 1 (Meiklejohn): “Pre-Filing Strategies and Pleadings”

U.S. Current Tssues from a Comparative Law Perspective (Adelman/Goddar):
Patentability at USPTO 4 (LaMarca): “Post Issuance Procedures”™
Fatent Litigation 2 (Meiklejohn): “Pre-Trial Discovery, Motions, and Frial”

Friday July 25 and Saturday July 26 - High Technology Protection Summit

The conference will address the most recent and vrgent issues in U.S. and international patent law.
Speakers will include Former Chief Judge Randall Rader and other judges, professors and attorneys from
the U.S., Europe and Asia.

Tuly 14, 2014
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2014 Intellectual Property Law and Practice Summer Institufe
University of Washington School of Law

WEEK 3 {Concarrent Sessions} « July 28 - August 1, 2014

US and EU Patent Prosecution Track

Monday, July 28

8:30 - 10:20 Room £33 -
10:30 - 12:20 Room £33 -
1:40 - 3:30 Room 133 -

Tuesday, July 29

8:30 - 10:20 Room 133 -
10:30 - 12:20 Room 133 -
1:40 - 3;30 Room 133 -
Wednesday, July 30
8:30-10:20 Room 133 -
10:30 - 12:20 Room 133 -
Room 118 -
1:40 - 3:30 Room 133 -
Thursday, July 31
8:30 - 16:20 Room 133 -
10:30 - 12:20 Room 133 -
" Reom 118-
1:40 - 3:30 Room 133 -
Friday, Angust 1
8:3G- 10:20 Room 133 -
10230 - 12:20 Room 133 -
Room 118 -
12:3G- 1230 Room 115 -
Ruly 14, 2014

Advanced Prosecution 1 (Davis): “Priority Coantest under Pre-ATA
and ATA

Advanced Prosecution 2 (Serafini}: “Drog Dispute Resolution™
Advanced Presecution 3 (Cho): “Strategic Patent Prosecution for
Foreign Originated Applications”

International Litigation Strategies 3 (Stein): “Standard Setting
Process and US Patent Enforcement™ #

EU Patent Practice 2 (Krauss): “Patent Prosecution at EPO”

EU Paient Practice 3 (Krauss): “EU Technology Transfer in Health
Science”

Advanced Prosecution 4 (Rosenman): “Continuation

Strategies”

Patent Drafting Clinie 1-A (Branch): “Electrical/Mechanical” OR
Patent Drafting Clinic 1-B (Hermanns):
“Chemical/Biotechnological”

Advanced Prosecution 5 (Sanders): “Design Patent Prosecution and
Enforcement

Advanced Prosecution 6 (Morgan): “Appeals at USPTO”

Patent Drafting Clinic 2-A (Branch): “Electrical/Mechanical” OR
Patent Drafting Clinic 2-B (Hermanns):
“Chemical/Biotechnological”

Advanced Prosecution 7

Advanced Enforcement 6 {Seelig/Sweeney): “Strategic Use of
Reexamination and Reissue

Advanced Prosecution 8 (Swope): “Office Action

Strategies”

Patent Drafting Clinic 3-A (Branch); “Electrical/Mechanical” OR
Patent Prafting Clinic 3-B (Hermanns):
“Chemical/Biotechnological”

Group Photo / Graduation Lunch
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2014 Intellectual Property Law and Practice Suromer Institute
University of Washington Schogl of Law

WEEK 3 {Concarrent Sessions) - July 28 — August 1, 2014

US and EU Patent Enforcement Track

Monday, July 28

8:30 - 10: 20 Room 118 -
10:30-12:20 Room 118 -
1:40 - 3:30 Room 118 -
Tuesday, July 29

8:30 — 10:20 . Room 118 -
10:30 - 12:20 Room 118 -
1:40 - 3:30 Room 118 -
Wednesday, July 30

8:3G - 10:20 Room 118 -
10:30 - 12:20 Room 119 -
1:4G-3:30 Room 118 -
Thursday, July 31

836G - 10:20 Room 118 -
10:30 - 12:20 Room 119 -
1:40 - 3:30 Room 118 -
Friday, Augast 1

8:30-10:20 Room 118 -
10:30-12:20 Room 119 -
12:3G- 1:30 Room 115 -

EU Patent Practice 1 (Mueller-Stoy): “BEU Patent Enforcement
Strategies”

International Litigation Strategies 1 (Karl): “Standard Setting
Process and International Patent Enforcement” *

International Litigation Strategies 2 {Anderson): “I'TC Practice”

Advanced Enforcement 1 (Al-Salam): “Infringement Remedies”
Advanced Enforcement 2 (HBagiwara): “Negotiating Settlement”
Advanced Enforcement 3 (limura/Zang): “Enforcing Patents in
Japan-China”

International Litigation Strategies 4 (Elmer): “Forum Shopping
and Valuation Using Data Metrics”

IP Management 8 (Norton/Meyers): “Technology Transfer”
Advanced Patent Enforcement 4 (Stewart): Evaluating
Infringement/Non-Infringement Positions for Patent Litigation

Advanced Patent Enforcerment 5 (Ayers): “Strategic Use of Post-
Grant Review”

IP Management 11 {Serafini): “Global IP Portfolic Management™
International Litigation Strategies 5 (Franzosi): “*DOE in EU
Countries”

Advaneed Enforcement 7 (Beyer): “Discovery for Non-U.S. Party”
1P Management 14 {Assefa): “In-House Counsel”

Group Photo / Graduation Lunch

*if you are interested in US Standard Setting Process, please attend International Litigation Strafegies 3 (Stein).

Judy 14, 2014
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-2014 InteHectual Property Law and Practice Summer Institute
University of Washington Schoal of Law

WEEK 3 (Concurrent Sessions) - July 28 — August 1, 2014

TP Management Track
Monday, July 28 :
8:30-10: 20 Room 119 - IP Management 1 (Fan): “IP Entrepreneurship Overview”
130 - 12:20 Room 119 - 1P Management 2 (Albertson): “Angel Investors and Incubators”
£:40 - 3:30 Room 119 - TP Management 3 (Diaz): “IP Based Understanding on Open
‘ Innovations™
Tuesday, July 29
8:30 - 10:20 Room 119 - I Management 4 (Sandler): “Venture Capital Financings”
10:30 - 12:20 Room 119 -  IP Management 5 (Yang): “LOI Negotiation”
1:40 - 3:30 Room 119 -  IP Management 6 (Stallman): “License Agreement Drafting
Essentials”
Wednesday, July 36
8:30 - 10:20 Room 119 - IP Management 7 (Kowalchyk/El Hioum): “Biotechnologicalf
. Pharmaceutical Licensing”
10:30 -12:20 Room 119 - IP Management 8 (Norton/Meyers): “Technology Transfer”
1:40 - 3:30 I? Management 9 (Fan): Field Trip
Thursday, July 31
8:30 - 13:20 Room 119 - TP Management 10 (Jacobs): “Trademark Branding”
10:30 -~ 12:20 Reom 119 - TP Management 11 (Serafini): “Global IP Portfolio Management”
1:40 - 3:3¢ Room 119 -  IP Management 12 (Black): “Game Business”
Fridaiy, August 1 .
8:30 - 10:20 Room 119 - 1P Management 13 (Ogawa): - “Patent Evaluation”
10:30 - 12:20 Room 119 - IP Management 14 (Assefa): “In-House Counsel”
12:30 - 1:30 Room 115 - Group Photo/Graduation Lunch
July 14, 2014
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2014 High Technology Protection Summit

Friday and Saturday, July 25 and 26, 2014
July 28, Merning

8:30 a.m. - Opening Remark: Prof. Toshiko Takenaka, University of Washington School of Law

Welcome -Associate Dean Patricia Kuszler, University of Washington School of Law, Seattle, Washington

Software and Biotech Patents and International Competitiveness

8:40 a.m. - Keynote: Honorable Randall Rader, Former Fudge, United States Court of Appeals for the Federal Circuit, Washington,
D.C. :

9:10 a.m:. - Software Patent Eligibility and Protection Scope
Moderator - Prof. Robert Gomulkiewicz, University of Washington Schaol of Law, Seattle, WA

Panelists - Prof. Mark Lemley, Stanford University Law School, Palo Alio, CA
Mr. David Jones., Microsoft Corp., Redmond, WA
Mr. Bill LaMarca, Associate Solicitor, USPTO, Alexandria, VA
Mr. Shinjiro Ono, Yuasa & Hara, Tokyo Japan

10:15 a.m. - Open Discussion
Discussant: Honorable Toshiaki Iinwra, Former President, IP High Court of Japan, Tokyo, Japan
10:38 am. - Coffee Break
10:45 a.mi. - Anti-Patent Litigation Abuse Bills: Views from IT and Biotech Industries and Its Impact Outside U.S.
Moderator - Prof, Martin Adelman, George Washingion University School of Law, Washington D.C,
Speaker- Mr. Robert Stoll, Drinker Biddle & Reach, Washington D.C.
11:05 aum. Panel Discussion
Panelists - Prof. John Duffy, University of Virginia School of Law, Charlottesville, VA
Mr. Jim Haley, Ropes & Gray, New York, NY

Dor. Christof Karl, Bardehle Pagenberg, Munich, Germany
Professor Mario Franzosi, Franzosi Dal Negro Setti, Milan, Italy

12:00 p.m. - Open Discussion
12:15 p.m. - Lunch (Sponsored by Kilpatrick Townsend & Stockton)

July 25, Afterneon
Patent Enforcement Strategy

1:15 p.m. - Challenging Validity at USPTO and Civil Action under AIA
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Moderator- Mr. Douglas Stewart, Bracewell & Giuliani, Seaule,' WA
Speaker - Honorable Paul Grewal, U.S. District Court, Northern District Of California, San Jose, CA

1:33 pm - Panel Discussiony

Panelists - Mr. Steve Kunin, Oblon Spivak, Washington D.C.
Mr. Ed Haug, Frommer Lawrence & Haug, New York
Mr, Chris Schenck, Kilpatrick Townsend & Stockton, Seattle, WA

2:20 p.m. - Open Discussion
2:30 pan. - Coffee Break

2:45 g, - Challenging Validity at Patent Offices and Civil Aetion in EU and Asia

Moderatpr- Mr. Chint Conner, Dorsey & Whitney LLP., Minneapolis, MN

Speakers - Fonorable Ryuichi Shitara, President, TP High Court of Japan, Tokyo, Japan
Honorable Huei-ju (Grace) Tsai, Intellectual Property Court of Taiwan, Taipei, Taiwan

Mr. Shunichi Doi, Direetor-General, Trial and Appeal Department, Japan Patent Office, Tokyo, Japan
3:45 pm. - Panel Discussion

Parnelists - Prof. YoungTaek Shim, Scoul National University, Seoul, Korea
Dir. Titman Mueller-Stoy, Bardehle Pagenberg, Munich, Germany
Mr. Zhiyong Wang, Kangxin IP Ceunsel, Beijing China
Mr. Andy Cuibert, Micresoft Corporation Redmond, Washington
Mr. Ryoichi Mimura, Nagashima & Ohno, Tokyo, fapan

5:15 pan. « Open Discussion

5:30 p.m. - Closing
6:30 p.m. ~ Reception (Hosted by Seed I Law Group)

July 26, Morning
Ownership of Inventions Made by Employees and University Researchers

9:00 a.m. Patent Pretection for Self-Replicating Biological Materials: impaci of Bowman and Myriad

Moderator -Prof. Sean O Connor, University of Washington Scheol of Law, Seattle, WA

Panelists - Prof. Heinz Goddar, Bochmert & Boehmert, Munich, Germany
Prof. Paul Liu, Cornerstone Intellectual Property Foundation, Taipei, Taiwan
Ms. Kristen Leute, Stanford University Office of Technology Licensing, Stanford, CA
Prof. Yves Keboul, University of Strasbourg, France i

16130 a.m. « Open Discussions
10:45 a.m. - Coffee Break

Ethical Issues in Patent Licensing

11:00 a.m. Moderator - Mr. Paul Meiklejohn, Dorsey & Whitney LLP, Scartle, WA

Panelists - Mr. York Faulkner, Finnegan Henderson, Reston, VA
) Mr. Hiro Hagiwara, Ropes & Gray, Tokyo, Japan
Mr, Jeffrey Andrews, Bracewell & Giuliani, Houston, TX
Mr. Benjamin Grzimek, EIP Europe LLP, Dusseldorf, Germany

12:30 p.m. - Open Digcussion
12:45 p.m. - Adjourn
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