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Congress Seoul 2012
Adopted Resolution
October 23, 2012

Resolution
Question Q229

The use of prosecution history in post-grant patent proceedings

AlIPPI

Noting that:

1) The use of the prosecution history of a patent in post-grant patent proceedings
remains an area where divergent practices exist among various countries and
regions.

2) This subject has been touched upon in prior work of AIPPI, such as in Q142 ("Breadth
of claims, support by disclosure and scope of protection of patents") and Q175 ("The
role of equivalents and prosecution history in defining the scope of patent protection”).

3) Inthe Rio de Janeiro Congress in 1998, it was resolved in the context of Q142 that:

5. Material filed during examination or in the course of inter partes proceedings
to justify any generalisation in the claims of specific disclosures in the
description shall not:

a) have any effect on the scope of the disclosure of the patent application
as filed;

b) form part of the patent;

c) serve to remedy any inadequacy in the description as filed.

4) The issue of prosecution history was also considered in the context of Q175, but the
resolution reached at the Executive Committee meeting of Lucerne in 2003, was
limited to the use of the prosecution history in the context of equivalents and was as
follows:

Notwithstanding that an element is regarded as an equivalent, the scope of
protection conferred by a patent claim shall not cover the equivalent if: (....)

c) the patentee expressly and unambiguously excluded it from the
claim during prosecution of that patent to overcome a prior art
objection.



5)

6)

In the context of this present resolution on Q229, "prosecution history" shall mean:

a) amendments made to the patent application during the examination process,
including amendments to the claims, the description and the drawings; and

b) arguments made to the examiner and positions adopted by the applicant
during the examination process.

Statements and definitions made in the application as originally filed shall not be
considered "prosecution history". The "examination process" shall mean the original
examination and any subsequent examination, opposition or re-examination, but
excludes court proceedings. For additional clarity, unless otherwise stated, the term
“prosecution history” does not include foreign prosecution history.

In the context of this present resolution on Q229, "post grant proceedings” shall
include any proceedings determining the scope of protection of a patent claim, in
particular

a) proceedings before a patent office, including, for example
i) re-examination or reissue;
i) opposition; and
iii)  invalidity proceedings; and
b) proceedings before a court, including, for example:
)] infringement, including declarations of non-infringement

i) invalidity and/or
i)  support/sufficiency of disclosure.

Considering that:

1)

2)

3)

4)

5)

6)

Almost all legal systems recognize the interest of legal certainty for third parties who
may be accused of infringing a patent right.

Many legal systems contain statutory provisions, case law and/or legal doctrines that
seek to prevent a patentee from benefitting from taking inconsistent positions in the
prosecution history and in post grant proceedings.

The question arises as to whether the interest of legal certainty is served by using the
prosecution history when interpreting the claims, or, alternatively, whether the
wording of the claims should be decisive, as interpreted in the light of the description
and the drawings, but without having regard to the prosecution history.

These questions are addressed differently in different legal systems.

In the context of the use of prosecution history in post grant proceedings, a balance
must be struck between the interests of third parties accused of infringement and
those of the patentee, recognizing that a fair protection for the patentee must be
ensured.

In view of the fact that the use of the prosecution history in the context of claim

construction is, if indeed possible, addressed differently in different legal systems,

often on the basis of different general civil or common law doctrines such as estoppel,

forfeiture, abandonment of rights or tort laws, AIPPI expresses the desire to
2



harmonize certain principles on the use of prosecution history specifically in the
context of patent law.

Resolves that:

1)

2)

3)

4)

5)

6)

7)

8)

The prosecution history should be made publicly available as much as possible and in
a transparent and easily accessible manner, preferably via internet.

The primary source for determining the scope of patent protection shall be the words
of the claims, in the light of the description and the drawings, as those words would be
understood by a person skilled in the relevant art. Statements made during the
examination process that purport to limit the scope of a claim should, as much as
possible, be added as limitations in the claims or, where appropriate, as disclaimers in
the description or drawings, during the examination process.

Under certain circumstances and taking into account certain restrictions as set forth
herein, the prosecution history shall be taken into account in post-grant proceedings
provided it is publicly available.

The prosecution history may be relied upon by any party to a post-grant proceeding.
However, the prosecution history shall be taken into account in post-grant
proceedings only when and to the extent that it is relied upon by a party thereto.

The prosecution history cannot serve as support for an interpretation of a claim,
broader than justified by the meaning of the claims in the light of the description and
the drawings in the patent.

The prosecution history may be taken into account in post-grant proceedings in order
to establish the meaning of ambiguously worded claim features, as they would be
understood by the skilled person in the art.

Where the prosecution history contains a clear and unambiguous statement made
(and not withdrawn before the grant of the patent) by or on behalf of the applicant,
from which it must be concluded that the applicant disclaims or abandons part of the
scope of protection that would otherwise be included, the scope of protection shall be
limited accordingly in post-grant proceedings.

In considering whether a particular amendment or argument from the prosecution
history from an earlier stage in the examination process should be taken into account
during post-grant proceedings, it shall make no difference:

a) whether the particular amendment or argument in question was made
during the original examination or during a later stage in the examination
process;

b) whether the particular amendment or argument related to the claims, to

the specification, or to the drawings; or

c) in which particular type of proceeding the amendment or argument was
made.



9) Without prejudice as to its probative value, the prosecution history from an
examination process in a first jurisdiction may be taken into account in post-grant
proceedings in a second jurisdiction.
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Resolution
Question Q230

Infringement of trademarks by goods in transit

AlIPPI

Noting that:

1) AIPPI has studied aspects of border measures and other means of Customs

2)

3)

intervention against trademark infringements in previous questions, leading in
particular to:

a) The resolution of the Congress of London in 1986 — Question Q86, entitled
‘Measures  against  Counterfeiting of Branded Goods’ (London
Anti-Counterfeiting Resolution);

b) The resolution of the Council of Presidents of Lisbon in 1993 — Question Q122,
entitled 'Customs Seizure’ (Lisbon Customs Seizure Resolution);

C) The resolution of the ExCo of Sorrento in 2000 — Question Q147, entitled ‘Border
Measures after TRIPS’ (Sorrento Resolution); and

d) The resolution of the ExCo of Buenos Aires in 2009 — Question Q208 entitled
‘Border measures and other means of customs intervention against infringers’
(Buenos Aires Border Measures Resolution).

The London Anti-Counterfeiting Resolution recognized the losses sustained by those
businesses whose products are subject to counterfeiting and adopted the
recommendation that international cooperation in the field of police action and
Customs’ action should be strengthened with a view to eliminating international trade in
counterfeit goods (N°4b).

The Lisbon Customs Seizure Resolution supported the establishment of a system for
the seizure by Customs authorities of counterfeit and pirated goods which infringe
trademarks, copyrights and related rights (N°1). AIPPI further expressed the opinion
that in any such system the rights of any person whose goods have been wrongly
seized should be adequately protected by requiring the owner of the relevant IP right to
indemnify that person (N°2). Finally, AIPPI considered that such a system should be
extended to other IP rights (including industrial designs) if it is clear that there is
infringement of such rights (N°3).



4) The Buenos Aires Border Measures Resolution observed that:

a) border measures are now generally available for pirated copyright goods and
counterfeit trademark goods. (In many countries, such measures are also available
in cases of infringement of design rights, patents and other IP rights);

b) the level of evidence for alleged infringement that is required by Customs
authorities in order to invoke border measures varies widely among countries, and

resolved that border measures should be available in respect of all IP rights and all
forms of IP infringements as recognized under the laws of the relevant national or
regional jurisdictions.

5) The Sorrento Resolution observed that most countries, consistent with their obligations
under Article 51 of TRIPS, have procedures for the suspension by the Customs
authorities of the release into free circulation of counterfeit trademark goods and
pirated copyright goods, either in the form of Court actions or of actions before the
Customs authorities or of combined actions before both the Courts and the Customs
authorities. The Sorrento Resolution resolved, among other things:

a) that border measures be extended to well known marks within the meaning of
Article 6bis of the Paris Convention, as well as to marks which have not been
registered but which otherwise enjoy protection under the national law of
importation;

b) that all countries extend border measures to goods in transit and to goods intended
to be exported, which would otherwise infringe intellectual property rights of the
country of transit, or the country of export respectively; and

c) that further study be undertaken, of the application of border measures to
intellectual property rights other than those infringed by counterfeit trademark
goods and pirated copyright goods within the meaning of Note 14 to Article 51 of the
TRIPS Agreement.

Considering that:

1) The question of whether goods in transit would be considered a trademark infringement
in the transit country is complex and broad.

2) The terms “in transit” and "transit” have different meanings in different contexts and
also in different international treatises concerning both Customs law and intellectual
property law. Whilst almost all countries provide for some sort of in transit concept,
these specific words may not be the words expressly used in all countries to define this
concept. For these reasons this resolution will not attempt to attribute a legal definition
to these terms.

3) The treatment of goods in transit varies considerably among the different countries.
The question of whether goods in transit would be considered a trademark infringement
in the transit country is closely linked to Customs law. The scope of this Resolution is
limited to the enforcement of intellectual property rights under intellectual property law.



Resolves that:

1)

2)

3)

4)

5)

6)

The terms “in transit* and “transit“ should be understood in a general sense, as they are
commonly understood in ordinary usage. Specifically, that goods in transit are
commonly understood to be goods which have been declared to pass through a
country (the transit country) on their way to another country (the destination country)
and not to be put on the market in the transit country.

As a minimum standard, goods in transit should fall within the trademark owner’s right
to prevent others from importing goods bearing the trademark in certain circumstances
where there is an indication that the goods may enter the market of the transit country,
such as:

a) where the owner of, or any other person responsible for, the goods in transit has
advertised such goods in the market in the transit country;

b) where the owner of, or any other person responsible for, the goods in transit has
offered such goods for sale in the transit country;

c) where the owner of, or any other person responsible for, the goods in transit has a
history of previous conduct of having released infringing goods for sale in the transit
country;

d) where the owner of, or any other person responsible for, the goods in transit has not
cooperated with Customs authorities or complied with Customs requirements; or

e) where the destination of the goods is not declared or is inconsistent with the
Customs documentation.

The mere possibility that goods might not reach the destination country and that the
goods might be diverted into the market in the transit country are not sufficient grounds
to establish trademark infringement.

If any of the indications referred to in paragraph 2 of this Resolution can be established,
the owner of or any other person responsible for the goods in transit must have the
burden of proof to show that the goods were not destined to enter the market of the
transit country.

Border measures applicable in the transit country should be available to the trademark
owners to enable them to enforce their rights against goods in transit.

The same remedies should be available for the enforcement of rights against infringing
goods in transit as for other trademark infringements. It follows that the same defences
and remedies applicable to other trademark infringements should also be available
where goods in transit are accused of infringement.
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Resolution

Question Q231

The interplay between design and copyright protection for industrial products

AIPPI

Noting that:

1) AIPPI has previously studied the unification of the law on industrial designs (Q34)

2)

and the economic importance of the protection of designs (Q73).

However, AIPPI has not previously studied the interplay between design and
copyright protection for industrial products. This is an important area of the
protection for intellectual property rights, because it offers the potential for the
longer term of protection under the copyright laws, compared to the more limited
term of protection for design rights.

This Resolution addresses the circumstances in which industrial products are
protected by copyright law. The resolution also addresses the relationship
between copyright and design protection for industrial products. This resolution is
intended to foster international uniformity of the rules governing the interplay
between these two bodies of law with regard to the protection of industrial
products.

This Resolution addresses industrial products in the sense of all types of
products for which protection is available, based upon appearance, shape and
ornamentation, including, for example, handicraft products and works of applied
art.

This Resolution does not address all the details of: (1) the requirements for
obtaining protection or (2) the scope of protection. Patents (except design

1



patents), utility models, trademarks and unfair competition are also beyond the
scope of this resolution.

Considering that:

1) All the reporting national Groups report that cumulative protection of the same

industrial product or the shape thereof by copyright and design law in their
countries is permitted to some extent.

The majority of these Groups state that registration of a design is necessary
under national laws. Some require substantive examination. Most groups state
that registration is not necessary for copyright protection.

Typically novelty and originality or individual character are required for design
protection, though some reporting groups say that more than novelty may be
required, such as some measure of creativity over known designs. In contrast,
most Groups report that novelty is not required for copyright protection, but rather
originality.

Most reporting Groups say that their copyright law grants the same, or
substantially the same, scope of protection for industrial products as for other
copyrighted works.

The vast majority of reporting Groups say that the criteria for assessing
infringement of copyright protected industrial products are different from the
criteria for assessing infringement of a design right, although substantial similarity
can be a main criterion for both. The vast majority also say that access to the
protected work is an important requirement for copyright infringement, but not for
infringement of registered design rights.

The vast majority of reporting Groups say that copyright protection remains
unaltered after expiry of design protection and that therefore there is no measure
of adjustment in their law, whereby the same industrial product may have a
limited term of protection compared to the usual term of protection under the
copyright laws.

Resolves that:

1)
2)

Copyright protection should be available for industrial products.

Copyright protection should be available for industrial products without the

requirement for registration of the copyright.
2



3) Having original artistic character should be a sufficient qualification for copyright
protection for industrial products.

4) Copyright and design right protection of industrial products may be excluded in
so far as the shape or appearance of the product is dictated exclusively by
functional considerations.

5) Cumulative protection should be available for industrial products by both
copyright and design rights.

6) The term of copyright protection for industrial products should be independent of
the term of design right protection for such products.

7) The scope of copyright protection for an industrial product should not differ from
the scope of protection normally conferred by copyright law.
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Resolution

Question Q232

The relevance of traditional knowledge to intellectual property law

AIPPI

Noting that:

1) The Convention on Biological Diversity accepts the sovereignty of states over their
genetic resources and traditional knowledge (TK) connected with it, and puts
forward the concept of prior informed consent and access and benefit sharing
when utilising such resources.

2) The WIPO Intergovernmental Committee on IP and Genetic Resources, Traditional
Knowledge and Folklore (IGC) has been negotiating for a legal instrument(s) on
the protection of genetic resources, TK and folklore (also referred to as traditional
cultural expressions (TCES)).

3) Through its Special Committee Q166, AIPPI monitors, studies and advises on the
development of intellectual property (IP) and genetic resources, TK and folklore.

4) In 2006 in Gothenburg, AIPPI adopted the resolution of Special Committee Q166

that:

a)

b)

c)

Traditional knowledge in the public domain should be treated as other
information in the public domain for the assessment of patentability of
inventions.

The patent system is not suitable to control whether the requirements of the
Convention on Biological Diversity are met, in particular since research results
and products in commerce and trade need not be covered by patents.

If national laws require a declaration of the source of genetic material and
traditional knowledge in patent applications, such laws should:

— only require that the patent applicant to the best of his knowledge identifies
the source from which the inventor obtained the genetic material or the
information based on traditional knowledge;

— entitle the applicant to rectify any failure to indicate the source or add any
later information obtained on the origin of the genetic material.



5)
6)

7)

d) Ways and means other than patent applications should be developed to deal
with prior informed consent and access and benefit sharing concerning genetic
resources and traditional knowledge connected with it.

This Resolution focuses on TK and treats TCEs as encompassed within TK.
This Resolution does not address policy issues beyond the domain of IP.
This Resolution addresses core elements of IP law only, ie patents, trade marks

and other distinctive signs, geographical indications, copyright, designs and
confidential information/trade secrets (Core IP Laws).

Considering that:

1)

2)

3)

4)

5)

6)

A majority of the reporting Groups reported that there is no definition of TK in their
national laws.

A majority of the reporting Groups reported that their national laws provide for
some protection for TK, often indirectly by reference to existing Core IP Laws or
without express reference to TK.

A majority of the reporting Groups consider a harmonized definition of TK is
desirable.

A majority of the reporting Groups favour an harmonized approach to protection of
TK.

A majority of the reporting Groups consider defensive protection of TK in concept
is desirable, but there is no majority in favor of positive protection.

The IGC has agreed to a year-long plan to continue intensive negotiations towards
concluding the text(s) of an international legal instrument(s) which will ensure
effective protection of genetic resources, TK and TCEs including taking a decision
at the October 2013 WIPO General Assembly whether to schedule a diplomatic
conference to finalise the instrument(s).

Resolves that:

1)

2)

Adoption of a harmonized definition of TK is desirable.

A harmonized definition of TK should incorporate the concepts of “knowledge”,
“traditional” and “community”, which concepts may include:

a) in relation to “knowledge”: information, practices, customs, cultural
expressions, skills, methods, know-how, teachings, learnings and
processes which may:

i) be tangible or intangible; and
i) encompass traditional lifestyles/medicine, and knowledge relating to
the use of natural/human/genetic resources;



3)

4)

5)

6)

7

8)

9)

10)

11)

b) in relation to “traditional”: the establishment, preservation and transmission
of that knowledge through succeeding generations, taking account of the
fact that knowledge may be dynamic and evolving;

C) in relation to “community”: associated with a generally recognized
community, including indigenous peoples or local communities or traditional
societies.

A harmonized definition of TK should take into account the work of the IGC relating
to TK.

A harmonised definition of TK should be compatible with definitions of IP, genetic
resources and TCEs.

Harmonized treatment of TK is to be encouraged.

International and national laws covering TK, should include provisions promoting a
comprehensive regime for TK that provides legal certainty for all stakeholders in
relation to TK, and that is aligned with the principles of existing IP systems. Such
laws may provide for sui generis treatment of TK.

Although steps should be taken to implement an international recordal system for
TK to avoid cross boundary issues and to lower the risk of third parties obtaining or
exercising illegitimate IP rights over TK, recognition of TK should not depend on
recordal. However, a certificate of recordal should serve as prima facie evidence
of the existence of the TK.

Any national recordal systems should be coordinated with and support the
international recordal system.

Countries should not be precluded from establishing national or regional dispute
resolution systems to resolve disputes involving TK.

The appropriate treatment of any one kind of TK should not necessarily be
determined by the treatment of other kinds of TK.

Defensive protection of TK is to be encouraged but the specificities of this will
require further study.



