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g B S — (L SRR Y DA R — R SRS - AERURBE A
(Judge Wang Zhiyong) & ¥A{F HE IR ERAETT 1 AFRIRAHIEE I

HAREINAOER B Ass 2 (ENREERAE ~ — (RN R — (AR % -

BN ER SO F AT B SR B R R BRI TR ST ER K 2
(University of Strasbourg) ~ & 5555 = A EH(University of Roma Tre)F% 28 i 244 (partner
schools) » 45—V ZRLME B (Judge Ola Ramadan) ~ —{7#EF5H /5iAbe 1P EREILE

(Judge Gabriella Muscolo) ~ Zo4v; 28 KFIAELEL L DR RO A RS2 B AN A -

JU~ BRG]

(k2T E)

CASRIP {EZWRAE T - M52k 7R 2t 2ms) - FIREE B A MIRERRE
TR PSHEE A AL SRS TR
L7 H 17T HE) MR > A —/NUEGIER S > B Fenwick & West 1A
FiE it - #GH22 1 CASRIP S HIARIIEE B - FE5HEE B2 TAH 2R Bl e Bl
HiH > BERSE MG -
2. FAT H 24 H(TD) MR - RS EPEHER] 7 s A KM - 22 0H
Seed IP IEHEESRB5FT F- k& i BHL P4 miiée & (High Technology Protect Summit)

BGHASE > T LA AR T eh ol bk e R L -
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1

3. AT H 27 H(—) Rk Bt Pa e 7k T-B# (Seattle Mariners) 135 Safeco

Field BRI EMSEREE > Perkins Cole ARG BT B Safeco Field Bk

Il

20 NP - g neErter b - ARIh e RS BAEA MY 3 GG

/

BREE » TG RZ SR BIAR AR R IR EREE

4. DIRe > BEERRRRERHE T > A 7 H 30 H(PY) F4-HT Woodcok Washburn {24 5%
BB BoEARE -

5. AT H 31 HADHF » 2EEMEAS R > i Townsend and Townsend and Crew i
HEBITBEINTES - 207 - AR AR -

6. ILAL - FBEWl CASRIP Bz 15 4 > 7 H 24 H(#)HFH Dorsey and Whitney

R B TR T B B -

() Fh R ER(Microsoft)fE S

b

AT H 21 HFF3:30 28 5:30 » BkEEA 52523 B8R (Microsoft) 41 5 B Pa

\

%= (Redmond ) PR » FEE . B ERA 7 S ASZRERBIIRIRE Mr. Gutierrez -
M Z AR AREHA & 2= (Home of the future, prototype) °

SEXFFEGT TR (EPI G BUREFI A & - FTLAZ A BRI Toshiko Takanaka
P LAY - 2SN B 10 47 0 A4 JPO 1Y 5 A1 N Bk 1 E
PRETETIAE ~ KIPO /Y 1 (78 A A& ~ 1 iz CASRIP i B LRSS -

SRR R B B SRR Tk
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BRIV A RERI R Mr. Gutierrez ZEHEE] - (i I ATAE RS 107 {14

BIRE AN E  KEE 9 S AT R ARSI R T 2 B

ZAL > ARG GRS FIEERLL R BAT R0 3 S SR F I 52,2 in House SEAIFREEA

5o A SR R RO 1 2300-2700 44 -

&

Mr. Gutierrez [RIFRFBE BRI AR R e A BEME— A e e S Rl e B H

PRORFFAEA A K SAS LT T8 - e (M S ST Bl R & FHGR SR > DAKERF

WEFT] > Y A TR a5 i > SO A T — EAT R R > (i

(YA TEFES My B L Z R A DU T LR 5 H B 2 s A ERLAEAIRF

TR - R ARIEE IR TRTR - IS BB s A B AR A ]

R IR F] > SR TEIEETIE R H 52 © [RIBRAI BRI A AE 25 B FA]

59 BERFR G A BURSEAR LT+ (HETRIRAERE NG AT - T2 A

BRI - TGRSR LT > FIRTS SRR IEAEHEBIA SRR A i ata

AN SR A s NS (PPH) > ey m R s SRy - iy H A 2E —f PPH

AP IEIE IR IR BRI ZE

JATETRE BT ERIRF ] > Toshiko Takanaka ZsziHI I HE 5T HHEH S #EE](Claims)

IR 2 R BORSE AR Ve S8 5 PR il i - DURE SR T REry () B Bl e

Yy o B S EEE ARG PR Mr. Gutierrez |01 H A0 A SR A HEH 5

TELARREA B S 7 il s v 2 I HY - EOR B RIHA i ) FH Gy S5 [SRE[EE » JRF 2SR

PREARFIRT B TR (EUE MR R8RS B A S B R A e P E



CUHYEE AT (RIS AR SRR A A TR A T TR A SR B8 FH IR
IR IR T 2R DhRE FRaE ST F BT 3638 i 3-5 47 > NI > —{ERiAR A — 7
ab Ll M ATRECRBERT 225 AR AEHE T LR A DI ThREFE At » 38 EETRAEE ] DA
FIIRESU YA SR 7 G s ] < SEAREAE - S UESS T AE A AR R | >
TGRSR T REE -

BEIRF - AR RIS LA PR 2IAY R BTN IR A e T 26 (AEP) - flik
ZNEIEEEETI I Vi G/ 57 am B e € D) IERE: - SRE S i SR TNE KA W 2 N )
WA R R DR A G - MU RSN R ARSI B ST
ATE ey > P P a5 e
BB R Z Z (future home)

ARG 22 1 futare home | » SE A S H EFIEATEAER f5 T RAURE: » S KRHYA
[FISbEAG T 1 PEEL R PR I ~ DR ~ BPRERIREID) Sl - RS
A URUKIEE R AT S BT - 1 FH A e B2 gl (o FR IS 2 ] URITE N ALY
$h 5 ~ T TP SRR B el i el ] DABEIRF 5250 2 A AR A AR 4
flirfsi 75 AR PT#E HHRE I A REID A4S 5 LAEET TR -

B AEARACZ ZIWMI - KPP - AT R A UEE (AT A A
it o BT AL 8 > EATLME TR SGE R m a2 - T DG & S

i s IR P77 e S AL ERE BN BB e 2 2 B 1 R R NG S TP YSEES

22



RAZ G B B 178 S E RO iR B e 2 sl A Bl 5 » S8 st o Rk

i
=

PR T LB AR R o WhR b B s - — I PT > M T Grace

S RMBLAHAT 2 o A AMERRES Grace FYEEAE - &S RIRA ~ kL ~ 5

1

Ao UGB T B - FEE 5SS SA > TR E R S Aol

=
=

4

'ﬂ

oo

= T DUIRIS DS ACR ISR A BRBTRE » AR N BT > T LU G

FRGIREE R 4 L FEIEE HEhRDE ~ A T R EERUE S i & A

A -

(AR > PR AR IR A A A L HERE T RERT 2 B B E O e AR A ] -

B - FE i EEURIY E S CRTE SIS S S g AR RG] -

IS RO R - 2R~ HREAUET

MRFE A IEAE BB SR ~ 504F SIS I ARV 20N - £ 7] 6E

WRSMGERENE ERITIER ~ BAGDE > DURRIBEER 8 (credits) » JREBCIRHIF

DML -

FEZ BEROG L > SEBEAVE R A ITARG ~ IR - AERARZ A —

IAIRCT G - U EGRAH Fri AR - SRS E BhRE ~ PERR - RAAH P e 3eiiese

XX

fERCIE N | o BEFHAANTR 22 T AR NS LR R © Do — B~ JEsdi ] 1

REID FH e I P FH o 5 — P (AL RS » B ABAESE L #A b 7R,

AR By -
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DIGKERE ~ FEAA ~ VRREAR T DA ERE > bt FlRY A B At AT R e HOARAR
ST — T BN LR R R A 1 PR
Bl DU MRS e tem nl 1Rl - ] DI B ey R A -

e ] DUE B R R E RUREES I B i — 1 SIS e R
M550 IR IR ERARE T A RS RIS DL A8 > SErpiyRA T
DISFARCRNZBE

MRS > AT FIE AR © RFOAIRAMT RFID R4 - AL > 7RI
IHEP R LNRETERE S AR R e » IR e S 24 > BRI S s A -

BRI BT B 2 BT SRR E RIS, ~ AR I H A

ZHT

B IR IR h T AT RGN  #G T AR -

FEARA L A EHE 5 ] - s Rt — I R A PRI A - st BRI T DL

ul
lm

B O s ~ SR RE BE L nT DU R AT N A B TR~ il

ORI » e LA O R R -

PRI ZZI RS > 0 R FEIEA ~ S ~ RO ~ Y~ MRI2E ~ B2~

RFID S5Hfl » Sl SR AR B0 FH 2 ] LUK B AT B SOSEREIE IC 5 i —Sekeot

S AT LU S EARHECICR » SO IR SR R A L 5 5K

BIRARH B E TG G0 - SO 2 ARG T DU RSSO

FEFI PR P » SR T DB T -
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W
HL

=& B B SE A AR Y (subject matter
eligibility) &

F

|
=
il

2008 4% 10 H 30 H - BFRKIE EFRABE(CAFCHE In re Bilski'—ZEHyFIL » #fE
Ff 17 USPTO IYZEASE IR » 5255 Bernard Bilski flfas & BA 11 RIR AR 2238 i it 58
ShBEHT7 ARG EBIERNES 101 B SRS > [FIR - CAFC HEM
State Street Bank’ FTH T H) A SE RS AT AIBTUER] » i 37 59— AR 2 T R R
i /725 (process or method claims) < ST AT PIRIIHE —HER- T B s ooy
a2 (Machine-or-Transformation Test, M-or-T test) | » Jiyam KM 2 farrnZE(1) #H
e —FPE A gEEE E > 8Q2) R E V)RR IR Ed) - B T REE
PR A T TR SR RS AR P E— YRS - e p e ol A
e U 2 R - (1) B Ry e B s — R e P b S H s SR i
FEAAAERNIIRGE > PIAN  SESERE S EIBRERRCE © (2) (e fds oo
A RPEYD IR B RS MR ) -

LT HE UG e A SR BB B » 7 7 S e e i bé(Supreme Cout) BE# L
HrimmiAZE > KL > fEnkbeht 2009 4F 6 H 1 HERT 1 Bilski HYRHGRRR

(petition for writ of certiorari) » FZARFEFIAG I AELE 2010 4 3 HRET5CH © N H

4 In re Bilski, 545 F. 3d 943 (Fed. Cir. 2008) (en banc)
5 State Street Bank & Trust Co. v. Signature Fin. Group, 149 F. 3d 1368 (Fed. Cir. 1998)
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BB EHA R Z IR R h e B R A P e R AR D e MR e 2
A]DATEIATE Bilski v. Kappos'ZRHE T 21 RhRE -

ARZEAF b= BEE 1980 4 Diamond v. Chakrabarty 48l Diamond v. Diehr" 3T
30 4F1% 0 PR BT A SEASATIYRERE © 7 Chakrabarty B Diehr 22 - e snikbiks
1980 4FLARTAR A A EAS AR T I TBH » 2 48t R CAFC 2 GBI TG L ~
AR SR EASA I PIBTAHE - (PR ARAF T - DRI B fe e B i
P o

ARG BRI 20 SRR 1 (1) BEHEGE by B e B E T |
AR E— I FAERS AR S S s - DU Q) SRR SR GRS H
FIHIRE R RE -

ESR FI iR e A Bilski ZE ST aH » {HJE CAFC FTdt 7 m i sl
HEZ (Machine or Transformaiton Tes)/EFIASERM.L 11 > 756 USPTO fer$sfiZibe
FITEAI . 5 B R RS A PIBTHE R « PRIEL » ASC e SR s i s - BEaT 5
B T BRI A A ATHE (7 G > DU CAFC ZEN 7 AR AR B HIE A TR
P > FEER USPTO F2 2009 4F 8 H 24 HAfch% Bilski ZE R AT e SR EA% 51
A EME > JIHR USPTO B Eery SRS A T HE F A R R s

RN - 5=~ 1€ Bilski ZEHYIERE BT - — BRI « SR U A

6 Bilski v. Doll, 129 S. Ct. 2735 (2009)
7 Diamond v. Chakrabarty, 447 U.S. 303 (1980).
8 Diamond v. Diehr, 450 U.S. 175 (1981).
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FEAAPIBTHERAN R, 5 2509 ~ #EFISEBdRgSEnD ~ RlikAREL USPTO HYZAL
REBG DWGEE S0 8 TSR - AGE — DR USPTO AURWES  fdk - 12

SRR » DK SR R e L -
.~ SR EAEAS AT R A ATE F PR <

AR E SRIBERIGRRUE R SR HAEER 101 6 > BZERSCHAE

] A ZE I s BT H A IR 5 (process) ~ Bé#s(machine) ~ 5
(manufacutre) ~ #H{5%)(composition of matter)sl Hgr HA IR » B Al 5

I

» BESRGZ B SCORE A AT SRR LE I 251 - WA WIMERFERIBEL 2] Rg
BRI A SR > (EUSAEFIBIE > BIREE A n] SRR Rt e 28
e o

(—)~1980 - FRHERFHA

=5 1940 SEAURE NG W] > FEIEAHEH A IRy ] SRS — e N > 54

2 SR A i A DA A SRR R - PRI SR DA SR TR R I

RO BRI B & SR I A AR R P - 11T s PR G s ME LA 5 PR PR I s e

oo
=5 ]

9 35 U.S.C. §101 “whoever invents or discovers any new ans useful process, machine,
manufacture, or compositin of matter, or any new and useful improvement thereof, may obtain

a patent thereof, subject to the conditions and requirements of this title.”
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Gottschalk v. Benson' "%

{1 1972 47 Gottschalk v. Benson ZEH » (REHHA—FHRF RS- T EHIH5(BCD)
S IR (binary code)y 753" » Hod T —M 2 Bl - fEmesnis:
R PP R8RS FREH 2R T BLERIAHRH 2 A% - MM S g - Fh Rz R
FEWTRRE R ARBTG2 ~ BB R e G B o S5 R S Pl A T LAl
(preempt) » KILRE RS r% A< FEWIFR B S RS AR «

EEEpurERI R I PSRN A G e iV e s eE s =i RFARIIT] e 2lRPN )il
PSS > DRI RS 8 12 8 SN AR Ay - ERIE B —RaR: - JR
FE RIS S BRI MBI (udicially recognized exception)f55 4 FE” 3 bioh—
TR ELS FHaR  ER SR A AR DA BB - TR A — i s < TR > A
JE DA A HU A « G - 4E 60-70 4RAX  FEASHHR 2SI R AR M m
SRS AR <

fIEAFEEITSE: » Benson FERYPIER FHANNE S AAHH B 22 - Hopiz —
55 mnsbeta D B ARE SR E AR s R T RS

(clue) = e E AT i — P transformation) sz B {k.(reduction) 8¢ 55— IRRE B

10 Gottschalk v. Benson, 409 U.S. 63 (1972)

11 BCD & TERIBF UMM Tz ZERIBERERT , Flan 5 % 0101, 3 & 0011, HIkt 753,
£ BCD R TEIA 0101 0011, , EAZEHHAIRTAK 71101011,

12 5 3B HIR : MRB = (abstract idea), B AZEERI(law of nature) & B A E R (natural

phenomenon),
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(thing)" » BESR I EEBENG ARAT R A RS 7RI A E A A AT HE R - {0

TERSIT 40 4% - BZEREIANES Bilski SR [

Parker v. Flook "%

Sh—{ 70 AR PIBIES Parker v. Flook ZE » FRBHIA—TE F 2R AE G L S
fEAE S R P B 2 B 5 BRI 2 BRI ~ R e
ORI > BIVEr A Somal RO A AN IE R T R » 1 SRR i B AR 5 7 5
HIHEIA A 2 2B iR AR I AR TR G TR ereiibefaity T i 28
WIS HAU & E AR U S B e Rk st AN 7 SR (R 1 s R
2o BREAR G ERTRE HE " ) (8 WahEo R iR e Bty B P S s SR ]
SRR R - 1 H A2 B R B D 8 s (R e R )
(post-solution activity) » EEHAZENY S TEFFIFFEHE 101 LR E A HAEHY |
HHR el FER AN e EREH B 2 2R H A ) BOS M YR E H s
F » PR e B S BT 5 B AR Y » A IR S ol S B2 o

SR FH G e i T

(—)1980-1994 - cieElZen? - FWA fanHlvE

3 Benson, at 70.

14 1d. at 71, T T EBER LT EE (tie to) S EMMBHKE , AELAARDEVH I B E—
TENMRESINEFE .

5 Parker v. Flook, 437 U.S. 584 (1978).

16 1d. at 590-591.
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Diamond v. Chakrabarty''Z&

A 1980 471 Diamond v. Chakrabarty Z& » SEEIEFIYBORA FAET - Az
R ANE T8 EE & — A g (crude oil) ZAHER - AEEIRF » NEAEY)
EEIRNERRE 101 iz "EEE ) R THEY) ) B ARBHRE - TEIREZ S
BRSSO A AR 2 AR 05k B IL - I be (R s - s SRR
FREZ PR - NERRZAER S A Ry - ERRZANE S B AR - i B A
ZAME R NG R B LE AR AT -

3% Chakrabarty ZEHPILAS RS B AR (President Ronald Reagan)BUff 5%
PRIV F i S (pro-patent) B » SMEFY 1982 A3t BV E 4L - AT IS

ERFEBACARC) » ERERZN T ERARE - DI — SR R BT T -

Diamond v. Diehr”’Z

ARERTFRAER A5 — B e e U e - RO AT R
) B R AL BRI vk R R R i SRR SRR AR - 1981 4F > derh
ERBELL S B 4 FSEE SRR IR SR EARARAY - [FIRFS [ Benson 2.2 TR

AR BRI T R R I RS R B A e P i i

17 Diamond v. Chakrabarty, 447 U.S. 303 (1980).

18 BEERIEH , 1952 FEREEITR , BEEERFTE ABK T AEZEY (anything under the
sun that is made by man.) , R AZEFEEEN

19 Diamond v. Diehr, 450 U.S. 175 (1981).
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B —IRREBA” | ARG GBS AR R ARt ok
S IREEEH e LRI - HAGRMEE] 1 e R (HIESAESehak T
20 o (DR FR G S P B B R I X R SRR 5 T B L AR

Diehr ZXHYE 2 » AEHMERL T Bilski 28075 [FHRY T ORI | - FOEATY
AR E BRI Tk R [l - BT E IR S FR I ~ ek &
F R ZE— AT 5 SR SRS AR AN b -

{EJE > Diehr ZE058 N ARMEGUTIRTE > BIANT - (U5E " e Ofras © Rre s
SIS T — A P IS < PRI 2 D SN FR G 2 > Diiehr ZEHY AARE 5 nT LU

FYE RN -

In re Freeman”, In re Walter” 5 In re Abele™

S5l AR EnARERY Benson AR 1% » CCPA B IRF /NGB AR IR i =ik
B FIRER T SR PRI > JREIFE In re Freeman, In re Walter J2 Inre
Abele FFEENT F-W-A fgiIE" -

bk AR H In re Freeman € 2 64K In re Walter ZEfERE DA RS Inre

Abele ZEE1E » B 5o > IEBE D E f SREEIRDE 77 I 2 i R Bt 17— H ARE A

20 |d. at 184.

21 |d. at 187.

22 In re Freeman, 573 F.2d, 1237-1245 (CCPA 1978).

23 In re Walter, 618 F.2d, 758 (CCPA 1980).

24 In re Abele, 684 F.2d, 902-907 (CCPA 1982).

% F-W-ARBZR-—EmBEERRIE, E—RREBEFFENEETRTEES —EEE , &
“HREBHERERECREPFFENHEET S EM THREL,
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PR B B P P SN S R B 15 R i SR o 4
HuSfeqly 1% H AR BB SR -

Abele Z&.Z FEWI RS BRNAE RN e miiicy > AT RHT Al & X OU R R
RGEHELE RS > EHAR i R R s b o

Abele ZE£H - SRR BT SR BRI R TR RIE - FHAIRBR]
TUHER] - e s IS SRS AR ATERY « SR BRI A A fe s A 1 Wt ST Y
1 X RS SAG R R E R TR R R I > EHR IR E iR eE T et
frrtii DA X OCEORHIIER] - NILREHY A E A AR -

[f2 Diehr Z€4% > fpeimiibefR R — BURF IR A B P SO B 228 Y ] SRR
R > PRIBERAY 1980 4% - USPTO Kz CAFC A H F-W-A Ak sk ke BB fiAH
[F AR mT SR A T RE I 2 1994 4R In re Alappat ZEREER T R%4MHIE) - BLAL >
18 B IVIHIRESRAT Diehr ZEPIPRLUR FEARBURF Y B SEABOR - BB L FR A 2%

WIFTE 2 < N ERA AT HARI > 9REAE

(=)1994-2007 - 5H ~ B -~ itk

In re Alappat™Z

7 1994 4F » CAFC #&HAE In re Alappat 24 Felibfis (en bane) e A,

R e A LAAC USPTO AR5 AR e T A IR BRI V] o v SRR S 5E - fife

26 In re Alappat, 33 F.3d, 1526 (Fed. Cir. 1994)(en banc)
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e PR M AT B 2 A B AT PR BRI Gudicially recognized exception)  [FlHf
HREER T F-W-A fgilliE” -

Alappat < #EWIFS A T-E2ie R (means-plus-function) 4G >R o —FR{HR
W L TR EE S DY RAEGE - A B > CAFC f5HY i
BB EARE B Y AL~ ARG Rt - dILE 4 BURASEREII:

BRI ) DR RN ST EENSEIE LUE — R IIRE » B TR

i

A

N R AR BRI ) TERSRR » CAFC SR PR NSRBI & S 3%

A
5

R P AN AL EL AR TSR > 1T HLRR R AN 2 — R4 7 2 H (useful) ~
AT (concrete) 2 ELH# (tangible)fs R R E AR 0 BALEASATHY -
JETEREYIE > Alappat Z<Tam Ry LA T B LhRE A (means-plus-function) 57,2
s B A AP R EGATR  rPIE S RIS A RESE F AT i 8 A DR -
FEARIRIIRER] > #E LA CAFC 21(n re Scharader, In re Warmerdam, In re Lowry,)
H s RS TR 2 SRS A P e 2 A W B A g A TN
Rt PR SRS R R B B /TS BREASASRY ™ » AL - USPTO 1A 1998 ARERT

L MPEP 55 2106 2 > F5H - UT A ISR ER A S (per se)JEHAERERRY - B —H

27 1d. at 1543.

28 |d. at 1537-38.

29 1d. at1545.

30 |d.

31 1d.

32 In re Scharader, 22 F.3 290 (Fed. Cir. 1994).

33 In re Warmerdam, 33 F.3d 1354 (Fed. Cir. 1994), and In re Lowry, 32 F.3d 1579 (Fed. Cir.
1994).
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P2 FH 3z (practical application) P Ea AR 2 HHE & S BEAEE RS > 1 H. > AR
TRazEVELEE - USPTO tHpAtnima=E A HARIMEAS TT - BrasE L5 A

FHARIA] A AATE

State Street Bank v. Signature Financial Group, Inc.Z™

ARZEECAFCE, — AR n] ABER M R R L T RaZE ik ) WM
EEF AR 5 ARZe RIKISignature Financial EAT —HililiE =X, Chub and spoke )

A EILRIBL R 5k - i State Street Bank [Pk /7B P L IERGRE - ok A

H

Y SE (LT B L RE FHRRHEE ) J R T SN e A AR T 486550 CARCHERI L F5iAbe 2
BEIE RS it - v RS T D S o — B SRR T ARG T SR -
— (B R A — BRI - M R RS AT - HL e R i
S TEAEEAT T R R ERRER 5 B MR e LR SRR AR -
HfAState Street BankZ<Ei A3 1015202 T 43 Ml (useful) 5 - BHSEATFIGIH - #HHL
PR B S 5 R SR AT RESE RS S e R S U B

HILE > SRR BREE HE R E A -

AT&T Corp. v. Excel Communications, Inc*Z<

34 State Street Bank & Trust Co. v. Signature Financial Group, Inc., 149 F.3d 1368
(Fed. Cir. 1998).

35 |d. at 1373.

36 AT&T Corp. v. Excel Communications, Inc., 172 F.3d 1352 (Fed. Cir. 1999).
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State Street Bank FEHI1&HY AT&T %< » BT filoi 1 SEA RS AR HEIE A
IEEES s ARE B — TR AERR NS GRS T » AR R E AR AL Sk i A &0k}
DASFERE /N mlAfER A R i B <2 5 A R E AN [ B4 - AT&T #4485 Excel =FHH TG
ISR > 1 E xcel F2ELA Diehr ZE PRI R 5 HamEG - i A0 B i
B IR ROHF A Y B G R Yy E e TIRRE s B CAFC 385% - sk
BEAE Diehr ZEHH ATy s 4 Fo B B FH i — i 7

1 State Street Bank Z<8iL AT&T %€, 4% » USPTO Ji? 2000 o fF K IERTH
MPEP #; 2106 & » USRS " A - HIP SHBGRTR ) BIERL R HAT & S
SERSARE 1117 R 32 B PR IS SRS R A P i e B At AT AH ]

TSR ER A TR - SERBURT BT SR SE A AT R A e v A B e
VLS RARE AR~ B s 4RI > 1 1994 4 In re Alappat 2242 - CAFC i USPTO
< SRS A SO B CRIES Wi (R i s b <A s mi . -
{EaT i AR AT - fERZ s SRS RS B H Y - BT el 2
F ~ A AR RTEEANE B LA AR O - R R R BRI MY -
R > A SEEbE 2 R E AR - DR b tlE
& CAFC ¥4 101 f6erf i B 85

BRI {F State Street Bank <4411 10 42+ > TS~ P2 TR EE R

37 1d. at1358.
%8 K& Ek 2 BB E State Street Bank REE AT&T RMVFHE S5 R (petition for writ of

certiorari),
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KA USPTO » {H 2 AR 2 Wl o AN A BRI Fh Gt ~ SR T
BRI ESEEE  pasE A AAE USPTO BRI » R s R
T R A A B E B S RS A e N e s o

B4 - SR (patent trollsyHITEE T A EIIRERE - 47 2006 FFI1 eBay "%

o B AR R R 2 R R A R ANE AR RE” -

Laboratory Corporation of America Holdings v. Metabolite Laboratories, Inc.

4
4

AR R T R R AR AR HIE - Metabolite ZEGREH IR SR
S — T B AR e N )E Y /575 > Lab. Corp. of Am. Holdings ELAS#A%
PE—2H Metabolite Labs., Inc.Fy S » I HH G SRR A 7 % o Bl — i 15 i b
GAMRHY A IR AR ) B < e A IR R BRI AR e At B12 R BERR A e - 5
Lab. Corp. of Am. Holdings ¥/~ 6 I ALAMIAEE A& =2 75 FL 50N HA G SR R
— T R EAR (T B HER <2 > Metabolite Labs., Inc. L& SR AR HAZHEN

Akl » CAFC SZFeith J7iEBE#7E Lab. Corp. of Am. Holdings 1255 Metabolite
SRRAT. ©

ARZEFAEN HA R (A B SRR R PR — Sl s > 1R =

39 eBay, Inc. v. MercExchange, L.L.C., 547 U.S. 388-397 (Kennedy J., concurring)(2006).

40 |d.

41 Laboratory Corporation of America Holdings v. Metabolite Laboratories, Inc., 548 U.S. 124,
(2006).
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e R e BRLASE f ey A R OO AL BRI T 5508 > 2oty THARS -
R RBE G RER 2005 AEAZBEA SR Ty oK e (i B SR S A AT e

(ESE B R AN =5 i MR - BER Sl = AP INHORRER TR LA > (H

A REAFHAZE A E T A3 3 A B e i B ) R I SR A BAR

FRSERS - HE CAE R -

(P4) 2007~ - ol futalis

AL Metabolite 219 1 4E.2 1% » CAFC DL RZ B iy mniE e AN » BEEifE
In re Comiskey Z<E In re Nuijten Z& s AT -
CAFC BEHA 2008 4= 10 A Bilski £ DA Belitis =0 HEEE 1 HAF State

Street Bank ZEETL.Z TAIH ~ AT R ERREIR 5 AU SRR RS AR R A E -

In re Comiskey 2

In re Comiskey ZE(R—HREIAA LA TR i (mandatory arbitration)FJ
JTIRBLRAT » CAFC SRS REITIEAYE BAT Il (technology) » 4 £ (> % Bfj(mental
process) * [T E S B AEAS AR - fEAZEH » CAFC SRFHAIGE 2 AN AT B -
B AR < G A B IR RIS ] 500 » (B O s Bl Bl —

HERIRE (HER - BN~ G ARSI - RITTRERS AL USRI » 7EAR

42 |n re Comiskey, 499 F. 3d 1365 (Fed. Cir. 2007)
43 Comiskey, 499 F. 3d at 1376.
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2 > CAFC HyZmBEBH MG RHE State Street Bank A1 AT&T %5 > [fijEil Benson 1 Diehr

ZE5EHE -

In re Bilski“ZE

AR ZEARBRTY—FEFARE A8 Rt og il v s > s Eh R v e 5 B S — By
B F B LG HE T2 B T R g S B B - it i - CAFC Rk
= R B E I HERA Alappat il State Street Bank K 7.2 " AR ~ HIF M H ks

R MR TR TR B R S e P

BEAS - AZEr > CAFC LlaBeliiii i Hi(en banc)i7 17 - T AR o ilEd
% (machine-or-transformation test) > gZHERIERRE R T B ) MZEQ)EERSE—
TR ) HEREAGE L QIR TREE ) Pl (article) B 5 IR (state) )

(thing)" °

FITal T Wyii(article) ) YA FE - CAFC fRHIEHGIIY) B E - B GRE S
Yy BB SR R 5 1T H5 [ Benson ZEHYRE R, - K— M2
{E— AR A B B R — W)t W R T A A A B IR (meaningful

limits) ;> ST AR RS SR AR AR o P 0 51 Flook RAVER - M=%

44 In re Bilski, 545 F. 3d 943 (Fed. Cir. 2008).
45 1d. at 959-960.

46 1d. at 961.

47 1d. at 962-963.

48 1d. at 961.
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R A 1T I B 4R AT S BB post-solution activity)
UAES FORHK MR BB R FITal 7 HEA %0 H ) central 1o the

49
purpose)  °

FHEY > B s ol I AT e FE PR 1 FRIISRS ~ R8Tk ~ Rl iR
TR R AR 1 - AR 20 E ARG A SRS T iy SR S IR B TR A
Bilski ZEHYPIPRGE R > CAFRC A [ 4U4% Benson ~ Flook ~ Diehr Z£5fiy il
FIEGH - ALF-FEHIE] Bilski S AT REXE R Frik - AR P i = BB HER
WIEEL  Z1% > Set kA e AR N AEANY 2000 4 6 H 1 HERT 7 &0F]

HENERG 73R (petition for writ of certiorari) » BURAEHEF R ZHI N mEHER

In re Nuijten 2

Nuijten fiframfs—FRAEE SRR AUKED (watermark ) HYJ55 ~ S€iE e (5557
FRRHE S P R AKELZ I 7R g 2 5 5 % 2 BGHaRES - Nuijten £y
TR R AKENEA i r B AKEIRIE9% > NEdi A B - RN
TR RSB IA Y P HE A > SRR (S5 (signal HEE 77 17 W SRS S 5 ] 5
RS ER 101 6B (manufacutre) 7CAFC FEEHEARRZ G HE N B ~ BAAYH
ik B (USSR ECRR e B R A kS E 2 - B

WIS - NN BRRES 101 16 4 Flik e v SFIERY 2 — -

49 1d. at 962.
50 In re Nuijten, 500 F. 3d 1346 (Fed. Cir. 2007)
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In re Ferguson™Z&

ARZE R MR SR TSR USR5 (B 538 - CARC BA Bilski 242772
PR AT - Al 5 R 5 P FURR R B TRy T O B e S T Tl
WARABHEAI PR RS — R IR B - JBIAS r] R igifite B4 > CARC

FRHEE BN BN S 101 B i i) AR -

= ~ BFEASIRIER AL E(2009 5 8 H 24 HAR)

1F Bilski 282 4% » 22009 4 1 H 7 H > USPTO & Bl BRI R M
TPk 0 R AR A B R R R A Bl IR (Machine-or-Transformation
Test, M-or-T tesO#FEEHTIER T > HAfT > [~ 2009 4 8 H 24 H » USPTO 2 HLFI[3E A
BOREIR R M TR A e » FH R b uE (RS H iR bt B Bilksi 22410
PSR ARG > B USPTO 2 MPEP &5 2106 ~ 2106.01 ~ 2106.02 # S F %12

T T AR A SLHE o
() FEBEFIETHER]

SRR AT SR e M > SERRRSE 101 (R SRR E A (eligiblity) -

5 T B ()RR (subject matter)E 4% (eligibility) DA K ) B A M (utility) e Ho

51 In re Ferguson, 558 F.3d 1359 (Fed. Cir. 2009).

52 http://www.uspto.gov/web/offices/pac/dapp/opla/documents/bilski_guidance_memo.pdf,

53 http://lwww.uspto.gov/web/offices/pac/dapp/opla/2009-08-25_interim_101_instructions.pdf ,
UTRABEEEZREE,
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HREE FIEutility BT L e HI A MPEP 55 2107 2% DU M S B Ay

A o

BRFERY5E A% (Subject Matter Eligibility) 1B A5 B -

()28 1+ FR G SRR R B 4 Al AN, — » A0fE ¢ J7Ek ~ B0 -

B HIRL ) -

Firar SRR RAZE S 4 (ERE AR . — QRIS 48R E AR

(.2 — > QUKELLZR 101 {685 SR SE s AR AOAZEL -

i 4 R E AR E AT T

i. i1 (Process) — B—{T@Eh(act) B 3 H T T (acts) B B (steps) *
ERSE R E AR o b BGR— R EY AR S —IRE )
(that are tied to a particular machine or apparatus or transform a particular

article into a different state or thing) °

ii.  B¥Z§(Machine) - —HHSY) > HEM: - JolFEGHAREE - HAFRE
] B B 2 1 (mechanical device) 5 B ik Bl 7 B o 1 2 &5 & W)
(combination of mechanical power and devices) * FLAENT T HFHIHAHE

(function) DAz A4 e S B 5l fih SR (effect or result) ©

iii. B (Manufacture) - AN T8 =0 0 B —Pih(article)(si H T
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G raw) B g AR > B8 R =0 (new forms) ~ 4H/E (qualities)

BV (properties) BV HAH &

iv.  #HEAI(Coposition of matter) - MEmLMEEE G HEFEMAL G » BiE 2
S~ TS~ AR EEIREIAH S o P LA B EYPE (substances)

< KA (combination) 5z &%) (composite article) ©

DA N 4182 & F s SRS AN Ja8 vk e SRR

1. {2 5 {E gy BT U = (transitory froms of signal transmission)(f9l[40 = {2

gy - 2 BT BRI S SR AN B (per se)) e

i EAREER RS -

iii. ANZ(human) A B (per se) e

1v. P ARG e

v. DI RIISIRTE SRAEE -

vi.  EESEEEAS S (per se) ©

Vil JNF] e

kﬁ%

QMR — HH R SRR (IR PNERLT TR B IR E ZHR o RHR
FIRGEIE & fre GO PR IR - e e bR e SRR < E It

BEs > e RIS E R st e 1 deks » TR SRS AR - HELLZE 101
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TRRZIER = BUAIT © AR — HA G SR ] A s R TR S - T DU —OUHE Ay

i — b carrier wave) > HIIRIHAT S IEE G - RIELHEDIEE 101 f5Risi -

QTR — HAGH SRR > EAAIE a1 ks - (AR S e

LIRS I P A A - AR P R 2 -

(). A B 2 ¢ Frram A2 2R R 50 259 (wholly embrace)iEAHERRBIAMELT

(judicially recognized exception) ° HLFEHHEMNES ~ O FEMHEVE'S Foeh

(pre-emption) J” F{ZRIEII R F{ RGO ATATHET] > ol FCRS uADRERBIAMEAY & —

& B L HE FH (particular practical application) °

B T RS S (abstract ideas) ~ R YE B (mental processes) ~ F 2R HI(laws of
nature) 2% H #8H 5 (natural phenomena) F5 e AL » Hoftbaalge - G4l - )
PHIF 52 (physical phenomena) ~ FBHE2 5 #H (scientific princiles) ~ fEEARFE A T %% (depend
on human intelligence alone)f24f ~ A EH Mt & (disembodied concepts) ~ A H
AR B B R AL 2 = (disembodied math algorithms and formulas)&s » JRFEEEE S
HIRRRY < & eI e AR AEREEGR R B IR B E g T H -

EERRE RIS

Fifr 2 BLF1 ], #EIH R 1] 58 4> (must not be wholly) ESiEEEHER I/ MEN) » F558 4
TEEPEERBIMEN > HIFELLES 101 BAZB - (HA P BLA1 2 28 A PR E (limited)

TEREPEERBIME . — R BRI F (particular practical application) » HIFF&
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FUSE RS =

1

Firad T BRI A (practical application) ;> % " AR (how) | REEFHEERGISME
HIFER Y BB LS — & BT AR S B BTG IR - &
HABEE IR —FrC TR R - Fram SR AN P RiSe ~ AR O

B WAESE S T E AR A AR T E -

()R B E F (particular practical application)

(1).#Z5(machines) ~ B4 (manufactures) FAAH ¢4 (compositions of matter)(#7/:3H

(products))

QTR i SR Aol 3 FHERRY .2 — > HORAUEEAREEREISMERY -
RIS SRR A R AU B AR BT ME » RIS e A e

R AR B R A A -

SRR HR A~ BB - HERRIE H AR AR A b - i R
JCPFEEE R BA—FE ~ BARAEBRIER] - (NIL > 38 S B IER 5dE
B > SE AT RUIERY » BlA1 — R R R E R < RS R

FEEMIF I ARG — RE RS > gt RS T TEA] -

QAR — HR G SR R SRR R A U (BTN S "A machine

comprising---.” ) > {EUE RIS FUBE BN - WORFRER HAG R BRI - HIHIE
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u

PROER—EEIER] > ARRZAERZ AT B ELBE R B AP0 S SR > &gk
FEWIFTBE A Z Hh S L Fr AT W RERI LI IE I WE 220« AR —HA G SR
BRI - BRI E SRR IR E SRR Z T e > A

Ju

PR Fp s SR A e S TR R B MR - (EUA PRI e 5 B
ek - (A —HE I AR LSRG - AR G SN HEIR B8 R PR ek
TEPRERGISMERY Z — e TR MER o AR op o SR di e o SR AR A Ry > 40
[F25 102 ~ 103 5 112 MR SR - MR HH G SR HER R RS Z (as a

whole) °

—AHFEE — H G SRR BATE BRI B HRTME Rk e ]
i S B AHBATR B MR R P HE T > ATURE% s AR A

PSRRI < — e EEEHER] > FH S SRR AR -

AR5 & o DA 505 (descriptive material) KRR ©
Al P L 5 I R R A T A R G A A S A LA R [T B AT — D e 1 B W
(functional relationship) » DAFFA 2 73 HAH B 5L S il B fily 72 Az — ] SR F 722 52
(patentable distinction) » BGF{FIE — N HAT W] SH A IR RERG LM 505 - ]
A+ APt B SRR R R RS TP R A S JE D RE R i 5L

T BRI BAT T AR © AR > — BRI S R — BAT H T
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famZ

SR e AT B AT W] SR 2 L D RE Pl 5L 5

LU FEE BRI - AfrT i 70— o B P ) B — N ELE PR A A

(@)

(b)

(©)

— FH T SR e 15— AT SRS o IR LBl » R Bl

R T ORI — SR BRI DA — [ e AH 7 U E PO (B4 —iimad

At > FAS S L APRE RO ORRE L Rz S Bl &« — HLia E
PREEH]  BRIEb <SS > RS IR i W Ffram it - SRR

SRER BRI < T PIREHEST > DAL - REATY By SRR AR AT -

Sy 5T > FH i SRR e AR F=ma 5B, B4R > LK

Lll

i R R PR R

|

ARl = BRI > VRIS

BB ER A PG i BTG A S H iy S5 ] AT B S PRAR) » TR

BRI B R U LA TR E R - Py SR #8058 2t

F=ma Z VBRI B > [NIE > RSO IR AR AS AR -

PSS —{E B — H G SRS B P 7 J F I (non-transitory) ~ Lt

(tangible).Z FEAK TTRAHU AT BEHE AR S (per se) » A S S I

gk L ATAS RS _EAIBRE BRI 5 B 7 28 - 3 SRS AT -

BB G SRR R e o > AT U TSRS RS 95 2

S H AR FTAT HE ] - JRd SR & b (e AR IR
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TEMRIT > BIATATEAT 5 ol 20RE » (DR AR AR -

(1).BFL (7 E (methods))

— ORI RS ERNEEE 101 {6 SR RS SEARS  AEEE A
ol IS s (Machine-or-Transformation Test, M-or-T test) » DAEIREZ JT PR E
(limited)[A —FrE EFEER o BEEMEC T kam RIS & ~ O

BEEE I H AR AR A HE A S R O R R ]

MRS A D IR > ke R

(@  HETE R A B E (AR T f(machine implemented)) & 54

(b) B eV A R 5 — IR RE B (particularly transform a particular

article into a different state or thing) °

— TR R A IR AR BRI R 7R st o ol A

FELLZS 101 fERr%BX

SR > (A P A oIl A e DU b et - o —

A AL AEIRS - DHE— D RRE HOR S R — THRPE L PR Es

— VRFE ) VIR E A -

PRILZIN > G Bt R e DA LU 2 (s - S fesdis

410

s BUHAAEAE © 10 > B — R B SO — R e P JFUAS R SR
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FEELE T AR FENEE (meaningful limit) |5 55— (i 4 e i es ool 4
SEVEEATT IR AN BT B MR s B (more than insignificant  “extra-
solution” activity) ; » MR AR s G2 (2 S IR R P S FR 2 A 15 7
— R A AN E BB MR DG S > BT BB AN s > B4

st SR [ Sl e i A

DA IR e e Rk v ol P Y 2]

(@  — "HEd%(machine)  FRES—EH#GY) > IFEMT ~ JCIFEGERIERL -
AT AT B EE i (mechanical device) B HHkEN T BLIC 1.2 5 75
YJ)(combination of mechanical power and devices) > F LA T HAHLRE
(function) DAZE A ARFAE BUR BT R (effect or result) « ANGE FEMEML I Z i
FELSWRIRTERE » F5 7 U BB At W] DU — D RE B R
Tl o MR E R ik HIRER Y G
MG EL IR R s A B B ik ML —
PSS BT /57(a machine implemented process) | ffiilt o BEZSIRE A
ISR B A AT > R B R W Y > EL 3 A Gy BN B B A e
FWIRIE o " JiE (apparatus) | HERME A IR > /] DIE—

s ~ BB AIRE 5 B DU TR B8R E H 1.2 83 T By 2

7
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(b)

(©)

(d)

(e)

— MPplilarticle) | (REFHEEIHGEAIIE - Fral%rE (particular)¥)

i PRIE VIS Y E R B e SR GRE R YRS

s

BZETER - HRETER IR HER MR - LT
HEFHELATRER S ~ HAPCRIRREORE ~ WSELT  SfeiEa 2]

HEE % -

— Wit T A (transformation) ) FRFRRZ P AR LE (change) F5 5
— KRB « s R ) — R B s i P M GR B P
Y NI » T ARGz A — TN IR D RE T o S,
SR A RS I (raw) AT RS S B BT DI RE B H ik i T P IR A
S o R O R AT R E A TT R » N ESsdifg 2
108 o FORH(data) SRR A S (per se) LR — R > (HE - 3578
T AR R A SO 2 S AR AR [P RE B R R i

A

— VRPE ) PR EEGE E — T RS ) i R TR A —

WIHtEF) (specific) B A Bt - IR (AT B FT AT pa Bl = S (Al

SORMEORI A SORHIARS T IR AT A FUE ISR AT -

A ER IS it 5 238 (computer implemented processes) * FITEH | A5 |

iy R EE i (general purpose computer) » fEia H |5

G

M ARIE—



®

)

o R R E NGRS DA T— R B JT iy

.

"RERE o RIFYE — il E TR rE AR i fe o e A A T

—HRPELIRERT » %R E IR L CAS R TR i e - SR it

A BRI R A BRI G 2 A L A S R (A

IHIH

DIsht Tz 5iin A > el AR E B b A —iiRr

JE i ROCIE ORI A A F G ) A R wi R Ie < FRE HY e e
RN » AN RIFUE G BN B 7% TR B S kA
HEERBISMER . AT B EFTIIRE » IR SRIE A L s A SRy

JE o M A s I -

"5 R (field-of-use) JFYFRE (Rl AN B S Filrar 8 W RO e 7 2
FPRYSUE (actual boundries) o (o RIS IRE R AH-EFRIT R T2
FIA—FEE B85 BIANT P A HI A — B2 (for use with a machine ) |
ol "I PAE it (for transforming an article) | WEAZOR DU A
B or% 7 1R B SRR TR R TS P - DRI - (o A

SR PR AR A1 A S HH oy SR e e A A SR BRE IR

PN E SRR MR B (insignificant  ‘extra-solution”  activity) | 1%

e s B R AT 5 i0898%0 U 1 (central to the purpose) > #]

A= TR R AR R ARG & EORMICERIRS » fRRLEt

WO B HH v SRR AT T SR e IR
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(=) BFEMAERTE E % A3 BR (interim examination procedure)

PRIRLL ERHE > SRR AR AR DL 25 BT T A

()i AR E % -

TG 0 AR BRI R B (as a whole) B F A I8 i o Ji 5 B e R I T
(broadest reasonable interpretation standard) ZRHE » FTab i G o PR ] - (R

Fi FH Gy S L O AR G it D 5 A R S R e B e P i S PR 5K

T}

fiiele > W22 5 MPEP 25 2111 B2 H G MR e Ren s i ntam > T LI A
MPEP £ 2111.02 T Z AU HLE i A (preamble) i 7 5 FH G SERIHEES R E -

(2). At 115 HH i S RO SR 4 (e SRR . —CU B )

B P SR 0 i St R 1% Bk R i JBHN 4 i AR
(.2 — o QIEARETRIEWI RN B il 4 22 — » RELIER AR AL -
PRIb AN > 5 THEREHE AR - ARV AR EE - w8 Romi IR w] DA
fE MRS - DURERZARET DR 2 ARG BRI -

(3).Hte o et 7y Y SN A it i P PR PR R P MBI (AR ~ PRI

HARIS)  — R HEEH] oo S AR PIAMTI CIER 2) -

B G AR AR A B AR B MBI GRS ~ FARARTE R 2R3 ER)

IRf o Gam RARHI RS AR -

51



A P Gy SR R ], 5 s R R S MR » QUL B A AP A
RIS EER AR S A AR B BRI T > — FE S G ~ B T S ]
e B FHRRE S - ARG SRIRERES BT B T B e f C B EERE) -
WE LA I A E AR AR B -

QTR HH Gy SR A A ELAT EL G HE P B a1 - DU R e e HR G SRR IR B
B EASEA PRI M. AT ERI GREGE e ) - B A RIEIRE i — e B
WEFHRIRA ety » ar RE RS SERGERS > AAGA PRI M) 2 AT ]

P ARG h) - HELIDE R SR ERS AL -

b)  FEEEHEE 2) -

5o 7 RN E SR A BNE > AT Y5 R DR s e E kil > 2005
TSR R ICLLRL TR B R AT T RERT U RE R L — (B R B
FHEOATHEIE G - R —EHZ —fmed - sEAATH M — &k -
FRPIAESE » AERShRELER S sEsskry > — 7R IE AT MIREART O i BB - A (LB mr ek
o — TR PR P A -

AR HH vy SRR e s e e 5 PR I U] > e s SRR BB P S
I B i g -

AR TR R AT B i » THCAG IR s AR iy R HE LU SR
R ARARZIER, - WA A ARG SRIh AR AT Bl it » WG G A

FIRE FR AR A R R R B O R e T DU SR A R I A B Mg - (H
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IS TN Eet 2 S R 3 R R e G

R EIA AT M as i > MEDOE PR U S T REE L0 R —

e St 5 T AT )N P B s B o ANRERIYIREE 25 > "% iain ool

HAIERFE - HAREASERR Y R » MELAIR B SR GEAS AR IRZEL » 1A

LR P TR e il R E

R TTEIAT A —FEE Vit — R e s Sita - B2 e B B D

RPUT 2 (e © (1. (R e b s —Rp e Y i JECAS FH G SO I

AAREENIRE - BIa0 - WIERE PR IRE BRI - (2). (] — Ry e i i

—FEEV) L ISR A AR MR B - AN TR N B AT R e s

it - (EEARISERII R 5 T LI IR R — Ry e ol » 1 7RG

AT > VIHER TR A LRI 5 liHEsgy -

QAR ErliHE st e > NI R EE sy iR AUR s A R -

QUG IR AESERE A TR HELUIR S SRS AR RZEL - WEh 3 A e RIS

frf LA ol st R (ORRI > 5 R SR e b s el EA s £

FRUE P s 7 Bedss Ot [0 A 3 o Gy SR A A A R SR PR B s A

LAY MA BN R [ fR (W IHERLER]) -

B TR ME R S b (inherently) ~ ANUIMEMIAE P B AR i) > MEEA AR

e FACBA BRI E A > 5% AN AR A & — R e B SR e -

G

N EERL R LR OB RO AT A B LD - WA A A A 8 PR A G
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i B AT B PR AR A S FH i S5OR R P R o PR A

FEHE R s SR A A (05 IR IR SR ~ A EE IR
HME I BB B0 SR O~ FARE R E AR R A e > s SR

ARSI - HIRAALEAS R - ARG E R oAk -

(4). B R IR AT AR R » f8 DUSCRITERE 101 o2 I ~ e sdfik

AEAR 1 FEAE MR ~ 5 112 {ieZ Bt TR BERT SR ~ 5 102 i TR ~ 56 103

. I 0 b A 5 R ) H i SRR
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SUBJECT MATTER ELIGIBLITY TEST

NO

IS5 THE CLAIM TO A PROCESS,
MACHINE, MANUFACTURE OR
COMPOSITION OF MATTER?

/GO TO PROCESS
FLOWCHART TO TEST

FOR PRACTICAL
\ APPLICATION /

ISITA
PROCESS CLAIM?

DOES THE CLAIM
RECITE AN ABSTRACT IDEA,
LAW OF NATURE OR MATURAL
PHENCMEMON
WUDICIALLY RECOGHNIZED
EXCEPTIONS)?

NO

1S THE CLAIM
AS A WHOLE DIRECTED
TO A PRACTICAL APPLICATION
OF THE ABSTRACT IDEA, LAW OF NATURE NO
OR MATURAL PHENOMEMOMNT

A MAN-MADE TANGIBLE EMBODIMENT
WITH A REAL WORLD USE IS
EVIDENCE OF A PRACTICAL
APPLICATION.

DOES THE CLAIM COVER
SUBSTANTIALLY ALL PRACTICAL
APPLICATIONS OF THE EXCEPTION?
(THE LIMITED OCCCURREMCE OF PREEMPTION)

MATHEMATICAL SUBJECT MATTER STANDING
ALONE, SUCH THAT USE OF THAT SUBJECT
MATTER IN OTHER WAYS IS
FRECLUDED, 15 EVIDENCE
OF PREEMPTION.

h J

.//_ CLAIM QUALIFIES AS _\

%IGIBLE SUBJECT MATTIy

Y

SUBJECT MATTER '

/CUT-.IM IS NOT ELIGIE!-LE_-\"-I
o

AR lE 1
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SUBJECT MATTER ELIGIBILITY TEST
(M-OR-T) FOR PROCESS CLAIMS

1. DETERMINE THAT THE CLAIM IS DIRECTED TO A PROCESS (A METHOD
OR A SERIES OF ACTS OR STEPS).

2. TEST TO DETERMINE IF PROCESS IS STATUTORY BY USING THE
MACHINE OR TRANSFORMATION (M-OR-T) TEST TO DETERMINE WHETHER
THE CLAIM 1S DIRECTED WHOLLY TO A JUDICIAL EXCEPTION (INELIGIELE)
OR TO A PARTICULAR PRACTICAL APPLICATION OF & JUDICIAL
EXCEPTION {ELIGIBLE) USING THE FOLLOWING FLOWCHART:

YES

DOES THE CLAIM REQUIRE
THAT THE METHOD BE IMPLEMENTED
BY A PARTICULAR MACHINET

DOES THE USE
OF THE PARTICULAR
CHINE IMPOSE A MEANINGFLUL
LIMIT ON THE CLAIM'S SCOPE?
(DOES IT INVOLVE MORE THAN A
FIELD OF USE LIMITATION?)
AND
DOES USE OF THE MACHINE INVOLWVE
MORE THAN INSIGNIFICANT
EXTRA-SOLUTION
ACTIVITY?

NO

DOES THE CLAIM REQUIRE
THAT THE METHOD PARTICULARLY
TRANSFORM A PARTICULAR ARTICLE?

DOES THE TRANS-
FORMATION IMPOSE A
MEAMINGFUL LIMIT ON THE
CLAIN'S SCOPEY (DOES IT INVOLVE MORE
THAMN A FIELD OF USE LIMITATION?)
AMND
DOES THE TRANSFORMATION
INVOLYE MORE THAM
INSIGNIFICANT EXTRA-
SOLUTION
ACTIVITY?

NO
YES

Y

N

\

/

METHOD IS NOT ELIGIBLy |
|

METHOD IS ELIGIBLE STATUTORY PROCESS

CONFIRM M-OR-T TEST: ENSURE CLAIMED METHCOD (1) IS NOT 50
ABSTRACT AND SWEEPING AS TO HAVE MO REAL WORLD APPLICATION

AND (2) DOES NOT PRE-EMPT SUBSTANTIALLY ALL PRACTICAL USES
OF A JUDICIAL EXCEPTION.

Al 2
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(PY) EAARAY s B B L B

B 1 | hasies Rl s (s
SRR AR U — 55— R 48 (sorting info groups)
SRR AR5 RS ranking) + DR,
RS A AT — TSR AT S AR R 5
I} o
[E29A]
R ELE CTRRfRE - S5 B DL Tkl A se ik -

lﬂi

HIE S HARERE? No

-

UE BA—P)hhHI#EHA? No

\

DKL - AR R R SR A

Bl 2 | hsiet SRRl 7 AU
SRS IR — A — R (sorting into groups)
SIS AR5 RS ranking) ¢ DR,
i BRI RS SR TS AR SR - AeEE

(ERA eSS eI

i

[FHA]
ARSI C B S B R - SR P s DA —RrE b Al DIt T bl bhiged

TSR BARPER A Yes » RZLLBED IR 2R e SR B
A P T G LA R i A A R B H IR R R AR M )
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Yes - ZLLBBRGRE HHEG ARIEEIIRZ O HIRER B A prUgi IR e B B A3
HMPERTEE) -
PRI - G A Ja S A

—RRRAERAA T A
AR L F 75— PO Tk

SRR AR A RIS — 25— F(sorting into groups)
SRR AR A A28 R (ranking) ¢ BUK
REZH ARG RN —F R < BRATRT R ML AEMERe R e
T o
[F5HA]
HEm HARPERAR? Yes » 5% NP BREE G MR 2 — R LA P A AR
SRAGA BRI ol AR s o B - LA R ANTE St
% THEA I S B 73 35 HH Gy SRR e A AT i R O IRE LR TS A EE R
HMIFFREEN? No > 5% Rl APBRGIE HEs A% 0 LA B SR MRS
) -
TS BAT— Y42 No

DKL - GRS A

PU ~ Bilski 2B A E

Bilski ZEHEREZ KB EREAC AL 10 HATRUE - it 50 A7ikbe s A5+

EEEE - DIHRERSE F OB Bilski ZEIE—FaR B RERmT LY - ittt
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B RRZERR M R EIARACERR A B P > R B B P S DL

o A1 3 S RS S — B A 053 S

i > BT T AR AN ZE S G IR frer 3 -

2.

. ALWERed Hat) * FaAEHICHES 75N RE(E LB — B st T ol 5 SN AR AR

JE K B AR TP 22T (William Mitchell College of Law IP Institute) © f¢

R RBER PG AR e S Fp i gl

35{_

SEBI LA 7 11 (American Intellectual Property Law Association) © 2
BRI PIBSITE A B S B s e AT - SR R s iy HA Y
RHEIHT -

IR A SR T55 ' (Boston Patent Law Association) @ B SR HIEA £ I bz
kel -

FRBA TSRS 2 7] (Borland Software Corporation) * e SR AZA 5w S A HERR
RO s oL -

e SRR H (Bussiness Software Alliance) * #CHGIVIIE T FA1] > {HIZ Bilski
RIS S, » I HERELSELA] -

LS IRARTFE T3 BRA F] (Koninklijke Philips Electronics) B ai stk
EhigHS ~ BEAERAA]  EZEE A OASR A LR HALHE -

Anne Barschall * “RAJ &, ~ JEEESHYRPE A —E /S AIGRE S - RsnEbet

Benson ZHYA F B pa 2 AR A AL -
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10.

11. 3

12.

a5l A N Hl(Medistem Inc.) * B sRiHAINE A2 1R a8 - it

TG L SRR AT 5

BARPTELAEEE 2\ F (Accenture and Pitney Bowes Inc.) : £¥es Bl g E A 18

A o BB e Pt A 2

E

iH(American Express Company) : ¥ 715 s& sV B G A8 7 50H]

I DASEAT PRt & TR -

& B YoM R B B3R U (Franklin Pierce Law Center) © £F Chakrabarty Ei Diehr

ST AT OB fek SR AR A IR U R > Y2 0 R S S A A

[y o

13. John Sutton : CAFC HYFIPRELH A EFRBety PIRAT i 2E » fersikbe gk
L 2GR -

14. EFA R B B (American Civil Liberties Union) = /U B HEEFE N FERZ UE

15.

16.

17.

Fil -

FE T2 LS (Blectronic Frontier Foundation) * pé2E ST EA N INERS T - 74
ST E N ERRZAE » (IS T B PR AN (Y TR B S A A
(1) » JTEERAHEA R RS -

VA SR A% (Biotechnology Industry Organization) : £agiERF A FH ~ HIE
B -

RN A T ZE 7 (Computer & Communication Industry Association) @ CAFC A~
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18.

19.

20.

21.

22.

23.

24.

i SO A BRI R K TR SRS SR 510 - MARLLEHRAE -
TLORRERERY <« SR BORERE SO 2 A RN S 5 -

FEB = A7 S (American Institute of Certified Public Accountants) : 22— 751k
SR ey 7RI A » AUFERE - AORER] > JIECAN e Ry SR A AT -
AR RIS 1Y 5 kA IR SR B AR AR

W~ T LR T8 5(Dell Inc., Microsoft Corporation, and Symantec
Corporation) : —# WA THIN A TR MG L NI » S E SRS A
RSO LG A B A S S B A (1 Ao O RS )

i A2 ) R S B EE B i (Bl Lilly Company and the Association of American
Medical Colleges) * Bilski HU#WIIESEFEMAIER - ] ~ FIF ~ Biailllik
WET e

AL SHA(End Software Patents) * RAFCHEII A — 5 A A HESEHE BT
FUE R R AR D BN AN B S AR A R -

S5 e 2 (Financial Service Industry) = B ey SR -
IR S A e N F](IBM) © fer BB M TR ORI E S A LR R 2E T
TEEH > DUREAT DURS o e Rk U 158 R U ME— gl Bl eRk
P AR A BRI RE H T -

B FERE 155 (Intellectual Property Owners Association) * DLy TR

AR T R EAS AR R R R e Y -
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25.

26.

2.

28.

29.

30.

31.

Gregory Aharonian : BFVESS 101 RIGIIIEBEH > B TT 28 BRI 11 fid

B EZHEREIRT T - AP - RSt -

Jason Morgan * R SRS AR R AN E > R DIV 57T

T EE S A e SR AR OB R 4 -

2R B2 Collins 8% - g be MERZ TR S L 2= el S (en banc)

AP EAS AR R - SRR AT ENEAY 5 & SR SRR A5

(A5 PR HEIE T~ LACR D -

22 (AR SR B R AL CIDHE T TE R R EHRERRE Risch 0%~ SUPHEKR

ERREAE Lemley 2005 ~ TN AREHEE e Wagner Zi%55) © ARLRSHY SFIRERY

RSP T > SR AU EE AL L -

10 NEEHE R BSR4 GBI ERHE TR S e Sarnoff 20457 + o EUBRITI Fh 5

RS NS S5 - U B TR A AT B B AR A R B A R e R AR

G~ P - BiStaiEsE i sz -

,-

B B P B A W B R B e Dty 2f% © REREIRT THPERY A H]

T ~ Bt - 2o ke B B Sk e nid] - AR e S B

TT2ER T VAT PR -

i e H A A~ Sl RINARR AN A ~ HREE AN A B 6 i (AL A Rk

(Reserve Management Corporation, PCT Capital LLC, Rearden Capital Corp. and

Sales Optimization Group) : SZFHEBEIRITEH ~ G ~ Hiekink -
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32. SAP America #RHS/AF] ¢ fEnAb ERZ B ENGEASARIO ML R - IR
AR IBER]  SEABAERIHERIAT T A g -

33, 3 B ME ] HFI] 25 5 B (Washington State Patent Law  Association) : %[0l £
Chakrabarty B Diehr ZEF/a LA SAEAS BRI FIET /T - DURIS Bl » —
JEVEAS AT A - 1 B2 NG R AT BT N A R
g E A -

34, FEFE(Yahoo DRI AEA s AR S5 Merges % + Atk FH S — gk - 2
FURRR ARSI TS WIS “TeE ~ T THIDIEL ] B #d(stable, predictable
and reproducible)” » #EFLAE G - HIE - BEE" o Bilski Z VIR

AT TERIN RS AR -

11~ WA R

fefe Rt RBE Y ERT Bilski BRI ma KIR LA SCR e S0 Al EL USPTO

HIZAL R B AR S B B A R e -
SHEHMATEHEAZEES 101 &9 " process | » B RHHHFRH | MEAR/ER Rt
“process” R EBETZHINEE AT AR T35k (HU2 S RGERS R
WERZ AR B ARG BRI R ~ B H IR EI Y 51k » JRRIAHES TR ~ it e

RE TG > BIAI - RTERERT ~ Drbl e i ol R i B 55 - REET AN

54 hitp://www.uspto.gov/web/offices/com/sol/bilski_files/08-964bsunitedstates.pdf
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SRS BRI S R A i B T Sl - R IR A B E SR IR B T V58 a e NI TR

A B > R AT B AR AR S E it > AN R EREER 101

RERGE I | -

IMIAEAR Bilski ZEU0IFFRSHCHS ST > {H0E T BPRaaIGtEs | BEHR rEIK

e 7 IR FEVIRE RS A DR i i e S FH IR (] — e BRI Ty R Bl -

5 1 BEFSHRG R — M PRI R AR > R 20 S i SRR > S A5 ot

2
A

BRAHRR [ In re Alappat™ 5 FIRBE T T & —M IR AN B TRl
LUE—FEEIIRE - 5% A BR ISR S o — e PR ™ L R0 TR e
IR AT LU 208 s B S VIR 5 SRR | o (RS R xOAR
5 R HAES BT R RN SRR > TSR Rk g s A
B o AR GRS BRI - A 1A B B A R 8 SR i A A
e

FEME AR > FRITIES ~ ORba ~ AR ~ ik & ORI Y SR
AT TR (useful art) T #8Z > DRIRS IRUAGHY AR AOE B EAT T B raeiek -
FTLUE S A EL T 3858 0] - SR BN B SOR R RTSE Bh k> ALl

ERH A s RS Y - DU B AR S OE S AT I Bl sk

ARRAN =

55 In re Alappat, 33 F.3d, 1526 (Fed. Cir. 1994) (en banc)
56 1d. at1545.
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() BRI 325

TEM A R A » SRIBEA SN R A AR ke o U B A R AL
RS - INRER T HHSME S ~ B A Ne H AR RS HARNENIA S DR 2 IR
e ARG > iy H 278 AT (man-made). e tHAE 08 B AR 23
B H AL VI 9

KL > 26 ~ H ~ BRCEER AT i SRR LR T A E AT A (2
B RRRRAG A A GRERR Rl -

(D). BN A FI(EPC)

B3 ~ HIATIE A=A 16 BPC 265 52 1625 2 0 BHIEZRY A il B HHIY
FRE 5 3 RIS AR 2 BIBRAIMELE -

o5 2 P RTRYZ SEE AR ARG © (DZI ~ RIEBEESEEL 57k (2)

SEMTEIE: Q)T O RTEBINY T BB Tk Brlishuldehd 7 Sms e e

Il

DB

Horprs RS> Bl R IR R A B AN i &R - 35602 HAT Bty

57 Article 52(2) EPC “The following in particular shall not be regarded as inventions within the
meaning of paragraph 1: (a) discoveries, scientific theories theories and mathematical
methods; (b) aesthetic creations; (c) schemes, rules and methods for performing mental acts,
playing games or doing business and programs for computers; (d) presentations of
information.”

58 Article 52(3) EPC “The provisions of paragraph 2 shall exclude patentability of the
subject-matter or activities referred to in that provision only to the extent to which a European

patent application or European patent relates to such subject-matter or activities as such.”
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PR 5S A] SRR - B : IR a8 SR TR T ~ RCicaa A sk is < ik
s o DA - 26 3 JEFRHVEEES 2 SEFTY NIRRT A B (as such) - JEHYHLATH A
EAIARE ~ BRHEERREGAAS » AMFERVZES -

INIIE - 8fESR EPC 55 52 M55 2 S RLAK - DLJ~ e ey 5 7 vk B vl S e 5
HIPEERIAESS > (HEER L - 55 3 JHY T AL (as such) , —FAHERGN EH = (EPO)
AT 5 Lt RS I © EPO fERSHR AR AR - RS S fOaT
P TR LA SRR A T H AR T 2 e ) T B IS R
[T EECRE Y — I B PR R P e i 3 P o i
WIRE A T Bt rE AR D80 s TR RIS A IR E 25 - e Ry
B B A A — D EA ORI > RN MR 3 IR S B A S R
IS RIRIERRISS » ££ EPO SRR AELHE Part C 26 4 F45 2.2 ffif5HY T EPC 45 52
056 2 TR Y FRRS RV - MERZARAafeRs: > BRI LliEIE AL - A A
HRER B B ME R B > S A | -

). HAEFIETPA)
HAREFNEES 2 55 | BB HANEEE 21 e AHH - Fe s R A

HAREALZ Bt FEALZ IR » T TR E ARERT ) EASHRER HAREAIAR S ~ &

59 {570 T208/04(In re Vicom, 1987), T26/86(Koch & Stezel, 1988). T69/92(Sohei, 1994),
T1173/97(IBM, 1999). T935/97(IBM, 1999). T931/95(Pension Benefit, 2000). T258/03(Hitachi,
2004). T424/03(Microsoft, 2006)

60 Japan Patent Act 2(1) “invention means the highly advanced creation of technical ideas

utilizing the laws of nature.”
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SZHARERT ~ JERIF H AU B AT < SRR RE AR - 1T B iEAE FUPERRARAA
NHEJHGREZERL IEAE ~ Bl E RIS BT -

AL - T AT AR B Rt FEARANE 5 e A SRR
T R S > g 5 i PRI B Y SR AR it By P V50 > B — e SR
RGN > LA AR SR O o AR R 3 5 1% o A M e Pl L
A R8sk B RS AR B B Sallie il AR S > 12 B 7 AR e
B A G RO e 2 H Y seshne < BAG EE V7vh(BE . BAT i) » JUL 5k E

SQiE e e B R s Rl TR A R I CE 2 -

() BB RS AR A B

Hi— - (9 (signal) /2 N BB SR B A ey "Wl AR -
WR—E9R AR ARSI E - NIRRT SV g - BIA - —FRERI
s E AT B R P Y Tk HAB IR GR R fa e AR B N8G5 B%  d EY
FHARASHE - £F 5 T A B REE I E £ - (2 B — R eIV (5
5% TREr o> A1 In re Nuijten” % > HIRFFEYISLATIIES - 45 2009 428 H 24 HIY
SRR R A A ELAE » [Higrh .o FE T BCERKE IR - INH RS (5 R (.« 1y
R WA IR Y -

5 RBEFHEEASREHG SR R SE Tk ol T B R FH AR 2 > AR

61 In re Nuijten, 500 F. 3d 1346 (Fed. Cir. 2007)
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AR mAERHEE - YGRS RS CEERTRETIMER) - IR &

FERSAZR © BT A IERE RS SRS & TP RGE RIS MERY . — R B

WEFH - TS BRI A ARRY » LIRSS T ~ BIE ~ BESHEAE ATt e T

REA] > AT RRUE A REE T AR -

5=~ VB R R AR PR B A AR PRI - PRI G i B IR B n]

DAFF 6 AR AT - NS - o FH i ARSI DA R 7 — i TR B DA

|
Pk

E—REELIRE » i MR AR SIS —RFE TR R - S G S

p=qiiN;

AT FRAIIRE HIRE S AN B SRR MR TG -

(=) iR bR A

HESRHE USPTO YSRGS A AR S HE B i A Be B R A
USPTO ek Jis A A AR s A R RS E 2 1y LS R EASE—
(AT A B BIOIRFEIAS AL > (EUE Y IS S RIRES 101 MRAYILEE ST SARARL ~
H B > SRR AR sea 2 e R A H ARERIRE » I ERIGIDIAGE
8] Y Il 52 B e P At 5 B R RA S R - DAL - SEFHR S IR A
[HEENINTS > SERPHELIRZ - AERZIRGE AT R R B S SR R b

AEEE - ARS8 T RS A S ARSI —H 70 S hES

N=d

HERF DAL FLRRNY AR AR 3R A T 05 - T RT3 SR T R S B B ]
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FAhied | "HoRE -

P PR oI TR 2 — (R IR SE A AR A T 5 i > AEa bkl TE
o ARZ HEH SR SEAERR A RS B R SRR AP ~ DS
SRR E - SN/ N EHE O HERZ T ANEIVIE ~ sl ik ok
SER EAAA H I ZATEEE 7 o] DR TR B M bt 5 i > SRR |
A S AR TRk AR R ~ MED PR R S B -

FE L BB EE T2 7 a2 i SR GER AR AR - WA S -
FERK ~ HE5E] > HRESEEIER R E AT SRR 8 ERAH B AR Bt A8
HIRIE - PR SRR AR ATY - ARARTE I ER SERR RS 101 PRIV
A FAERI IR A LR SR - ARAE S SR Ag e 1 Bl ~ H <5
RERIT A SR AR SR LN 25 2 - L SR\ AS B S SRR i [ M A S ik

BRI St SEEIAE 30 N 3 B She AT A -

It

B 1 RESE T TR AT SR ERRARR (S5 15 1 SR AR AR 2 53—l

FRG o (S 2 BT BRSBTS e R s e LU T AR

HESYIa sk E R E5E - IR AT B oGy T ) 00 - e

FE AR - Sa am Rk H AR i m A bRy -

2 U.S. Const., art |, §8, cl. 8.
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33[7

B~ In re Bilski FIyA2 %26
= A LRI

SR/

F

|
=
il

12008 4 10 H SRS _EAREOERERE 2> Belh s i Bl s 5 i S
In re Bilski”—~Z2HIIR » B2 BIRAIET T 5k ) 5 T E B AR
101 R EREAS I - SR AR 2 - AR ISR = be (e 2000 4E 6 H 2
H EA%H25Z In re Bilski MR AraifilE (Petition for Certiorari ) > H FHEHE 2010 4F
PIWEHRRAE » ARIAE R A B E AR > Bilski PUPRAME SR RESE 5k KRS
SRR R M BRI 2 B 2252 - AR s Mt s B B e el 5 ik ]
SR

BRI AR R SRR AT O e - HUsb S B AR
2T GRS P B AR O RS - FH RIS a2 R o P O R AL R )
B 2y 532 o 1 Bilski PIPEE I H B S1b¢ Laboratory Corp. of America
Holdings v. Metabolite Laboratories,Inc.”( LabCorp)—%& Breyer 74 FyHEHI A F R

— 2 Hp LabCorp ZEFTb S sk Be a2l /i1 - KL Bilsk PIRETA RS

R NE R IS S RGO - ASCE R RS LabCorp — BBk -

FAE Bilski ZEBAT B2 /TR W IS ERRABeHIEe - 2008 4F 12 H

63 545 F.3d 943 (Fed. Cir. 2008)
64 548 U.S. 124 (Supreme Court 2005)
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41k Classen Immunotherapies, Inc. v. Biogen IDEC” » DLEz 2009 4F 9 H Hy4

Prometheus Laboratories, Inc. v. Mayo Collaborative Services” ©

— ~ MHEAZ= IR A

Laboratory Corp. of America Holdings v. Metabolite Laboratories,Inc.

{E S se i 2 M aH i LR R AR IRAGS I =N FeERE » S [RITERHZE Y — TR RES
HIERBE B2 e B12 (cobalamin) SEERE (folate ) HURZHET L > KA
4 B12 (cobalamin) B¢4EREE (folate ) 2 AERIH A MR R & FHE R SRy [F]APIeERE
W% HTERUE R ST R — Rl - [F] P IDEIZ . (homocysteine ) &Y
T ZIR2 B H Y AT R IEL Al 28 20 70 2 ] S50R Jeg B HE B sl B S S I S
4,940,658 5 BRI » [T 1% SR MERZRERS Competitive Technologies, Inc.(fi§#i CTIZA ] »
CTI 2\ G P 2H#E4S Metabolite 23 ] » Metabolitee 23 F][H] 7= LabCorp 23 B SZ {52
(i FHRZER] - 4E 1992 421 1998 4E[ > LabCorp 45 %21 Metabolite #5244 - HfE 1998
tE4% 0 KIFS LabCorp BN 53—32 Abott 23 AW T B sl > JoAgnpf=] 2
b ps 2 s (A 236 > LERE Metabolite PZAERTHCHIHRERIEE 18 I/ NEF

Th EFF2 > Kk LabCorp 157 13245 Metabolite 23 FIAT BRFATEINLIE il [H 4k

65 304 Fed. Appx. 866 (Fed. Cir. 2008)
66 No. 2008-1403,slip op. (Fed. Cir. Sept. 16, 2009)
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1 5 JEIERE S © Metabolite Y2 MIRHERL 25 TEBefE LR » #5422 LabCorp
{E T Abott 23 FIFY 7L B LIRS R ARE - b5 EBE s 2Pk LabCorp (977 F3 8
JRTELFZAZHE © LabCorp EEREIHHFL_EFRGERERT - I A5 Metabolite FYELFAN
T AR U SR B I P Pk MERZ R RIS iRl e () e
Fr T EBey AR - H R Rz 28 I e H7E ifr(discernable and clear) » WiHEFE(E(A
N ELFRR I R R DUE e W e s SR A %5 - LabCorp BG4 -

[ i e e BEH RS e (Petition for Certiorari ) » {HATME i A be LIRS A B
RIS 101 PR R O fE e BLUR] - {H Breyer S5 = ARAH ATET LR

AR E - R ARG ENEA TSR] > NS TR R H AR AN S5 R

(E)RFEF]

LabCorp 23 F]HEZA( ] Abott 23y FHIEY 51k » 1) Metabolite SAHZAE » JEIAFY

Metabolite 5+ HH G S RRERIFTAR B Bz > LU RS R Fam RIS 13 31

13. A method for detecting a deficiency of cobalamin or folate in warm-blooded

animals comprising the steps of:
CHy

assaying a body fluid for an elevated level of total CHy=¢=CH;

. ) CHy—Si—CH
homocysteine; and correlating an elevated level of total lm !
homocysteine in said body fluid with a deficiency of 5""-'-‘1!1-125[2—'1'2

|
cobalamin or folate. H

Metabolite FF i S5 R A fi B R K AR —FAEy R AS Bl -F {30 B12 (cobalamin ) B¢

R (folate) BZAEHYSTiE - HAGWMEEE > Bt "ot #ewrb Rk
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PR L BET TR L » BRI R T MR BALAE A 3R B12 sRIERkmZ < FRIHIRHR 72
Az ) (correlating) » SRIELACFIER LIS G AMEA 3R B12 BTERRLZAE -

BERE VG i R > — (8@ ot DB > — (i s LR BE i
BRI A B T 2R BRI D BRMER SR > st el s A PeH
BEARRAN TR (EE e R ZAfE AR 58 B12 aiBERREZ NIA] Rl & FRIRIRH 1% -

BRI H ARSI AT HARESR 101 A0S 2

(=)ot

FRIE Metabolite fATEBE TR > G sRIA T SR EHER T AEZE R
(correlating ) » HIBFATARIHIGARE SR ] DUBBL RSB AP B - 1A 7
T (assaying ) HUAER > TR Bl S AIEAIRER AT 5T T - JEE R KA ]
SREERFEL > 59 LabCorp 23 AlRHT » i R REE E L SEARALN] - N5
(EESEOE TR RS RRAR o (SR T AR ) FP IR B RART
EEREE 101 BB TR - AR _ERRGENERE i 2 A W 2B IOl FE - S
AR EBE > 5 Breyer (A B fEHIMHBE A » HEE Ra Fa KA
AT A BEFHZ A Metabolite H CUERHHRY > 275 13 IHG SRIUARERLE — (8 ] ¢
BSR4 RS > IR AN RERRS AR RS ARAY © #EZR Metabolite #H > 38

] TS SR IER LS | (the claim as a whole ) 2 [ SRII G T HEFS | AMEAE T 43
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W 3 BB R ASE IR T A T YR - S DR
i AR ) AR T At Z BRI RS IR o AN s ERE Breyer
F AR BEARAE AN A L > R ia g R FUE Gk Hfionfl
FHRARR T a8 » RIERHIERAS IR » RS » IRIIL DB (e
Pl B DER  CH B E S AR AR IR ~ S~ PRECERH - AR K
IR LS AR T B E B rh > fR (It —RRBHIBR T » IREHA Fr R A Hon]

SRIPE -

At In re Bilski Wi _ERFGETEDERIPIR R - HATSHAYPER] Breyer 55
SATEEARE R RS AR Bilski AR e e T ER S
o BIODEERHE—RP e Ay seE > sRQIRFRPE P (article) A 55— IRE
(state) ¥ (thing) »  Metabolite A T AR | HP BEEAE AR AT 5k
W Wi D BRI D REAE A BRI S > SRR R SRR T A B

ARERHEMTP) s AR RE SO Ll - 00 T 04T ) SE i ik
LIRS EAT A » DR o S iy st > (HUE AR A R R AR
AR ] PR A5 IR LR R ] RE B s e 1A AT IR
oSS TR BRI MAER Tk | o INIIL Bilski IR - SRR REGCEN ik

ORI AT S R R S R R B e i s SO Ry e AT T A S

p=gii1}

67 R L AFS machine-or-transform test 1 #Y physical transformation of matter,
68 [Xlb ¥ & 2 BA A A A MM useful, concrete, and tangible results

69 Claim 13’s process instructs the user to (1) obtain test results and (2) think about them "
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P RERT R SR v SR 2 A At L T et | 2Dl ST LA
Firars H A SATE 2 BIATRE ARG R SRR BOE RE BHR AT TaRE il 5 st

el R EAMESS 2

PNt Bilskr WF AT B a5 ehr T AL Al > Hs etk

PR HEH RBE Bilski Frrtaatnt - (EERE R AR SR -

Classen Immunotherapies, Inc. v. Biogen IDEC

() FE AR FER]

i fliiH Dr. John Barthelow Classen 2 HFFAYZS B BAFRIRF RS BRIV J7 185071 > 1

AR ATT -

1. A method of determining whether an immunization schedule affects the
incidence or severity of a chronic immune-mediated disorder in a treatment
group of mammals, relative to a control group of mammals, which comprises
immunizing mammals in the treatment group of mammals with one or more
doses of one or more immunogens, according to said immunization schedule,
and comparing the incidence, prevalence, frequency or severity of said
chronic immune-mediated disorder or the level of a marker of such a disorder,

in the treatment group, with that in the control group.

ARG R I FITarre pe RERRIF R B T EA A0S B oM R v A A
TT O R SRR R AZ et A\ BZEhRE o A BT R ST A LR 5

TR B FE VT T LT (IR e S22 ey e F i A B e I T A B D REVR A

0 XBEEF S 5,723,283 3.
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i R g T
Mo TIEBERIAI - Ghye B WS Y R B S B M DR T > HLR%G o RoH
etz A b e e Py B P S AR T RE LA < I B PR HH s SR> Rl

{5 A~ P SRR [ ARPR S G R -

()T

Jor TP RO E e HE R bt 5 iR PIDL BRI R SRR G A A PR IA L
TR > HAIPRGE L Moore SEETES » BERIRLAS-HIUEFATT » T ARSI
PR In re Bilski, 545 F.3d 943 (Fed. Cir. 2008) (en banc) » BA et ke rIfE 2
FIDRAGIR - Firaan RIAEEHYSEE] AL 101 {6 - MERSHEARY - Classen T

A SAIERE] > BRRAT T BURPE A S ie fhlG o » H0AT TR E P b
IARRE SIS 5 - NI RER TR PR -

BEZEIEAE In re Bilski 1 > Wit BRI ER B AT BB menis i )7 ik SR L%
PERYFITL » FITERE IEZEIRB P > H A AT B S B2l /5 ik il SR
PepRHE N o AR SHASE (8 SRR A AT - LA B SR WILEIR Bilski
ZEHYPIET - ‘B2 Classen Immunotherapies SN SEB AL 101 FRAUE

AN TR 5 U SRR Sl et P DR SRS

7 In light of our decision in In re Bilski, 545 F.3d 943 (Fed. Cir. 2008) (en banc), we affirm the
district court's grant of summary judgment that these claims are invalid under 35 U.S.C. §
101. Dr. Classen's claims are neither "tied to a particular machine or apparatus” nor do they
"transform(] a particular article into a different state or thing." Bilski, 545 F.3d at

954. Therefore we affirm.
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Prometheus Laboratories, Inc. v. Mayo Collaborative Services

(—HEE

RER TR IS 6,335,623 F1 6,680,302 BREF] > A —FEEHA
el W RN B 1R S R Y i {28 ) (2 SR 6-mercaptopurine, fli 8
6-MP K azathiopurine,fliff AZA) I SHY Tk - T3 SRR HEEY Ry e AP 1L
T b S AR VERIE FH AR B R ACH B i b i i I
F#% A BB B MERS Prometheus AT = WRFHZHEN Mayo Z3H]" > JEAAT I E
Prometheus % 7] SR ATtz B8 A SORIE A 21 2004 - AN EAT PG HIERL 2 A
it H 3 H S mlrgHEGG FARREEE > [F14F Prometheus [Flit /5 ik BeiE lA=HE
FEAPIGRAL » 2005 AEHDFIEBEAIRE Mayo HUHIERETA Prometheus'623 HLFES 7
TR RIS ZHE » 2007 4 Mayo a2 5 Prometheus SRS & SE] AL
101 fRME - INIEPERIESSGERAR L IR - 2008 -3 5 EhBe e SRS -
22 Prometheus EEFFRIFFA_EFRKANEERE - £4£ 2000 4F 9 H IS _ERR&ERE il

PR TR o

(C)RFER]

FHESFIHALT 6-MP fe AZA FBEVIACHET T E S P P 2 T - (HU2AE

72 ‘@¥$E Mayo Collaborative Services # Mayo Clinic Rochestergo
73 Prometheus Labs., Inc. Mayo Collaborative Servs. No. 04-CV-1200, slip op. at 23(S.D. Cal.
Nov. 22, 2005(Dkt. No.227)

77



— g \_EErHEEE M ERIE A > £ R A2 S A IR - SRR ARy
2E0H - B —REFIH] 6-MP K AZA HIESEVITE NBE NI (1 2852
6-methl-mercaptopurine, f&ffi 6-MMP 1 6-thioguarine, f&fH 6-TG)RAL » ARFFLRLZEE
VIFG R AR > FELLFHAESEYIR S 5k -

L 6,335,623 GREAEE 1 BRI

A method of optimizing therapeutic efficacy for treatment of an immune- mediated
gastrointestinal disorder, comprising:

(a) administering a drug providing 6-thioguanine to a subject having said
immune-mediated gastrointestinal disorder; and

(b) determining the level of 6-thioguanine in said subject having said
immune-mediated gastrointestinal disorder,

wherein the level of 6-thioguanine less than about 230 pmol per 8x10® red blood
cells indicates a need to increase the amount of said drug subsequently administered
to said subject and

wherein the level of 6-thioguanine greater than about 400 pmol per 8x10° red
blood cells indicates a need to decrease the amount of said drug subsequently
administered to said subject.

FiranTan <A fi B AR RS RO W e B SR ¢ ()¢ Bil(administering {[élf5 ZEV 5
FEE 6-TG 5 (b)HfESE (determing) ZEVIIAEHY) 6-TG HYTRIE - {K3EAE(<230 pmol per
8x10" red blood cells) P~ T b I FHEERIRE - i AR (>400 pmol per
8x10° red blood cells)FE R TE A F S8 & -

SNSRI 6,680,302 SR ELAES 1 IR SKIEEL 6,335,623 57 A 1 HHRi KM

RERAR] - EEFIE e 6-MMP M1 6-TG % -

(=)ot
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GRS AR S Rl T I B SAESE 101 BRs ks Ay

FIEET R » FEARALLZ BT Classen Immunotherapies F e AR[A] » BERAZAD

TR Bilskr Y SR GER AR RIS - MRS ZE S EARERS 1016 - 13

AR HH -

REAEH TGP ERE £ Prometheus BLFIANRF & BAEES 101 BHLE -

LRI LT

L RGN - EETEAA =P ER - (D8 (administering) 4E

Y O (determing) (CEHPIIRIE + G)FEle nTRERR 2L & - SR

st SN JHEIE Y B e e SRR E NE AR R TG vk (RGN e AL

R A > FRBetE— DR o S T, APBRRTES A T ) B

AR (R RER AP > TEEER TR R Qe RS a1

ZIHRIBAGR AT - etk —ED B > Sl (waming) P BR > HUg—

(& OB - RbEe Rk — (6]

AR SR R EEE B

B (A B A S R A RS AT F A -

NbEBER R A SRS A (EEAER IR AZA SEYIRS - e ()

6-MMP 1 6-TG R TERRLI S S m < T B -

2. ANFEWIRTRR BB MEARACL U — Rl H R ANGEIEAS SR > TS R B

P ABE AR BEAY AR - IEBea s A AT S I At SA1.

Rl > HE 6-MMP H1 6-TG J& thiopurine FHZEVI I SR EY) » 250
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NI R H AR A L AN AR S 75 Ve Z IR BRI -

3. AFEWIFTE R 1 RZ BB R T AT RE I - i e R e At

5 7 BB PERFTAS TR - IR SAIESS 101 BRBUE -

SRS _E R R Be AR Rl T IR BE PR - Sl iR be P - B

HATTR

1.

TP RO TR | PIEESEEVD T (transformations) i

B EARERERI I DRI T EE L PR IR A HET TR B AZA

e 6-MP ILRHSEYINp i — M - R SR s B iy A rT e 2

it TS SR - SRR e RE e Sl 5 B 3

Y2 1% » SEVREEYIRET 2L AP, - K ReiE sh b e %

it AR IR - TiE e M B ANA NI Ty AR

A RHREUIARE > SOMIREILA BOOE AR G AR AR -

BB THEE | PR HIETE AZA 8UE 6-MP {GHYINIRIE - i

JHEE PR » [N i el s e R ik L USRS R s T LU E R »

VARG — BRI R RE (f J& 43 AT (high pressure liquid

chromatography, HPLC)YES#s R E - MERHEC G YR 2 A > HIKES

SR IAN HPLC (eGP Gz & G ERE S e

U > BEIRFAE e e e AP BRIRE » ARSI AN P LU MR AR

AR AT A AR AHIE T - INBEJER B RSt T e L &
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BRE— i D - HERS L > Mayo W Famis e PIREAE

§

|

AT TR R - LU TS AR Bilski PIIRrhZ T EEREER
(data gathering) ;° 2AIM_LERABIEAGEIRIM AR A 2 SAMTREIILL" it
JE o AHRERTR AR AR E DR AT E D BRI AT R 2
VIR > DA R IE INBIeR - Haa P Rt e BB
HE > HERY RS B SRR AR AT o

2. HBH TR ) R0 T e | B PR AR

FHA SRR S 7 R v SR SRS AR » ARk Bilskd PRS- gd A —(d
S BIFGEI A AR T AN BB ML BR

"insignificant extra solution activity" o fR45 FRRIABEREES » I APERER ST
AAIRTIEIE SRR - N2 T ANEEIEIMERA B | o AR R
SRR PR S AN Rl - EAREBGR R A B A

thiopurine SEV)iaR /i ik B A ER » WEEVIENTZ A PRI In re
Grams AN > 4F Grams — % > Fras GBI E 2 B (D/EREHS L
BATERASHIES QBRI SR - A N IER (AR » SRR
AHEE & T ARIIRIAL © Grams — 2R BB BRE AR AR Ra SR A
2 FEHE AR TS EIEE (obtain data) | 0 SEFIARZAAFHFIAGESE

ARLLEE -

74 888 F.2d 835 (Fed. Cir. 1989)
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3. LR A S L AT A

ERRERBERESS MR BERR TP I et — A B B DR B

>
oy

S AT S AR DB R RERZAER SRR -

\|
E=1()
=

~

ARPEFTARANEHFEE OB - AR KRR AL D
B AN E IO T (s RA Bl R T e AR SR
HAT DR BRI AAE > WA G IO R AT A - £5 TS RFIE
e 5 | FHAE Bilski ZHTHIPIRIA In re Abele” » FEIH Tk SKIEF AT

ANELRTEAIPER AR > A G RIE R B ] SN A LI

53+ ERREBE AR PR FERI 2 - AR5 [ Breyer 55

“HEEAE Laboratory Corp. of America Holdings v. Metabolite Laboratories,Inc. 5 1=

EBEPIRANFE A VB - Rrp i A RS S N Re (R IR Ry -

=~ /N

S IEEE]M Brlskr PRGSOV BT AR 5 S s ke RIS R
B NS KRBT ik > A B STG TERHE—RreE s s

HIRIE 5 AORRHE > e ARt b b T R E Pt e oo —IRRE VI 1%

>

Dl WL - SRR TR e (S A Bilski PRI A | ESK

W

75 684 F.2d 902(CCPA 1982) , HFERIER —B X ARBHBHN AR , NAREL , BAZR
EREEMETERE L. BFEREMBUURBEEEZNER HYRERATE T EEEND
BREHY MESRATENNELE GARNREREEHETERH LHNSR BT TER,
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R B S DN REAE 5 s SR 15 R e SRR > DU SRR B > 4

ULLJAZE S Fivins iR e 13 S A e B R VL IRRE i A 2 R S IR e A

R 2 WS A ERRIAT B IS R AIRE 2 SR e S BN S A

LRI MAYUD B ? SN iR R SR BRI DR BR ? B0E i

FTRA T SR I RSB R L R0 B T AT T PSS B i 2

N

BT NSRRI U A T R 2

WY Bilski & %3075 SN EEREE2E T ER A > LU Prometheus

Laboratories FRREBEFIREA - WEFRERS - Bilski PIDRFTHTE HEAT B 5 i 5]

TS AV Al - EEHOAVE REEDIRT SR RRGo Il T i SG A/ MiTEE - {2

e T _ERRKEMTERE Prometheus Laboratories FIRER & - FERBRE MR

FESESUSBRBIHAGH > £ Bilski fe kB PIRFAR TE AT > w] DAL SR

P TA IS AT R S B S HE S N AR SAER - Prometheus

Laboratories Z5k e — AR5 HH -
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{h~ REEANEE EiaE . A

(inherently anticipation)Z&2r

Ei

— ~ HTH R BN B

HTREME(ovelty )2 B B 38 At 5 B 205 - FH DU R AR S A LU
PR LR A AT AT AN AR RS AG - BEAY - Frai i es At 2 SN A BLge - I
KEIM 20 FIVE B A R TR MR A 1% B e ML B W e e
F > T REE— D PR R i S 2 28 B B AHIBH S AT Rl IR 72 S A5 ] DU IR
S S IR A

HTRATER 28 A PRI — 2 W] BB — S iRl B LR » 5 SRl CASE
LR Hk expressly disclosed) ~ BP0 EEEARGCEEEET_EFS 5 (inherently
anticipated) B ITar FE I g RF0 > B TRR RIS Lol T— 2T - IR,
PR EAS A 7 L (has been anticipated) » AN ELHTEEME: -

PRI » S AR ERS b > AN ELFT /R R W] 1 b (anticipation) » HAURGBHfE
AU PTH L N B S AT A, -

TR A B R R 24 B TR L PR | > FEEIEES

RIAELS [FE G FUEAE N A B HER B R 2 IR W R Bttt b 2

6 MBAMEAM | " I R M (anticipation) ) —FEREBERREBEYE IREN CRAREHE
RETRMN — B0 0B AR AN BEERATERRSIBXAPALRZTEEEE
HUREEE  TEEFA LARSENATRER LRAKRCHEEE LRENAR,
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AT AR R SRR 2 X WIERC R B 2 RIREIE R H A A0

TUEE T RS oA A R S5 8 ] PR S R B R A0y - A >R AR
ANECHTRENE 5 ML - FRBIRR A EMERTRE . | iR H AR RS B RS

oA VIR R AT AL FOAVE R BSE HEATE L B

\U

A EHEAORGCH(EE LRSS 2 vITEAR ) A

AN R Sertam i sl e Bl A B 5, B0 LRGE 2 I THR, 28— 2D Lhig
SRR A RS IR 2 AR BT T LIRS IR 2 A 2R =
AR ERS < nITH AL LB PRI AE T B iass 250y
a e S A A FLHE TR BRI BT RS S < nI TR BE - I B SE B T A B ME L

W etk o FHATILAYSE ~ BREHHYEE B s rITH R L At - SRt

HE M A AE DU — e B E RS LU » Fran SAEE I 2 fg— oot
YR R B N B SRt - Hopaes T AT RE e RIIHERY - thfRE R B EIES

Hh o ERIRAE R HE LIRS L T, > (REEPIBTE (case law) YA AR

1F 1991 4EHY Continental Can Co. USA v. Monsanto Co.Z&" 7 » CAFC $8H " 1F

77 Continental Can Co. USA v. Monsanto Co., 948 F.2d 1264-1268 (Fed. Cir. 1991)
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PR AT AR - —SCRTEA AR  R— R SR HoeiE (qap) FT ARSI
REHE (extrinsic evidence) AL | » BZIMASEEHE (BN LA AL 0l TE ) 4 JH R
R TR TR R A LA AR SR Rk i D R RGP 2
CASL AR (necessarily (P AEIRRZ SCRTBAA 2 -

FRBIAESE > Firi SN AT T —ZREASR » A RSB 22 n B

Hk

5 [RERT B O — E A S B A A E R - SR IR R %

12

MRIBE 22 HE R RE% B AR P 5 Z KA (blow molding) /7 A 33
AR A RE SRR (o WA AL SR I s e h 22 RS 28 AU R] DARSE S [
ATROCASEE BEEERL T b2 ) B 5 [RERTZEA S i e S 3G a AT
A SABEWIRARLZ W0 L 28 IS DU EIESr  nI FH MRS - FHECHY
AR A RE il S R I Bl PR B s A A R sl rh 22 B A IR
EREE W RMBER AL © 52 SAEE RS T TH R IR A
FMEERTR - WERME R BA AT REr: - MR A DUEE LIRS < rITH AL -
FaERHGES » 31 2 e B R T AR GER R SR B - AR
MBI N Jenir Sk B8 LR St H a S IR T A R E A A 7 (A »
HE LRSS < TR AN G s e VI F I - P el ardsk b B AT
AR e T SRS TR T B RS ZAG AR  BIANHY Ll A s < 2] - 28 1]

HH G e PR » S R 75 W R PSR e R O R b s ol P 22 B 15 2 2 T

78 Janice M. Muller & Donald S. Chisum, “Enabling Patent Law’s Inherent Anticipation
Doctrine”, 45 Houston L. Rev. 1101 (2009), http://ssrn.com/abstract=1153493
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B o AR B rITHAAZE -

BEAt - SRR R > S UR SR E R BIERE - SRR AN S

T
&ty

H W ZHiT 2 B o
ath  —(HEE LS5 2 RIAFB (prima facie evidence)#%4ETT - HRE8 & (i
i St SR R S _EREa it G R SR i B AT b S R

SUPEE » DUSTIRRRE D <

Ansonia Brass & Copper Co. v. Electrical Supply Co.” 2

GRS DR AR ARG R S K R BEASERR A S R R @ B R AL
/K> Ansonia Brass 2 A5 I FE FRAESRRAS Milia— R i e (BIatng) -

FHRTBRES S B BIAG JGHE) - Btk P20 A ikaitimil e - Aot

L

FEARE TR - HC HH G SRR Rl R F PR AR & B 5 TR I B PR R,

BHZHMEN Electrical Supply J&— 50 E Hedn Biting > HATAEENERGT T
el FAHIATTY Ansonia Brass 23 FIHY B A< BRI - TR WA et it Aok et L
AL SR > 1 HLR e T I B e B LA R R DU - ARIRIEL R - feiiks
heneds Electrical Supply 2 F]FT el . B - CAEHE Ansonia Brass 23 FHYEEARA
FUBrRE: < YEBEFRH TR Electrical Supply 2 Al R AE H AT H 2 BEAR rT HAT

RERYE » T L HCAE A PR R » R b R A » AT » B

7 Ansonia Brass & Copper Co. v. Electrical Supply Co., 144 U.S. 11(1892).
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BB IRL AR REAR e BRI 2 < 8] — R B BRI > AL Ansonia Brass
AANGEE IR AR rE R S L] H{ S DI SGE A6 E — A
RAMEE BRI » 7 INIE > MERAESCO T EIR - PRl Rtk BAT 0 5
RS S BT T B _ERSE Z PR ~ DR > Ansonia Brass 23 FJHE#EH]

ORI S A BRI > A Bt -

In re Best'' &

ARZERA R T RliEE At PO R s (YIRS, - 21Uk
Mo TR - RIS B B 5 R0 > HD I Y Rl
R ErA L GBI ENE AL S ILLBT ~ BET-2ARE T ~ XOURESS el R 3R S i
52 [ 331K S Bt RS 33 PR BN R G T SR FEEAH ] « H PR IR R — T W B e
e E e S VILLBZ ik Y IR Bk B TESAT BL 550-800° C BEfil 24
0.25 /NEF > R HMECRS 350" C o Barmall » (i HAT R Z X OUHER a3

5 [FEZE R T ML g (b PR ER S L G VILE BT B AE R A KSR
ZSRFAHLL 338-649" C e 2 /NKFLAL > B TR G RE A TEIR NG Y
5 [REZ A R PSRRI Bl R BE R — & e DI R AR ER B
IHEE S [REHE _EREaRZBam s H i AR RS R A AIATRCHY

X-ray [E[FRHYSGE > PIRA LTHE EEEE W Vs IR 2 e AT 2R -

80 |d. at 17-18
81 In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 1977).
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=~ EREEIEEm S A
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H

T

—~ N %
RHEE LR IR 2 W D VRO EE N B B 2 vl i

RRBOEREEO > LU TR L B9z EEEE USPTO A A S & DUH
EREERE - A EFRESS 102 RELET 103 ERAKLIR « SEl8d A7 A B (MPEP)
5 2112 B > BREE LES (nherency) FRZER - fRHEMRIRITATEDI > AawE
eI BCEE RS & 24858 - SR T R M R R 2 AR - i HL A
A NIRRT DATHRE ~ MEE SRS ED) < 20 > WIS [REE R Bl 28 ] 28~
A - AR EE L DRE ~ TRE Okl - HIEERIRTIRE ~ MEE SR EUEYIRy
AE FIENE > Y RREEE 102 AR 103 i s s =

PRGOS > e —JeaiEh X #on TE A NI B > S HAR (I 7SS Bk
B AR B 2B — ) C HyBhh - it HRF RS %Y C - ARIBRL TRl
il X YIRS - AR EY) C By ELralE: -

SR > FHBERZJCHTBaT X AR nfl s LaltyrE A N1 B YRGS ik e
A5 —FEY) D > RZICHIBEASR I, 7RSS BV A N B BB - (HRZEHH
NEHPBEEFEY) D > Ly > QI R EE ERES 2 TR 2 AL - Jerisdhn
XA AT LM — 2 — e LAY D B2

75 In re Dillon" 51 » EHAML EIRAH - 5 LR CASITAS B -

82 MPEP p2100-46
83 MPEP p2100-47
84 In re Dillon, 919 F.2d 688 (Fed. Cir. 1990)(en banc)
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eI R b B S B LR A R E A R AE Y (B _ERRE 2 )
HIAFAE + CAFC a2 Dillon ZEIRf - SRS SCHIEIE 5 T LA ERS R — 2 — (%
BEHE ERES 2] I 2 3 E e TR S — M # R B L
VIR S HH G RG] - R TIAR G R EGE SR » g KRGS Tk
FIBSs A HTEY) » ANASE RO > MO YIE s a8
SEEHT YN TR NERZA HIRIN B HME > S — il YL E R IR
RTINS FEEVIRIAAE > X W B A rI TR D5 L n] D)

L EH -

Y~ IRIEEE LSS R (necessarily FAF a5 15

A BE _EREE . nTTH A g ERRIN 2 WAL — Jerirsdt - i A i

BRGNS - ARSI E R _E AR AR e 2 R E T A 2 -
Tilghman v. Proctor” %

Tilghman 2 A HA—AER LS BEERIE T - SEs/KIIER - 78— ZhPlRl7)
o BERR G ER B HAY 3R SR > NIRRT AR RS MR Sl [0k - Proctor
Aok (o AR TACIRE e 2 BT 28 . E TR > RSB T Tilghman HYAENS
LAy =S d= v T NI RSN D E R U (= TR RN o NV S PSR BN e SR s ik

FErP A URITTRR AR S H HYE PR K ERTPEEIRIGRORIAZAT R - >R

85 Tilghman v. Proctor, 102 U.S. 707(1880).
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5 B H A R e AR AR > BT RSB B g B RN 2N - R
WEAREZ MBS AR AR BGE LA EEE" -

£ Tilghman ZEH > 1243 R SRREIEAGE N FiTar o 75 SN AR U T
T ALERA ~ BEEREGRHIRE AR - BB R AT L ARHRE IR T A
HREAE/K BRI S e lalome - i H TR iR st | - AL - fesikbeak

% Tilghman & HFGRK -

Titanium Metals Corp. of America v. Banner' Z&

Titanuim Metals HH G —fIIEAT B SR H ORI R Gy i el AU F W RELA [ 5 <L
PUREEITISA T <2 > USPTO DA FIRZE H G AN 380 - (I H. 2 — [l 3 E
HSEESRGE o Al Titanuim Metals . HHGR SOFIRERIY & LLEIRERE] - REE Mz
W AP HLATE & EALRE S AN BT R o 2RI Titanuim Metals #5111
RGO BEA RN UEEREE - CAFC B2 etk [REEphli A R ek & HA
DURBIIEE - (HEBERZMEE REERBERT ACETRR - (EHCFTRA R Z SRV ALK
B SO R i) £ B e DG AP B NI 2 DR S P iy SRR e s ol B B PRl
el HARRZRFE R AL SR A BRI - IRIEEREE Titanuim Metals o 514

ANEHTRATE -

86 |d. at 711
87 Titanium Metals Corp. of America v. Banner, 778 F.2d 775(Fed. Cir. 1985).
88 |d. at 708-728
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HIRFRUL IS BAERE T - MRRRZ SRR R RHI N > ATECRE ~ VS A HE
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FRGROE I FCBRPE R > JRE BESE AR S DA BB e « AL - T
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RRAVZCE » BRI AT 28 1.2 FRGR SERIRER > WURAR SR BeERY B
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SHSE RS RETEIE A el (AN R 2 HEos R e R~ 28
QIR Frar SR DA FLAAS ) B R AR R (BIAL © L AAY) B RS R A
[7)  AHEREZ S LAAS T AR, - AR G AT DA (BIAN 2 S LEs B b ) -
WA HRZ B EA AT FIRTREAERY FH T A S 75 HH G SRR R AT i

ST L EER R - ™

s

5344 R SCRITED R SORRAEEK - BN SRR (EPO) A AL B MERS 9.4 il T

89 Guildlines for Examination in the European Patent Office, Part C Chapter IV, plV-18
% |d. pIV-19
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LA N IS Merrell Dow 2561 - SREIIRBGMBH Y BE _ERES 2 Hraaizs &

G -

Merrell Dow Pharmaceuticals Inc. v. H. N. Norton & Co.” %

Merrell Dow Jf& 1972 4F B S e A HUAH R% % (Antihistamine) 389)
“Terfendine” A » SFHEHIRICL 1992 4E10THg -
{HSZ > Merrell Dow fi¥ 1977 4 HHG 53— 1a% S8 A1) > (RREHGY Terfendine HY
A - SARERIIE] 1997 FFJEE 1 Terfendine SAHE 5 4F) © FRIL - HPUAE
N F5RATRA Terfendine A2 B » AEEE— 1 BF . 22 Bl R BT B (clinic trials)

RS b CAE AR A ol -

%2 MPEP p2100-54

93 MPEP p700-10

94 Merrell Dow Pharmaceuticals v. H N Norton & Co Ltd [1996] RPC 76(UKHL 1995)
% FiEAHEY  RERERAENZE K RABASRENBLELZ —BREMLED.
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100 |d. at 84
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107 Guildlines for Examination in the European Patent Office, Part C Chapter IV, plV-18
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(non- obviousness) & A At Bl AN

F

|
=
il

FERAIMT SR ER R £ > (RECHGE I < H G SRR R B BT, 225 > 5

FEE R ARG AL ARSI BT W A Sl et AT S s R el P

D1 BIRZHE I o BN i DUE 32 R ORGE 5 AN AL T S50 » S SR

TR 103 iR ZFIRREIM S AIMERUEATT

SRR B 102 fERFT2 38 R Al Fa sl » {ELAfar AL A BRI R

AR LRI o AESEISE Ry - RS LT Bt AT A

HETHERI ZAIRE - RIS 2] -

b A R R E IS FE R s Abe B CAFC i#IEeRE » HijE
HEIERA T 2 A SRS e PIET AR o fEmemkibety KSR Int” 1 Co v. Teleflex, Inc.
Z P > HERA T CAFC MBS T ZoR-fatgs-Bhik

(teaching-suggestion-motivation, TSM) jHIERE"" 128 3 MEAH5 Graham v. John Deere

109 35 U.S.C. § 101 (2000). A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section 102 of this title, if the differences
between the subject matter sought to be patented and the prior art are such that the subject
matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertained.

110 KSR Int'l Co v. Teleflex, Inc., 127 S.Ct. 1727 (2007).

M TSM AIEE  RERENRMSARMER, BELDHE  EERAMBRMASTEERE
FABRESRANEMGESEMESINRFEN A, £ KSR HRZH , BH(EFLI)ERE
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Co. Z TBIRIPIE B - F 2 (case by case)iil S B A PIE IR 2 R -
AHYE A =ikl B KSR Z 88 S 38T (Certiorar) (H AN E PR L 1T -
CAFC WFF LA E R, - CARBHLG TR S Beny rTRERG A - MR Ry st Py
TSM #griHl: » 401 DyStar Textilfarben GmbH v. C.H. Patrick Co."Eil Alza Corp. v.
Mylan Laboratories, Inc." » [z EERey KSR 2pkrf » A7EHH » $HAE% &%
PRI L i 0 P Pe LIl om0 > JRREIN 2 BV 3 Al B ot

1y TSM AN LA L > (HIRSE 2t

i

ASGRHEIRIE RN 25 A1 Graham B i EH KSR 28 K HARAY CAFC IR »
TIMTIREZ R USPTO BRI 2 RN w AP s U 2280 » Sfzadam USPTO )
KSR ZE4& AATHIFEREIT 20 AP A AR rh > S T IRERTEA ) Ay U S -
Btk > PELA BRI TG IR - B AL AT e USPTO JEEHIN Zh AR

B R o MRS -

~ ~ KSR ZEHI RS

AR KSR FHREE R EREE  ORE 2 RHRmRE R R

REZHR, BENBHREFEFERE, FEXARAFMBREMEASTEEEEMNRESK LA
RififEs  ERFRABNEUR, BRIDRER  HESERFR/BRBAEM T UHER,

112 Graham v. John Deere Co., 383 U.S. 1 (1966).

113 DyStar Textilfarben GmbH v. C.H. Patrick Co., 464 F. 3d 1356 (Fed. Cir. 2006).

114 Alza Corp. v. Mylan Laboratories, Inc., 464 F. 3d 1286 (Fed. Cir. 2006).

115 “[it] was not commenting on them”, KSR, 127 S.Ct. at 1743.

16 BREA,"XE KSR RYRHBREES M BECRR,, H5-25, SERMERATIE 1058,
96 F 9 A ; BAR , "XHE Leapfrog R¥AFMEAT AHEMAS 2RI —KSR ¥Rz#%,, B
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1. EEHI Graham ZEPIRZPIETDER > Ufh
(1) PRE FH s SR S W P JR e el BT S R o B /K HE
(2) e FH s SR Z S LR S i S P g A e
(B)LRTE HH G S5 < 8 W BRLAHBH Se R TRl I 22 5
FEAGHR P BRPIB IR S e & -
(4Bl BT R 3 (secondary considerations) > HIIFE— {5 5 » BefR Mtz
HH R SR S 75 BAT JRREIN Z R T -

2. CAFC 1y TSM gl 5 nl 5 £ — Rl g SR oA 5 X - (EE
BT ~ RSB E TS DA R A -

i e B FR L TSM A vT DUE IR 20 - (B T IREI B0

oA > AAER ST A G B IR IREEOR - ARSI B Rl e

BATH A PR B sEE vy A A R 58 it gt > H B w Tl

26-40 , EBMERATIZE 1058 , 96 £ 9 A,

117 KSR, 127 S.Ct. at 1741, “The obviousness analysis cannot be confirmed by a formalistic
conception of words of teaching, suggestion, and motivation, or by overemphasis on the
importance of published articles and the explicit content of issued patents. The diversity of
inventive pursuits and of modern technology counsels against limiting the analysis in this way.
In many fields it may be that there is little discussion of obvious techniques or combinations,
and it often may be the case that market demand, rather than scientific literature, will drive
design trends. Granting patent protection to advances that would occur in the ordinary course
without real innovation retards progress and may, in the case of patents combining previously

known elements, deprive prior inventions of their value or utility.”
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PRSI RE AR T 20 (DB BT (OBl Sl e © LLR(6)
Rl P R LR BCE R -

FEAEY e S8 AR R EHIR R AR A AN Bl e
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118 |d.
119 Envtl. Design, Ltd v. Union Qil Co., 713 F.2d 693-696 (Fed. Cir. 1983).
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Daiichi Sankyo Co. v. Apotex, Inc.”' 2

1E Bl 6 EF BRZET > T #IH AN HERRE | AN SR
Fflitsk o B S R H i K e > (HZEH N2 E R S 2R e
Mo B2 2 o A Daiichi € » Daiichi A VEEH 4R BGL 2 PLaeER b aYe

SR> 5 AR e PRI 8 5% I P sl g - ELAT 8 3 R A B K e R L

120 KSR, 127 S.Ct. at 1742.
121 Daiichi Sankyo Co. v. Apotex, Inc., 501 F.3d, 1254 (Fed. Cir. 2007)
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22 Inre Clay, 977 F.2d 1443, 1447(Fed. Cir. 1992).
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123 Preinceton Biochemicals Inc. v. Beckman Coulter, Inc., 411 F.3d, 1332-1339 (Fed. Cir.
2005).
124 |d.

125 KSR, 127 S.Ct. at 1742.
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126 In re Icon Health & Fitness, Inc., 496 F.3d, 1374-1377 (Fed. Cir. 2007)
127 Id.
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128 |d. at 1380.
129 |q.
130 |n re Kahn, 441 F.3d, 977-987 (Fed. Cir. 2006).
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Omegaflex Inc. v. Parker-Hannifin Corp. %€

7~ Omegaflex Inc. v. Parker-Hannifin Corp. Z&H » 4245 Bl i —Faw A A S shl iz
#U& (corrugated stainless steel tube, CSST) 2 & {5258 (pipe fittings) > 5% Sl f0 sy

A FHFSHGR AN, - NI - BB B Y i T B ikeases FESRE

131 KSR, 127S.Ct. at 1742.
132 |d at 1741

133 |q.

134 Omegaflex Inc. v. Parker-Hannifin Corp., 2007 WL 1733228, at 2 (Fed. Cir. 2007)
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137 |d.
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SOIRFAIORA © SIAZUR (teach away)  (6)38 i HIak& AR IR AT B

IﬂJ

BEEREIE ¢ (DI EAT SRATUNIRILIS © (8)FWIF Eefrariskrh Az LS5 > B
n: HZHE S AR O)HAM A S 8] -

FasE LR e DUl RN 25 R MERZ R /B BRI T S R IR D
7 > AR RN RS MER R (BITA - HoAtsse T8 it R SR R R
BERRIfT S i~ BMEERS T8 T8 TR - NI e P (7

WA -

(—)KSR HHJEHR,

138 Prima Facie Case AME : — R RAFEAM)NREZFR (Prima Facie Case of
Anticipation) , 5 — 2B 3 MK XREFIE (Prima Facie Case of Obviousness), EZEFERE
i BEABXAABVRERR, UARARFEINCEATCEHNALIAREMB A, RARHBH
ABRRARBEAESFEL 2 REFHIF

139 Ruiz v. A.B. Chance Co., 234 F.3d 654-667 (Fed. Cir. 2000).

140 Merck & Co. v. Teva Pharms. USA, Inc., 395 F.3d 1364 (Fed. Cir. 2005).
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7 KSR ZH1 » sedndibeal i KSR SR SOl IE =" - At - 3
FREREDTEPIETIN ZRAAT E— 2D i > nT LIRS PP A= AR E - AARAT

(s -

(—)KSR &%

WA TERYE > FHIR KSR Z84% » SN R G 2 R I B SRR AR SHESS B 15
B INIL > ARG NSCEERREANT S > R PR A = A i DA B
5

B > FHAAEHBNPEFIET N RV R AR 2 ~ b &< e - e -5 - (HIL

SR Al e T S > (LA e i < PIETR - -

Fisher-Price, Inc. v. Leapfrog Enterprise, Inc. *Z&

{£ Fisher-Price, Inc. v. Leapfrog Enterprise, Inc. 227 » Leapfrog P fiicH s
T B R i e R (HRZEE TR T s R DT - CAFC B85S
Leapfrog 23 AT AR e o RS L)) ~ JEHE S AR R UM AR < T RSB B T 1
BAINR - R S KRR ISI . T  BIBERA S & 5 e LUHERY

P ARG Syl e -

41 KSR, 127 S.Ct. at 1745.

142 | eapfrog Enterprises, Inc. v. Fisher-Price, Inc., 485 F.3d 1157 (Fed. Cir. 2007)
143 |d.
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& USPTO 2 FBE AN PIBTHEAE

E KSR ZHlphrt - fmiibehs plifEH CAFC HPOEghas - s - (DR Rk
BB £ N\ B A BERNIR TR IR R fa < rhei i SORRE N\ EERRRA T > (2)
TRase it s R T e el A R T RE S [ SRR e Rt + A Rl g - (3)
AACFTIHB GRS - (a3 s 1R .. DR TR - 11075 28 28 D P St e ik
BTSRRI H B ] SRR B IER © SemnBZBel IR E TSM Ak - 1
ey TSM AR PUE IEREIN 2 SRR - HZOR ~ s ol b oA e R
Ko BR T 5 [RERTZE . IIEZO R BaR A - b Rk (common sense) Kz F3¢fliy A] FTH]
P (predictability )t e B Z2AU B AT -

/£ KSR ZEHFJPRZ 1% - 1% 2007 4 10 H » USPTO AT HAZIE.Z R8I 2y A
FATILHE™ > BRI 7 FEAIBIAHEN! (rationales) SR S HFELES 103 6.2 FERITT A1
PERZER - (DIRIERE RS ARG G B AU LA HIIE Q) ER DT IR
A H AT FRIOILS0 - ) I At LARHTR] 5 G S ~ 3R
it > (OIRF I M P R AR AT MR B B A ~ Tkl LA 20T TG,
S (5) TIREATE ) - PR ATESE ~ ATTHIIAY A s H B AT R YR
L) (6) B EG AN AR S A5 )i L RN A E R RE R AH A 24

ANl A R - R R T g B AT i Rk A ] T S 2L

144 Examination Guidelines for Determining obviousness Under 35 U.S.C. 103 in view of the
Supreme Court Decision in KSR International Co. v. Teleflex Inc., 72 Fed. Reg. 57, 526 (Oct.
10, 2007).
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K (DAEFEHE i H A Z0R ~ AL S 15 A R A B I A G EE
FE A A 2 2] -

FHAY L PIRHER T CR 2Rt JeniBaiis G OB CAS A IR TSM Az
I > SRR AT A FRE A DR HH Gy SR S P e DR DA ]
IR BRI G A\ B SR RE s A B e e RN SRR A R AR
DyFIMAZIR FH G 2y > JCPIETEE 2B ~ 1S A HbaCa > 8= Rl e

IPSENE

(—) PR AT

172 KSR i 1% " WHEST RT3, 1 2849 i 2 KSR 6T 4 In re Eli Lilly™
Z< > CAFC fi5H " WBA TR GRER Se AR i e Pt 2 DA AR i AU R oGS T A
SEE— M MERE > R > Jeri i AR AR - (R R R
ANATHATBGE P SR I ol EIRFE R > AL - A KSR ZE01T » SERiEdh 28
LA a1~ P SR8 DHA A A A H I AR L W P R et AT S e A
sk ARSIl > DA— T FEAIY ety B I S s SR 80 > 2 e LA
73 7€ P A M. FEEHIN 2 R -

SR > £ KSR ZERFIRr - iesiiibeis " R RT Rt BT #HU7E 28 - KSR

ZEPER] R L AT G TR SR a5 )y » i i i — A IR

145 In re Eli Lilly & Co., 902 F.2d 943-945 (Fed. Cir. 1990)
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FTEFRAY ~ AT > QISR R B b BAT S AR A R TS RS
AL FTRIRIAER T - R E SRR ST Rl » DR TSR B i &

Fl. FEARELIEREN 2 R - AR g 3% - 5 SR T el AR 2

o

SEREAEENE 1T () RITHIIRI L) - DU Q) B A IRAIEESCR - EiE 2 (EfR(T:

P ety - R ] ERZ B FH L AT -

(OB S AE YRS I W < IR TSR 2= 1

BB R ARG R DT B AR R 25 A e P T TR
I R EEAE AN R AR R 20 - Rt i U P W] RE e R ™ -
PRI B AR Al Ry T TR 2 IR 5 IR JE T A5
T RS R YR s Y -

BEAt - R — AR HIE SR ~ A TR AR L s i H A Wl E IR ) - 14

R B E BRI S T I8 2 FE T > [AIIE > B2 KSR Z4% - ALE2 R ARt

Pk erE ] T AR RTRL ) 2 IR SRR FIETHERE - AL B2 ) CAFC Y
BT -

Pfizer, Inc. v. Apotex, Inc. "2

146 KSR Int’'l Co v. Teleflex, Inc., 127 S.Ct. 1742 (2007)

147 KSR Int'l Co v. Teleflex, Inc., 127 S.Ct. 1741 (2007)

148 Hlan 4 YR R e A MM RIS AR |, £ RBAECRA TRAEERK,
149 Pfizer, Inc. v. Apotex, Inc., 480 F.3d 1348 (Cir. Fed. 2007).
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ARG Pfizer (2 Ll S84V (Ve AR IR ) » CAFC X Rl @t
At T PRI T 1 1 - SfEAR Pfizer S8R AR AR ealR i BAT B E M E (2R
ANATTEI > E FRAT BRI (53 ) £ i 5 e - rhodg L — P GE L > HRkE
FECEAT e SRR A A5 TR T R sl B Tl e T LA

Wy > ASHIRRE SR -

Takeda Chemical Industries, Ltd., et al. v. Alphapharm Pty., Ltd., et al.”'Z&

ARZERBHNY Takeda HAT ZHEEINEEY) - 1M Alphapharm 8104z H MR
[FIH ARSI EEY) > Bid Pfizer ZEANALZBRAENY > AZALG PRI R T AT E 5%
o > (HHBEEANE - HZRZ T A e T A B B A (B

It > CAFC FEfs AN IS r] Sl e -

PharmaStem Therapeutics, Inc. v. ViaCell, Inc.”'Z&

PharmaStem Therapeutics, Inc. v. ViaCell, Inc.ZZH1 > ViaCell 2\ F/5F1 FH e i
SRl 2 7 e S T L R A > S SR T T ol 2 R R B AR 4 R R P A7 1ML
FEAEAG P AE B RRE IR L YPe R8> m]yE R e I PEshEE - (EUE R R AT a7

HEY > AR E AR HTHE -

150 Takeda Chemical Industries, Ltd., et al. v. Alphapharm Pty., Ltd., et al., 492 F.3d 1350 (Fed.

Cir. 2007).
51 PharmaStem Therapeutics, Inc. v. ViaCell, Inc., 491 F.3d 1342 (Fed. Cir. 2007).
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In re Kubin"Z

Kubin & #EWIAT B 73 < it S BT E MRS HRHOE Fr o 82 FE R BRI e
41 » CAFC fi B G AR B SO RIS T - B WS B DA LI SRR e AT
PR TRENE: - P HERZ LSS HL BHRR BRI S 0™ -

A Kubin Z&f1 » CAFC BEHUHAIR © (DAREAFTREMEREEE - (Hi A5 HrHE
PR TR Q)R FTaR SR VIR R s sl B R -
ML LA BT A PIETHE R AR FHEHZE™ « RIM » WA A PRIV E 25 ~ T

WIRUERA T - HE R 2 -

J\ ~ SRR B RIS B R

ERFA NN TSI R RR - AR AR 2R A HiG
NZALLEAG IR FR e WA A\ B P L SR I A R (R S AR BB A T 2 -
(o SR s 2 FA I 2 AT -

Y KSR Z4% - AEJREEIM BAIMEORERIE L - 38E N B DA T N
DYRIIFRIATRE S > WAsEsst - HH s A VIR B < BOTATREEE I ~ ST
19 DR LR W P el aedsior b AT 50 e TR 1) — R MR EL I 055

#h g i N BRI R Sy g b AT SR SR A i PR EL -

52 In re Kubin, 561 F.3d 1351 (Fed. Cir. 2009)

153 1d. at 1359.
154 |d.
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MG > HES AWE R AN EES 2 - R EIZREL - /£ KSR
FRRA AL » HET - 5 WL IR SRR o= A6 - (DE95 5%
EORHEIANE EHRERS & 5 Q)RS [REZORHEIIIAS 543 S #0R (teach away) 5 (3)
SR HH R 28 BB PR P IA 3 (secondary considerations) + (4) SERTELAGA Y%
R 43000 Blraass; -

EE o (DS BRI _EREASSH 8QRE S R BRI A &
SIAZoR » SRR EHEE ~ MR HA R E R -

FI ¢ 2002 4F- e mil5e i Festo Corp., v. Shoketsu Kinzoku KogyoKabushiki, Co.™
ZPIPtR > HIGEREAE S (prosecution history estoppel) 3 FH [y~ 35 HH i SR HEIE 1T

T ELE A TSRk B E B Bl s ELE - i HAT:
(A AT S 5 (doctrine of equivalents)f)5¢ 4= FH Al (complete bar) » HE—J4]

SMERRIE G A RERE VARt HGRHIY - AR HEE A e SR TN

IIIIH

(unforeseeable)E—+55Y) » MERLYEPEIRR TN  HA Festo YA

sty Jr FH GRS = 1130 FH G B~ SR E RG> HiE R 2 ¢

il

RHAT > i EaRE R AR EIS M T AR PSR PRI - SRR A A

155 Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722 (2002).

156 7 Festo B , REERLETEAREATEHEA , RARBARNEIREOSHOEE , E
RYAATARBELIFREEHIEYRE  MRTERH, AREARFACRKYIZFYHE
MEATEMEA  BEREX LRIGREEEFER I EMBE(EEE-USA)FTEHlI 2 EEE"
MERB ZHEMABERLEXPEEFNEERE FWTEETE N (unforeseeable) , EMREET |
HRASREBARFERTRAATE LARGETXERRREFIEE, MRBEEEAR
FENEENERE i, BRSENIEE , BELER THEYHN LB, ARXESKE
EMBERNEEREETER , KEARFENEEXENER RARBAFTHENEE , it
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U R T R HH G S5 R R A SR e DRy 7 o (R RS DARE I 5 [R5

FBIAE RS G oGS5 [REERHHRIRS S SR BORE R HRsEE > B 51

o
H

R T2 AT A g s PH L W T B8 Rl s ek b 5L el o SR e BT T8 AP

Li5ehe L FEIRHRoR - JERZ R LA i AR OB G R SR A N B

Tir S S U IR A PR AR R > DU SRIEMT DA BFGR SRIE L 1% AR

FRAE (2 e SR I R T BLRT) > HIERIA e R g A s L E A (final office action)Ht »

A N B R T AEEA A H I - BEIRS - GRS ) DA e b A o A oK

(Request for Continued Examination, RCE)&k43E] -

AR B 2T QDR PR N SRIR - G140 - S IR

FEAHIARI ~ rESE LRI ~ SOIREr R~ SERETEIHR DI - IR —

BRI - (R AR A N RS PRI S R R I TH P < T JA—E

REATRIRR AN -

FERLIEA N B [ SR AN B R R 4500 L B Fa 5 3t

BLER > ARSI 1A FR VI AT 8500 < Bt skt » IR fn S EAHR HY

TR RS S P Z el ek » 7RI > A0SR Sl B v o SR 2 8 W AT A

[FIE B ~ R pRAT RIS - el el R i AR DA Al - It > DUEBR

KB  REXEAEZENBREREDERERE.

Adelman # XX CAFC 2 Rader AE , MXIFBENEABREETEIS *JJ}E'_-.%E’J 2FRE
HEE (reissue)EFIAUBEREENEEEREINERE. B/, UFRIHEE
(means-plus-function) sk 2> B2 Th &€ F F& (steps-plus-function) 12 5 B 55 5 | €5 iﬁﬁ§ 11296
MRME  MEELRASMB R EERBNEE , BUTRFRAZRISBIIEATERE , BRE
REVBNRASEMBRZHEEBIDEE  SABRREAN 2HEHEEBE N,
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VRS > sl i e Il A N SRR

PARNAN

(—) R FA A TR =

i Bl - KSR 2842 > USPTO BRI EEHIN Sy AT AP U 2280 - /6
[RIE1E] Graham Z& PR ER > IAEIRRIM S AT OAEiIIPR L - A N BRA S
FERENT RRELITTY A R 2 TSR - AAREEE TV P Jd 3 e el i o R ik Y 8 R ek B e
FIEILFT I DR > VERAZISE I LL B 0 SRR SEBA I pro-patent
VLT AEIE > AERE FH SRS A VTR P R L[] s BT P
flpl -

[FJIRFH KSR 2% CAFC HyFIB il DLggE - HGE ARG i M PR3
ACEH IR 2 A EAZ S AT ey IEAt > BRASAS rT IR L85 >
FRAC BB A DR ek, 50 - FRAY ISR M BAT i < AN T TR > SF Hf
NE RN 2 A ERZB 285 )N (A LS 1~ A B 2 28 > HIl

K -

\

EAFRES AT - HEBGR BN — R CRSE R R AR H

At BLP5 IR - AN BB Be R TSM AU A, - PRI N Rl

Bl USPTO #R W] DR IHERSEIR T - A BIHY IR 2 HIME 2 A U — 2l ES
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Sy—J5 > FEBIESERATA A A RS > FI RIS A R T R A 5
0 EREA TR BTN 2 YA M PIURET 5 EER T R R AR
(Problem-Solution Approach) » {HA%BIAFIERHITT 2 AN A T I R iE i - 354
R REIT » G 1 DA B SRR BVEE FH AR 5 [0 AT R [EE

BRI EE ©

()BB[R R ERE

WA AR 93 R ERTI > F- 2R Graham PRSP
AR HRTE S EAES Gl VA A B IR PRI E G SN s 1 B
DU A 22 Pt FH s SR S BRG] SC sl o PR 7 S R W Al
B P BT RREE TS 20 5 TS S s Ol AN n] L2 Diss
b o PRBGHE D PR A R e B SC R A EBAAT

ME A5 AT CGEE A AR R HA A AR e ST R [ W Al e b L
AT R A I K HEATHATERE > G R P R M5 e e S R o S 2 8
NHZERES > Rl RV SO 38 S RZ 0 AHATE eI AT Bt arisk
T EATSE R R R RO KR IR R R DU > IRBIERRAETP Y Graham 2 JF
SEIM AR A B - (EFI RN S AT E PRI R] > Al Rs - AR
NEHHEBREE—Bt, - W[ 2275 USPTO Z IRRHITM B HIVE R A Be - 5% 7 |

BT HER (rationales) 737!l LA B BRI Res i AHnT e FH FREEITT 2 AT P A
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e oo D 4HE =

ék /U{ﬂ‘&@ Ak

— ~ TAfGAERHAE 3 HaiisE Bl E i 6t Bilski v. Kappos ZAi IR » SRS
S BRI RE AT s T P SRR A A P HE HI- T R a G
(M-or-T test) > e PRIVEARIYRER - ERRE HHERN 18U E I R PSS R
BFEI AR A S SR A P m s 2 MR A S R e > RS AR

2% S ] SR PR AR A ] e I R 7 et » AN B AR AR B

T8 I SRR RS A 2 A R AR - LA ASOAIE BAERS 3 K TER
it > B O RS ERRRRE ] DA— (5 ~ DR Al S i SR s
TR > A5 — KA ARG SR AT R AR D0 0 T RE AN S [REHA T8 - S5 RIF A
SN e R RRAI A H ~ AT ~ Hishilllik - SoE R B A Ay ok
ARG ENERERT G B - 3 P s L 1IERYAT FHAHT - R ot A SR

) R IR AT (5 R At » AT R S A8 A By SRR P PG — ] P T

|

)

1

FYE SRS

—J5if » A BRSO SR A% BORIRIUR A S

Nl

TR 2l H AN S RIS TR > SN AR PIBTHE IR 20 + 17 HLAE Bilski

IS > B ARSI PIBTE R G A CASIER BT ARACHTHNE S

SORZABRR I (SPLT ) HE Bl Bl 3% P ) B G ol At AR A SR A MR B 2

157 G¥E FWA AL, FRAATXERRAERERFEIRRAE,
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A TRV AL E AR ISR R IR O AR - (B T
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FRaE s FEPIERARUE > AINEE ERES R IR R EHAE - B

G 2HEE > MY SR MR R 5 B N BT A B

FAVERURIARER R - SV 2 B E PR R R S A

=~ herniBBE KSR ZE4% > USPTO SRR S AN ERE £ P b1 > [B12] Graham

ZHNETLER > 38 208 53— (R AIEA RS JE e RS T TSM Ak

s 2SRRI AR B & — » 25 BT SR AR S DR P

Mz PP B AR 8 — SR E -

VU ~ CASRIP RS b E IR R S fEPR A ORI S 2 S > {HAl

SERERIART SR SR R ~ BRI ~ SARRGE ~ Pl s SR S 1A

RERES I ARG [ - SRR Hh SR RR GRS ERvkbe bt mniile &« 55

SRE B EoATFIB] - Z Al SRt LLi A B SR E B2 - R bR

T > SEREFHAS R S5 ~ BEEHY 20 - PRI St EH IR A - I B 58

IS e o R ER AT o B B2 BISEBR B Z B ~ BRSO ~ Tk

LR > AECEAE RS B T o AR DOMNE AR » R TR RO - T 2 2k R
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RIERE

Thursday, July 16

9:00 - 10:20 T A (Legal English for Foreign IP Attorneys (Raigrodski))

10:20 - 10:30 | Break

10:30 - 12:20 | EEEE RS FEH(Common Law for Foreign IP Attorneys (Naeve))

12:20 - 1:40 Lunch

1:40 - 3:30 PEAE A 4H(U.S. Trademark Law Introduction (Atkins))

Friday, July 17

8:30 - 10:20 EEERFANEAE(U.S. Litigation Overview (Stewart))

10:20 - 10:30 | Break

10:30 - 12:20 | M FE(U.S. Trade Secret Law Introduction (Norman))

12:20 - 1:40 Lunch

1:40 - 3:30 FAEREEAFE(U.S. Copyright Law Introduction (Naeve))
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WEEK 1 - Plenary Sessions(ZH&H: )

N

g%l

E

Monday July 20

8:30 - 10:20 | HLFIELREL - SHAEE - edglitae” B “ERHA
(Patent Basics 1 (Takenaka) - Patentability: “First-To-Invent” and
“Statutory Bars” )

10:30 - 12:20 | BHAIFFEGEL2 - HGEHATAVYEMELPTOE RS - “A BB I
kB CHAE R HE R
(Patent Prosecution 1,2 (Carlson) - Pre-Filing and PTO Practice:
“Inventor Interviews to Understand the Invention” and “Overview
for Preparing a Patent Application” )

1:40 - 3:30 HAERL - FF0 0 FRRAPHAAHTHEM A" L L
2
(Patent Enforcement 1 (Meiklejohn) - Litigation: “Before
Commencing Litigation” and “Complaint and Answer”

Tuesday July 21

8:30 - 10:20 | HLFIELRE2 - SHAE 0 RIS R B CHREE
(Patent Basics 2 (Takenaka) - Patentability: “Nonobviousness” and
“Disclosure Requirements” )

10:30 - 12:20 | HAIHFGE34 - HEFRTHYMEGELPTORRS © " HAG T BLM G R AT
LA BT “HH S SR e AT R SO G AR
(Patent Prosecution 3,4 (Carlson) - Pre-Filing and PTO Practice:
“Claim Drafting Basics and Strategy” and “Duty of Candor and
Submitting Prior Art to the Examiner” )

1:40 - 3:30 HAE2 - PR RBESR KRR B CEAINE
(Patent Enforcement 2 (Meiklejohn) - Litigation: “Discovery and
Motions™ and Trial: Overview™ )

Wednesday July 22

8:30 - 10:20 | HFERE3 - (M - “HGHEAHEERE B SORRE E
YEE

(Patent Basics 3 (Takenaka) - Infringement: “Claim Construction”

and “Literal and Equivalent Infringement” )
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10:30 - 12:20 | HHF]FHGEES,6 - HHEHATAYHEEIPTOE ¥ ©  “FA s KA
18" Bl “GEHHZE AR T LA e iR S AT 2Rk
(Patent Prosecution 5,6 (Durrance) - Pre-Filing and PTO Practice:
“Responding to Office Actions” and “Proving Earlier Invention Date
to Remove Prior Art” )
1:40 - 3:30 HAES - PR 0 “EARpvEEE" B ERRT
(Patent Enforcement 3 (Meiklejohn) - Litigation: “Post-Trial
Motions” and “Appeal” )
Thursday July 23
8:30 - 10:220 | HEFIELEE4 - =ME: R
(Patent Basics 4 (K.M. Das) - Infringement: “Remedy” )
10:30 - 12:20 | BFIHEST,8 — FRGERTIVHEGREIPTOE % © “my" Bl “BAIK
HARyA TS
(Patent Prosecution 7,8 (Carlson) - Pre-Filing and PTO Practice:
“Examiner Interviews' and “Overview of Patent Attorney” s Role
and Questions” )
1:40 - 3:30 HFIEFEE,10 - HIGHRTHVHEMGEIPTOR /S« “HMEFPRE S Bl

“RERER
(Patent Prosecution 9,10 (Rosenman) - Pre-Filing and PTO Practice:
“Continuing Application” and “Appellate Practice” )

Friday July 24 and Saturday July 25
ERH RS (High Technology Protection Summit )
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WEEK 2 - Concurrent Sessions(li fTaRF2)

ERERE

MERESEAREE , SR
Monday July 27
8:30 - 10:220 | REHFEZERLF « EIHERI
(US Interference (Davis): Rule of Priority)
10:30 - 12:20 | BRIMELFIHER 1(EU Patent Procurement 1 (Goddar))
1:40 - 3:30 THEPE BUF 224511 (Advanced Patent Case Law 1 (Adelman/ Takenaka))
Tuesday July 28
8:30 - 10:20 RN LRI HER2 (EU Patent Procurement 2 (Goddar))
10:30 - 12:20 | HAIHIGE11,12 - #EEk
(Patent Prosecution 11, 12: Post Issuance (Seelig/Sweeney))
1:40 - 3:30 THEPE BUF] Z24512(Advanced Patent Case Law 2 (Adelman/ Takenaka))
Wednesday July 29
8:30 - 10:20 | MEREEFIZEF1(Advanced Patentability 1 (LaMarca))
10:30 - 12:20 i SRR AR EHEETFE1(U.S. Claim/Specification Drafting
Workshop 1)8k
(B ZE 15 (Chemical Practice (Hermanns))Ek,
BT/ 25 B 75 (Electrical/Mechanical Practice (Branch))
1:40 - 3:30 TERE R Z<3(Advanced Patent Case Law 3 (Adelman/ Takenaka))
Thursday July 30
8:30 - 10:20 | MEREEFIZEF2(Advanced Patentability 2 (LaMarca))
10:30 - 12:20 | HAGR SHHEE/ I BEE #5E2(U.S. Claim/Specification Drafting
Workshop 2)8k
(B ZE 15 (Chemical Practice (Hermanns))&Ek,
BT/ 25 B 75 (Electrical/Mechanical Practice (Branch))
1:40 - 3:30 ECRIFAG13,14 (Patent Prosecution 13,14 (Swope))
Friday July 31
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8:30 - 10:20 | MEREEFIZEF3(Advanced Patentability 3 (LaMarca))
10:30 - 12:20 | HAGR SHHEE/ET I BEE #5E3(U.S. Claim/Specification Drafting
Workshop 3)&k
(B ZE 15 (Chemical Practice (Hermanns))Ek,
BT /B < B 75 (Electrical/Mechanical Practice (Branch))
FIP EAER | 3R
Monday July 27
8:30 - 10:20 | WY EFIBZHEEU IP Licensing (Goddar))
10:30 - 12:20 | AW/52 s P (Biotech/Pharmaceutical Dispute Resolution
(Serafini))
1:40 - 3:30 TERSER 24511 (Advanced Patent Case Law 1 (Adelman/ Takenaka))
Tuesday July 28
8:30 - 10:20 A=) 5E 457K (Biotech/Pharmaceutical Licensing
(Shumate/Kowalchyk))
10:30 - 12:20 | EBIBIFRE 52 B8 B (I TC Practice (Davis))
1:40 - 3:30 THEPE BUF Z24512(Advanced Patent Case Law 2 (Adelman/ Takenaka))
Wednesday July 29
8:30 - 10:20 EEF AT FE(US Technology Transfer (Fabien))
10:30 - 12:20 | SEBIFEEEIZE(US 1P Entrepreneurship (O Connor))
1:40 - 3:30 TERS R Z<43(Advanced Patent Case Law 3 (Adelman/ Takenaka))
Thursday July 30
8:30 - 10:20 B PR AREA TR (Int’ 1 Litigation Strategies (Elmer))
10:30 - 12:20 | B e P (IP Management (Lubitz))
1:40 - 3:30 FeflirFZ 1 (Technology Licensing 1 (Faciszewski))
Friday July 31
8:30 - 10:20 FIEEA FE $E (TP Evaluation (Ogawa))
10:30 - 12:20 | HeflrfszA#E2(Technology Licensing 2 (Faciszewski))

131




RIS B A

)

it 4 PR

Monday July 27

8:30 - 10:20 | BUNEAFZAEEU IP Licensing (Goddar))

10:30 - 12:20 | BRINELFIEHER1(EU Patent Procurement 1 (Goddar))

1:40 - 3:30 HE[ES ELRI 24511 (Advanced Patent Case Law 1 (Adelman/ Takenaka))
Tuesday July 28

8:30 - 10:20 N SR EE R 2(EU Patent Procurement 2 (Goddar))

10:30 - 12:20 | SEBBIFRE 5% 5 @ EH5TC Practice (Davis))

1:40 - 3:30 TERS R 22 2(Advanced Patent Case Law 2 (Adelman/ Takenaka))
Wednesday July 29

8:30 — 10:20 | SEEIFATFZE(US Technology Transfer (Fabien))

10:30 - 12:20 | SEBIFEEFEIZE(US 1P Entrepreneurship (O Connor))

1:40 - 3:30 THEEE BRI 24513 Advanced Patent Case Law 3 (Adelman/ Takenaka))
Thursday July 30

8:30 - 10:20 B ER A SRS (Int” 1 Litigation Strategies (Elmer))

10:30 - 12:20 | BN EFE fit1 (EU Patent Enforcement 1 (Franzosi))

1:40 - 3:30 FelrfsZ4#1 (Technology Licensing 1 (Faciszewski))

Friday July 31

8:30 - 10:20 N SR E fiti2(EU Patent Enforcement 2 (Franzosi))

10:30 ~ 12:20 | HeflizfS2A#2(Technology Licensing 2 (Faciszewski))
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8:30 - &:35

HECIUWIES B Testy 2d%)

T HAAP AN T R AEEY)

8:35 - 8:50

71 #H AdelmanZU 32 A S AR ERR(RaderiZ )

8:50 - 9:10

[EE#E] @&IGERETNE AdelmanZii%)

9:10 - 10:30

[/NVHRESRR ] SEERERE B A SR R T R 3 5 S A
2 B
TR ¢ BT A DUy H%
Hilzk A © CAFC.Z Rader: By
IOWA K E2 Janis B %

10:30 - 10:45

Al

10:45 - 11:00

R

11:00 - 12:30

[/ NEEET R ] RO R S A SR F AN ] T S A 395 ) R LA
< S i
TFN ¢+ FARFPKEE RS Z Franzosi 2%
EER N+ REUEREZ Ootakal B
TR FAPE 2 DuesseldorfiA
%[5k Bremen K2 Goddar 2% 55

12:30

12:45

3

A

[ A

T
i

12:45 ~

g

Friday July 24 T4

TR BRI RS RS 8 e ER

2:00 - 2:20 7 AE AdelmanZisz B ELHGEEE A EURR (Straus 2457
2:20 - 3:15 [/INiHE TG ] IPEIRES el Bl TS RIRHER fe
FFEA ¢ TakenakaZi
EHER N+ BGURER 2 TamaiZf5%
EEEOE BRI H0%
HIEN A E R Jethmal ani fé -
3:15 - 3:30 ] R A
3:30 - 3:45 REL
TR« Bilskige A4 B ks B SRR 5 2
3:45 - 5:15 [/NiHETRR ] Bilski ZERIAR R s B2

FFA O ConnorZif
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EEE A © Fenwick & WestEh5frSerafini S
Boehmert & Boehmert = #5ATCzychowskifd -
802 Fl Fricke e
Morrison & Foerster 5145 fiT Yim4t 4

5:15 - 5:30 [ i

5:30 ~ i FEEGH]

Friday July 25 b4~

TR - RS AI(DI Action).Z TRl B ETE SR

8:45 - 9:45 [/VHETRR ] 15228 (Forum Shopping) ~ S8hBE(+(Controversy
Require) B3 H AN E
TFFA © NaeveZidx
BAER N Perkins Coie S5 FTAl-Salam /i 2E:
Ropes & Gray 55T Hagiwaradc A (HA)
Taylor Wessing $5555 FrGrzimek 5 4= (FE[E)
Taylor Wessing 24455 FitMarshall 564 (e [5])

9:45 - 10:00 | MER G

10:00 - 11:00 | [/)MHETGR] MBS & F Gl BRI E BN AP i
F ¢ A : Oblon, Spivak, McClelland, Maier & Neustadt=F#%5FTKuninst
&
Bk N Dorsey & Whitney 5572 Meiklejohn /e 2E
Yuasa and Hara=#5f7.2 Onode Az (H AS)
Pagenberg S5 15l Pagenberg 2t 4= (5[5

11:00 - 11:15 | [HREEGm

11:15 ~ FER
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