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報告摘要

INTA每年的年會均會安排委員會會議（Committee meetings）、教育講習（educational sessions）、專題討論（workshops）、及圓桌議題（Table topic）等單元，並設置展示大廳，提供會員擺設攤位促銷業務及與客戶商談業務。為積極有效掌握商標議題之最新發展趨勢，參與國際商標協會年會也是本局規劃研習項目之ㄧ，今年第129屆年會是INTA有始以來最佳出席率的盛會，會場有80個以上的攤位展示最新產品與專業教科書等，本次專題研習由”一灘混水－網路上廣告所涉法律問題與政策”開場，以搜尋引擎啟動網路廣告所選擇使用的關鍵字是否構成商標侵權為議題。本報告將以此專題為主軸，延伸廣告利用關鍵字搜尋是否構成商業上使用－商標使用？如何判斷合理使用？及一般著名商標如何在合理使用夾縫中尋求減損淡化之保護等其他研習專題之探討。
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壹：目的

國際商標協會（International Trademark Association，簡稱INTA）是一個非營利性質的民間組織，由今年統計資料觀察
，會員共來自190個以上的國家，超過5000個商標權人及專業人士所組成，主要包括跨國企業、新興高科技公司、智慧財產權事務所、法律事務所、顧問公司、學術機構等，我國經濟部智慧財產局亦為其會員之ㄧ。該協會會員以致力於商標及商標有關之智慧財產權維護與發展為宗旨，是國家及國際商業上維護市場效用與公平的重要元素。INTA每年的年會均會安排委員會會議（Committee meetings）、教育講習（educational sessions）、專題討論（workshops）、及圓桌議題（Table topic）等單元，並設置展示大廳，提供會員擺設攤位促銷業務及與客戶商談業務。

為積極有效掌握商標議題之最新發展趨勢，本局參與國際商標協會第129屆年會，鑑於主辦單位安排各項專題討論方式為同一時段有多個議題同時舉行，故由出席的王副局長美花及劉高級審查官蓁蓁就重要議題分別參與研習（詳附錄一）。以下即就本次研習之主要成果臚列於後，尚請長官及同仁不吝指教。
貳：參加會議情形

本年度第129屆年會是在美國芝加哥舉行，而芝加哥城市以其有規畫、有設計的高樓建築為名，在研習之餘，也觀賞了這個美麗的城市（詳照片一
）及芝加哥美術館，拓寬心靈視野，是另一種成長與心得。近5年來國際商標協會出席率有持續增長趨勢，而今年第129屆年會是INTA有史以來最佳出席率的一次盛會，在4月24日之前就有8524個體登記參加，其中美國有3584人參加，其他國家則共有4940人，台灣62人位居第18名（詳以下附表），共來自140個國家，包括亞美尼亞、斐濟、蓋亞那、列支敦斯登、坦尚尼亞等國，並有25個以上的媒體及40個專業研究團體參加，在提供交誼的大會場內，各式服飾與人種穿梭其間，宛如小型聯合國，會場有80個以上的攤位展示最新產品，包括智慧財產權有關專利、商標、著作權、公平競爭等整套的教科書，要瞭解目前所有企業都在做些什麼，有什麼最新發展議題及產品，參加INTA年會，可說是會員在年度中最重要的一個出席場合。本次專題研習由”一灘混水－網路上廣告所涉法律問題與政策”開場，以搜尋引擎啟動網路廣告所選擇使用的關鍵字是否構成商標侵權為議題。該場次不但座無虛席，且聽眾或站或隨意坐在地板上，熱烈參與及互動討論的現場氣氛令人印象深刻（詳照片二
），以此專題為主軸，其實可延伸如網路搜尋引擎廠商是否應負擔商標間接侵權責任－幫助侵權？廣告利用關鍵字搜尋是否構成商業上使用－商標使用？如何判斷合理使用？及一般著名商標如何在合理使用夾縫中尋求減損淡化之保護等其他研習專題之探討，
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参：關鍵字搜尋啟動法律問題與政策
本議題聚集了Microsoft、Yahoo！、AOL及Google等美國國內最大網站入口及資訊廠商代表主講，並分享了法院最近的判決及其公司的政策，美國相關判決在此議題上仍多有不同見解及出入點，歐洲及其他國家亦有相關案例且皆有其不同論點，值得參考。
一、關鍵字搜尋為何成為商標議題

在網路上廣告，關鍵字搜尋可以說是廣告主對準相關消費群最有效的方式，幾乎所有在網路廣告者，甚至商標權人的客戶群都會使用到關鍵字搜尋服務（主講人說到此，現場特別作了倒抽一口氣的表情；主要是表達了關鍵字搜尋顯然並非都是負面的效果）。但以他人”商標”作為關鍵字搜尋的結果，此一現象可能出現商標權人競爭對手的廣告，造成消費者多重選擇，則顯非商標權人所樂見。而提供搜尋引擎服務業者本身的態度及政策又是如何？

Google認為其僅是提供廣告的空間(advertising space)，並不是”賣關鍵字”(sell keywords)，廣告主對於其廣告之內容及啟動搜尋關鍵字之選擇應自行負責。但政策上，該公司仍創置了商標抱怨程序(trademark complaint procedure)，試著平衡商標權人、廣告客戶及網路使用者間之利益。也就是，Google收到商標權人提出合理的抱怨之後，會進行有限的調查作業，在美國及加拿大地區，明訂廣告的內容中不可使用到他人商標之名詞(term)，美國及加拿大以外之其他地區，則視地區不同，除不能使用該名詞為關鍵字之外，亦不得及/或在廣告內容中使用。Yahoo！相關指導原則是，同意第三人僅在指示性合理使用他人商標的範圍內呈現，如廣告內容是轉售商、非競爭性資訊網站、商品評論、比較性廣告或新產品介紹等資訊之提供，係屬真實或僅是描述性說明者，而廣告主在廣告內容中需清楚呈現該商標標示的本質及相關內容，使網路使用者能了解其進行搜尋的結果。所以若廣告主未符合該指導原則，在美國收到商標抱怨後Yahoo！公司即會刪除該廣告，而美國以外地區，則適用不同地區有關合理使用之原則處理。Microsoft的因應對策是，廣告主可以真實且合法使用第三人的商標作為關鍵字，其認為適當的使用情形有(1)轉售商：販售經商標權人合法授權所經銷的商品或服務；(2)資訊網站：廣告內容係提供商品評論相關的資訊，非用以促銷商品而與商標權人的商品相競爭；(3)字典上用詞：廣告僅係用以傳達該文字在字典中的一般定義，廣告網站並非以該文字作為商標使用於相同商品或服務而具競爭關係等，Microsoft若收到充分詳述的商標抱怨文件，也會進行有限的調查作業，並移除不同於該政策理念的廣告，基於各國不同的國內法規，對於抱怨文件之評估及處理結果會因不同國家而異。

綜上，提供搜尋引擎業者認為，其本身也是商標權人，縱然其為販賣廣告的業者，但並不鼓勵廣告客戶利用關鍵字進行欺騙或混淆之實，基於技術上搜尋引擎提供業者無法、也無義務監督管理”誰”買了關鍵字，但顯然該等公司對商標權保障在政策上仍有其肯定之作法。

二、關鍵字搜尋與商標侵權之案例分析
以下為各大入口網站公司分享他們在各國法院曾經及進行中的訴訟案件，說明目前法院對於關鍵字搜尋的態度，當然也不忘順勢調侃各地方巡迴法院及高等法院各自獨立而不一致的見解，另外涉及淡化保護與合理使用之判斷部分，將配合本文其他研習專題另行分段詳細說明。
(一)美國

美國法院判斷是否構成商標侵權須符合兩個要件，一是商標使用；一是混淆之虞。原則上美國法院並不同意買/賣關鍵字(purchase/sale of keywords)等同於商標使用，甚至因”買”關鍵字(廣告主)或”賣”關鍵字(提供搜尋引擎業者)不同而有不同認定(新淡化法案的法律用語已無此問題，詳後述)。不過，畢竟有無混淆之虞是事實認定之問題，若消費群的精明程度因時間之經過而提高，相對地，也會使混淆可能性降低。

部分巡迴法院仍延用早期網頁Mata-tag指令使用他人商標已經構成「商標使用」之觀點，且被告將本來正要搜尋原告商標的消費者導引到被告網站，藉此不當擷取原告商標商譽以獲取交易利益的行為，將造成消費者初期利益混淆(initial interest confusion)
，認為提供關鍵字廣告服務之搜尋引擎業者，其建議廣告主購買關鍵字含有他人之商標，或使用原告的商標以銷售關鍵字提供廣告，已構成商業上使用(use in commerce and in connection with the sale)，若在搜尋廣告結果中未清楚標明來源的情形下，自有發生混淆之虞
而構成商標侵權。惟實務上，縱然提供他人商標文字作為關鍵字廣告可能構成商標使用，但單純關鍵字廣告並不一定就產生混淆之虞，仍須再就廣告內容及搜尋結果進一步判斷有無混淆之虞。在廣告主被告”買”含有原告商標文字的關鍵字的個案中，其廣告內容若涉及比較性廣告、商品評論或提供資訊等性質，法院認定不屬於商標使用行為
，而屬於淡化保護之例外(合理使用)。其他認為不構成商標使用之重要論點如下：

1. 關鍵字搜尋依網路廣告之特質，對廣告主及搜尋引擎業者而言，並無可預期性。

2. 商標使用(Trademark use)是決定商標侵權的門檻，關鍵字搜尋若僅是電腦內部之使用，其利用關鍵字搜尋引擎傳達廣告，並未在外部商品、容器或相關文件自行標示或呈現原告的商標，非商標使用。

3. 網路搜尋結果自動彈跳式之廣告(Pop-up Advertisement)
，係透過內部電腦軟體操作自動呈現被告廣告界面，並未將原告商標使用在被告之網頁或商品中，應屬行銷策略之ㄧ種，如同實體銷售商品時，亦會將自有品牌商品與其他品牌之同類商品置於旁列促銷的情形一樣，並不構成商標使用。

(二)德國

德國在Estee Lauder v. iBeauty/fragrance Counter(District Court of Hamburg,2000)案中，認為搜尋引擎業者販售關鍵字，至少應對涉及著名商標的不法行為應行負責。但在Nemetschek v. Google(District Court of Munich,2003)及Metaspinner media GmbH v. Google Deutschland(District Court of Hamburg,2004,appeal rejected 2006)兩案中，則明示搜尋引擎業者不負直接或間接的商標侵權責任(direct or indirect trademark infringement)，依德國的電信業法(Teleservices Act)，只有在搜尋引擎業者明知”使用”特定文字（如商標）為關鍵字，而技術上是搜尋引擎業者可能的、適當的可防止的情形下始負擔責任。在後案，法院更明顯表示侵權者應是廣告主(advertiser)而非是提供搜尋引擎業者(Google)，因為單就同意競爭廣告中出現他人商標為關鍵字搜尋的行為，並不會致消費者產生混淆或誤信之虞的結果，Google自不負商標侵權或不公平競爭之責任。

(三)澳洲
在Longevity Health Products v. Google(Supreme Ct.of Austria,2005)一案中，澳洲高等法院直接否認搜尋引擎操作業者應負法律責任，除非對於法律門外漢而言，侵權是很明顯的。

(四)法國

目前有30個以上的訴訟案件與Google有關，包括其中一個在法國最高法院審理中。對於搜尋引擎業者是否應負商標侵權或不公平競爭責任，皆有正、反不同見解
，另在Accor v. Overture Services,Inc. and Overture SARL(Versailles Court of Appeal,2006)案中指出，若廣告主係促銷商標權人的真品時則同意廣告中含他人商標為關鍵字，但其限制條件是，廣告主不能同時在相同網站促銷第三人相競爭的商品及服務。

肆、商標使用
我們只要回顧美國聯邦及巡迴上訴法院之最近判決，大致會同意法院過去幾年來，仍花費多半的時間在釐清商業上使用(use in commerce)之概念，因為依據美國藍能法相關規定，唯有符合商業上使用之行為才構成商標之真實使用，及商標侵權之前提要件，這也是歐盟商標註冊體系中判斷有無在交易過程中使用商標(use in the course of trade)一樣之理念。原告必須在主張商標侵權或不公平競爭案件中，充分顯示被告”在商業上使用”原告之商標始能成立。藍能法定義商業上使用
為在一般交易過程中善意使用商標，而不是僅用以維持商標權利。以下情形可認為構成商業上使用：

1. 以任何方式將商標標示在商品或其容器上，或附著在商品相關之標貼或標籤上，若依其商品特質無法置放黏貼商標時，則應於商品銷售有關之文件上標示。

2. 在商業上有販售或輸出、入商品之情事。

3. 服務則指在其行銷或廣告過程中展示商標，並確實在商業上提供服務，或在美國境內一州以上或國外提供服務，或係由個人所提供與商業有關之服務而言。

一、原告如何主張商業上使用
原告在尋求商標保護救濟之際，首要行動即需證明其在商業上確有先使用(非僅有註冊)之事實以享有其主張之權利，而依其所主張之不同事實，構成商業上使用與否，在不同個案中有以下論點：

1. 外國人原告僅基於其在美國之知名度（但非商業上使用）主張應受保護之權利，雖然法院得適用屬地原則之例外保護著名商標，但本案法院認為其事實上並非以之作為商標使用”used as a mark”而不適用
。

2. 原告雖然在州際之間並無實際使用其商標，但仍可基於被授權人之使用主張其權利，認為該使用已明顯符合藍能法保護之基礎
。

3. 第9巡迴法院認定合法的在商業上使用商標，是權利保護不可或缺的前提條件，因此若未符合聯邦標示法規(federal Labeling laws)，自無可主張保護之權利基礎可言
。

4. 拒絕採用聯邦法院的不同見解，第9巡迴法院認為”新”商標視覺上是否與”舊”商標產生同一商業印象(creates the same commercial impression)，是事實認定問題而不是法律問題
。

5. 在經銷商與製造商之間，縱然製造商才是將商標黏貼於商品上之一造，但仍有2個法院認為經銷商先前之販售行為勝出，而作出其得對製造商發出預防性禁制令(類似假處分)之判決
。

6. 不同於以往見解，對於個人使用營業包裝(protectable trade dress)所產生之整體印象(表徵)，亦可成為先使用權利之保護個體
。

二、被告如何抗辯非商業上使用
被告必須在商業上使用被爭議的商標才會啟動侵權責任，網路上所延伸”商標使用”之判斷，因為並無實質商品之標示可資辨識，如何考量網路上廣告所呈現之內容或搜尋引擎所提供之關鍵字所產生之”商業效果”已達傳統上所稱商業上使用，是一個重要的判斷因素。對於購買提供廣告贊助而啟動關鍵字搜尋，如前所述，法院最近意見仍屬分歧：

1. 第3、7、及第8地方巡迴法院認為被告購買原告的商標為關鍵字（廣告主）構成商業上使用。

2. 相反的，第2地方巡迴法院認為以商標文字作為關鍵字販賣之行為（搜尋引擎業者）非屬商業上使用。

伍、著名商標反淡化之保護與例外

在以關鍵字搜尋之案例中，不難發現與著名商標之保護仍有相當之關連性，因為對消費者而言，會被作為關鍵字搜尋之”商標文字”顯較為一般消費者所普遍知悉，其依既有特定的目標搜尋，但出現不同於預期之其他廣告，造成混淆之可能性相較於其他不具知名度的商標為高。雖然仿襲似乎意味著對於某ㄧ事物的高度奉承，但對著名商標而言，卻是減損其識別力及價值的致命傷。淡化不同於混淆之虞，其具有潛伏的傳染性，若允許其散播，結果將損害該商標之商業價值，對於商標權人而言，如同飽受千刀萬剮凌遲般的傷害(death by a thousand cuts)，所以反淡化法案可使商標權人在第一道刀口上即得尋求救濟。

ㄧ、美國
2006年10月6日美國總統布希簽署(lawH.R.683)2006商標淡化修正法案(Trademark Dilution Revision Act of 2006) 並立即生效。該修正法案主要係回應美國最高法院在「維多利亞秘密」案件建立的原則及解決多數聯邦巡迴法院的歧見。以下先就美國聯邦商標淡化法案主要修正內容說明：

所謂淡化(dilution)分為二種：一為稀釋商標之識別力(dilution by blurring, blur their distinctiveness)；一為減損商標之信譽(dilution by tarnishment, tarnish their reputation)。無論是否存在競爭上有實際混淆誤認或混淆誤認之虞(presence or absence of actual or likely confusion)，或具實際經濟上損害(actual economic injury）都可尋求禁制令之救濟(injunctive relief)。

（一）著名商標之定義

所稱著名商標(famous mark)係指商標權人用以指示其商品或服務來源的商標，已廣泛為美國一般消費大眾所知悉者（recognized by the general consuming public）而言。法院決定該商標是否已達被知悉程度，可考慮相關因素包括：

1. 期間、範圍及由權利人或第三人所為廣告與宣傳所及的區域

2. 商品或服務銷售之數量、大量與否及其地理區域

3. 商標實際被認知的範圍

4. 商標是否已經註冊

（二）稀釋商標識別力之淡化

係指商標(a mark)或商號名稱(trade name)因與著名商標近似而產生聯想，致有淡化商標之識別性。決定有無稀釋著名商標識別性而產生淡化之虞，可考慮下列因素包括：

1. 商標近似之程度(The degree of similarity between the mark or trade name and the famous mark)

2. 著名商標先天或後天識別力之程度 (The degree of inherent or acquired distinctiveness of the famous mark) 

3. 著名商標權利人所從事可實質上排除他人使用之範圍(The extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark)

4. 著名商標被知悉之程度(The degree of recognition of the famous mark)

5. 商標或商號名稱之使用有無意圖與著名商標產生聯想 (Whether the user of the mark or trade name intended to create an association with the famous mark)

6. 任何實際產生聯想之事證 (Any actual association between the mark or trade name and the famous mark)

（三）污損商標信譽之淡化

係指商標(a mark)或商號名稱(trade name)因與著名商標近似而產生聯想，有致損害商標之信譽。

（四）例外

以下情形則不認為係屬淡化而得起訴：

1. 任何合理使用，包括他人非用以表示商品來源的指示性(nominative)或描述性(descriptive)合理使用，或任何方便此種合理使用的方式，包括其使用與下列相關的情形：

(a) 允許消費者比較商品或服務之廣告或宣傳

(b) 證實、諷刺或評論著名商標權人或其商品或服務。

2. 所有形式的新聞報導或實況報導

3. 任何非商業使用商標的情形(any noncommercial use)

（五）舉證責任(burden of proof)

民事訴訟有關營業包裝之淡化，因為營業包裝未經註冊在主要註冊簿，故主張營業包裝保護之權利人須證明下列事項： 

1. 被主張的營業包裝在整體上(taken as a whole) 不具功能性，並且著名。

2. 被主張的營業包裝若包括任何經註冊在主要註冊簿之商標，未註冊的其他事項，整體觀之，除著名的註冊商標部分之外，需分別有名。

（六）主張聯邦淡化法案適用之原則

首先權利人必須先證明商標是著名的、商標是具識別性的、後使用者應在申請或使用之時該商標已臻著名，而後者在商業上使用已造成淡化等情事。雖然商標淡化修正法案確立淡化適用原則，但美國商標審議及上訴庭(TTAB－Trademark Trail and Appeal Board)認為，主張淡化保護仍屬於特例的救濟方式，所以尋求此特別救濟的商標必須真的很著名(truly famous)，且消費者對於該商標文字會直接、立即與商標權人之商品或服務作聯想而具識別性，惟先天識別性與後天識別性在個案中一樣會被考量，只不過識別性較低者，較不可能證明商標有被淡化之情形。用以淡化的商標與著名商標相較，應較混淆之虞更為近似之商標才可能成立，例如同一或非常、實質上同一之近似者屬之(“identical” or “very or substantially similar”)，得依主要消費群之認知，就二者商標是否本質上相同(essentaial the same)判斷之。在「NIKE」與「NIKEPAL」一案，TTAB即認為後者雖然只加了普通的「PAL」一字，可是已產生完全不同的整體商業印象，故此輕微的不同仍成功地擊退「NIKE」淡化之主張。

1. 建立商標之知名度

早期美國巡迴法院各有不同的考量因素以決定商標是否著名，而得以主張淡化並尋求保護，商標淡化修正法案(Trademark Dilution Revision Act-TDRA)沿用在聯邦商標淡化法(Federal Trademark Dilution Act-FTDA)時期法院所建立的八項包括但非列舉的主要考量因素：

(1) 商標先天或後天取得識別性之程度；

(2) 商標所使用商品或服務之期間及範圍；

(3) 商標廣告及宣傳之期間及範圍；

(4) 商標使用交易之地理範圍；

(5) 商標使用商品或服務之商業管道；

(6) 商標在交易範圍或商業管道被認可得對他人之使用發出禁制令之程度；

(7) 第三人使用相同或近似商標之本質及範圍；

(8) 商標是否已註冊在主要註冊簿。

2. 使用同一及非同一商標之淡化證明標準不同

在商標淡化修正法案建立原則之前，著名商標權人必須證明有實際減損之情形始能成立反淡化之保護，當時美國最高法院判決認為若使用與著名商標相同之商標，即為一項十分相當的證據得以證明淡化，在個案中涉及完全相同之商標
，客觀上即認定該間接證據足以證明實際淡化之情形(accepting use of identical or virtually identical mark as sufficient proof of actual dilution)。但若在非同一商標之情形，則須要求提出直接證據以證明淡化之情事
，麥卡錫教授認為最高法院應更進一步細部規定只在特定情節下限制淡化之適用
：

(1) 後使用商標若與著名商標相同，且係屬為獨創性或想像性之商標，則縱無直接證據之情形下，仍可推定有實際淡化之情事；

(2) 若後使用之商標與著名商標相同，但非為創意性商標，則有造成二者間聯想之證據(如市場調查報告)即應予提供。

(3) 若二者商標非為相同，則單純聯想亦不足證明有實際淡化之情事，而應提出後商標有減弱著名商標之識別性之證據始足當之。

3. 如何證明淡化

美國最高法院在適用聯邦商標淡化法(FTDA)時之案例中，認為需要證明實際淡化(requiring proof of actual dilution)始能成立，但要著名商標權人證明有實際經濟上損害是不可能的，故可經由市場調查、專家證詞及間接證據來證明實際淡化之情形。相較於商標淡化修正法案(TDRA)的新規定，雖僅需要證明有淡化之虞(requirement of proof of a likelihood of dilution)而稍微輕鬆，但專家證詞、銷售及廣告資料仍可能是主要之證據，市場調查固然花費及困難性皆較高，且容易遭受無法掌握之爭點攻擊(調查之地域、對象、統計基數之設定與選擇、問卷設計)，但在美國實務上仍是必要且常用之證據。

二、歐洲
在歐洲認為淡化”Dilution”一詞是個較廣義的用語，其可以表示減弱(dilution)、污損(tarnishment)及濫用(misappropriation)等情形，實際法規內容係規定於歐洲共同體商標法第9條（1）（c）及歐盟指令第5條（2），主要是賦予歐盟商標權人於該商標在歐盟已具有聲譽時，得排除第三人未得其同意，而在商業過程中使用相同或近似之標識，於其未註冊之非類似之商品或服務，且其使用並不具正當事由，而有不正利用或有害於該商標之識別性或聲譽之情形。歐盟商標制度雖將淡化列為不得註冊事由，但仍傾向該項爭議應於法院中進行，而不是異議行政程序中判斷。目前除在第一個先例的adidas/Fitnessworld案件Advocate General Jacob’s所闡述之意見外，尚有3個歐洲法院判決(EJC)
及2個國內第一審法院判決(CFI)
可參考。但各國內法院間之判決並無拘束力，在歐洲有關淡化議題較多的討論係在以下各點：

（一）什麼條件下可認定為具有聲譽？

荷比盧法院在Chevy案件中建立下列原則：

1. 當商標在一國領域內大部分地區係為相關公眾之主要消費群所知悉者；

2. 應綜合考量其他所有存在之因素，如市場佔有率、商標之強度、商標使用之地理範圍及期間、事業投入商標廣告資額之大小等。
前提是商標必須達已為相當重要部分(significant part)的相關公眾所知悉之程度，最好係提出已為消費者認知之直接證據或消費者市調報告，另外商標使用範圍及期間之證明，並不能單從”量”來採證，例如一些奢侈品(Lamborghini cars etc.)之消費，本非為大多數民眾所能接觸，所以其廣告情形則應著重於”質”方面的呈現，而非其滲透市場之比率也不是廣告經費大小。但實務上認為適用淡化保護採證上較精細小心，即使如Coca-Cola,Microsoft或Lego仍需要在有根據的情形下適用之。

（二）什麼證據可以證明後使用者不正利用或有害於前商標之識別性或聲譽？

異議人或侵權訴訟中之原告不僅需證明商標具有聲譽，且後商標使用相同或近似之標識有發生損害、淡化或濫用之情形。因此，先商標之識別性強度越高，越容易成立有損害之虞，同樣地，商標的近似程度越高(如使用相同之商標)，就較容易推定消費者會產生聯想。原則上，只要使用相同的商標，商品的問題似乎就不會獨立考慮而不存在。在Adidas案中AG Jacobs認為有三種不同樣態可提供商標特別之保護：(1)不正利用商標之識別性或聲譽，而有明顯剝削或搭著名商標名聲便車之情事，如勞斯萊斯Rolls Royce可以排除他人以之使用於威士忌酒商品，以避免利用其商譽而促銷商品。(2)淡化的本質是模糊商標的識別性，也就不再與註冊商標之商品”立刻”產生聯想，如允許Rolls Royce餐廳或自助餐館、Rolls Royce褲子、Rolls Royce糖果等，則十年後你將不再擁有Rolls Royce商標。(3)最後是避免先商標之商譽及名聲，可能因後商標之使用而遭到損害之風險。在異議程序中，異議人不需證明有實際損害，但需有足夠之證據認定有發生損害之虞。至於使用有無負面影響，通常會就商品之本質加以觀察，例如在法國”HOLLYWOOD”口香糖頗具知名度，且該商品傳達清新之形象，而他人以之申請註冊於香菸商品，則認為在該領域內會對先商標產生負面影響而有害其商譽。另一方面使用相同之商標”SPA-FINDERS”於第16類的文具商品與第39類的旅遊服務，則認為非屬有負面影響而可並存之商品。

歐盟法條規定後使用者之使用係”無正當事由”，然該消極事證是不可能由原告證明的，所以很清楚其舉證責任將落在被告或申請人身上，而歐盟商標局認為，即使後商標係使用與具聲譽之先商標完全相同之標識，仍不會自動推定有產生淡化之虞，異議人必須提出初步之證據以進一步釋明有產生損害之風險，而非假設性說明，惟聲譽越高、商標近似程度越近、商標識別性越強，越容易成立。

（三）在什麼情況下於類似或同一商品之案件適用淡化保護是合宜的？

如何在混淆與淡化之間區隔適用，從實務審查觀點，若對某一商標有混淆之虞即不太可能再產生所謂淡化之情事。但有些看法認為，若對某一商標的第一眼會產生聯想，則可適用淡化加以保護以避免他人之濫用。當然，此一觀點並不是暗示歐洲法院判決將淡化擴充其法律文義解釋而適用於同一或類似商品之見解有誤，但如此著名商標本應享有較大的保護範圍之見解，顯然仍留下爭議。

（四）商標的名聲須存在於整個歐洲共同體或一個國家即可？

歐洲共同體商標一經註冊，即在27個會員國享有權利，那是否代表共同體商標只在一個會員國家夙著聲譽，即足以對抗27個會員國而得主張淡化之保護？但問題是如何在共同體一體的商標權利及其他善意競爭者之利益間劃一線區隔，如果共同體商標在不具知名度的領域內，不得主張淡化之保護，下個問題將是應如何在淡化之爭訟中提出證明，而足夠取得相當整個歐洲共同體保護之水平，或許認為原告至少應提出其享有較廣泛之知名度，但在歐洲法院缺乏此爭點方面之案例判決前，長期間內可能難有同質性之看法。

陸、合理使用

美國憲法所賦予人們言論自由及新聞自由之權利，得用以支撐「合理使用」－”Fair Use”之理念，藍能法修正法案對合理使用之定義，亦透過法院判決加以闡述，其認為合理使用係行使商標法權利同時應與公權利一併考量之內涵。一般合理使用有以下所列之樣態：

1. 描述性(Descriptive)：係指該名稱(name)、文字(term)或圖形(device)非作為商標使用，而係以善意表達方式，用以表示商品或服務本身或其地理來源，為被告使用註冊商標時所為之抗辯，但也可能適用於非註冊商標，或著名商標淡化及網路名稱佔用時之一種抗辯。

2. 指示性(Nominative)：描述性合理使用是允許被告使用該文字，以為合理描述商品或提供服務時所需；指示性合理使用，則是允許被告使用另一個商標，用以表示或提供擁用該商標者之商品或服務，有一些法院對於被告得使用原告商標以表示原告商品或服務之情形，限制為(1)典型樣態，如電腦商品用以表示含Microsof內建程式而指示性使用Microsof商標。(2)比較性廣告(3)嘲諷性評論(4)網域名稱(5)政治性言論等。

在歐洲，商標保護與民事責任間之衝突也越來越普遍，但歐盟法院及會員國內法院之案例，並不明顯作描述性或指示性合理使用之區分。歐盟商標指令僅畫一線區隔，一為用以區別商品或服務之使用(use of sign for the purpose of distinquishing goods and services)，一為其他目的(for other purposes)之使用二種，所以歐盟商標指令只對於作為”商標之使用”(use as a trademark)設立標準，而其他非用以區辨目的之使用(the use of signs other than for the purpose of distinguishing)則由各會員國內法訂定。各國法院在個案內看法如下：

一、描述性合理使用(Descriptive Fair Use)
（1） 美國法院常在典型的商標侵權案件中，判斷被告使用原告商標或相近似商標是否有致消費者產生混淆之虞，而被告有時即會援引藍能法第1125（c）(3)(A)或1125（d）(1)(B)(Ⅱ)規定，認其使用原告商標係屬合理描述自己的商品或服務(Sec.1115(b)(4))加以抗辯。在「MICRO COLORS」商標侵權案中
，被告KP公司主張其自1991年即在廣告中使用「micro colors」，1999年間所發行之廣告手冊中使用「micro colors」係說明自己的商品而非作為商標使用；原告LII公司則在1993年獲准聯邦商標註冊，並主張被告廣告手冊中使用「micro colors」已侵害其商標權，巡迴上訴法院並作出被告使用「micro colors」係合理行為之判決。惟在該案中美國最高法院撤銷巡迴法院之判決並發回重審，責成原告應負擔有致混淆之虞之舉證責任(it is plaintiff’s burden to prove likehood of confusion)。其主要理由，係認為被告若需證明無有致混淆之虞，原告之主張即不可能成立，被告也不需以合理使用加以抗辯；如被告在抗辯合理使用之前須先證明無產致混淆之虞，法院即不可能就是否構成合理使用加以判斷，故加諸被告之舉證責任，顯然損及合理使用抗辯之適用。該最高法院判決被告提出合理使用之抗辯，不須負擔無造成混淆之虞之舉證責任，巡迴法院應在考量有無混淆之虞適用之前，先就客觀事實判斷有無合理使用之情事。但法院應在何種混淆之虞程度下可排除合理使用之抗辯，或如何拿捏混淆與否之尺度，顯然沒有標準答案。

（2） 澳洲1995年商標法第122(1)(b)條規定，若基於善意(in good faith)之使用，用以表示種類、品質、數量、用途、地理來源，或商品或服務其他特性等之描述，被告得以證明該描述商品或服務之使用係屬業者之權利，以供法院判斷是否係屬善意。在「CAPLETS」商標侵權案中
，Sterling公司早於1948年即以「CAPLETS」文字在澳洲取得註冊，使用於人體用藥片，並於1986年以”Panadol Caplets”為商標，擴充其商品到鎮痛解熱用止痛錠商品，Johnson & Johnson公司在1989年在澳洲發行銷售”Tylenol Caokets”藥品，並主張在美國「CAPLETS」係指膠囊狀的藥片之意，該文字之標示僅係描述性說明其商品。法院判斷爭點在於該文字之使用在藥品交易過程中係屬商品形狀之說明，還是具識別性之商標，其認為縱然「CAPLETS」一字非澳洲境內語法所常用之文字，但Johnson & Johnson公司係用以表示藥品形狀及劑量之說明，而非作為辨別商品來源之標示，法院最終採認被告之使用並無欺騙之意圖，且其標示係誠實且非別具用心之舉動(honestly and with no ulterior motive)，屬於善意使用。另外在使用「Barrier cream」(隔離霜)案件中
，法院更進一步說明，即使被告係惡意使用該文字，仍可能排除構成侵害，若其使用純係描述性目的(use must be purely for the purpose of description)而非作為商標使用。

（3） 歐盟商標指令第6.1條規定得據以抗辯商標權人之主張事由如下：

商標權人不得禁止第三人在商業過程中使用(1)自己的名稱或地址；(2)表示商品或服務之種類、品質、數量、用途、價值、地理來源、產製時間，或商品/服務之其他特性等；(3)有表示商品或服務用途之必要，尤其是符合企業或商業誠實標示之習慣，用以表示商品配件或備用零組件之情形。歐洲法院案例除對於使用商標文字以表示商品品質或特性，如以「SPIRIT SUN and CONTEXT CUT」文字表示鑽石商品，認為是描述珠寶類商品產製過程完美切工之說明，應不構成侵權之外，在「Gillette」一案中
，Gillette公司對LA Laboratories販售標有”all Parason Flexor and all Gillette Sensor handles are compatible with this blade”刮鬍刀片等文字之商品提出禁制令，法院在該案中表示合理使用行為應與商標權人法律上之利益相權衡，並進一步說明其使用需與商業上誠實交易實務相符合，以下列事項說明其考量因素為：

1. 使用方式是否造成第三人與商標權人間具有商業上關聯性之印象；

2. 使用結果有無不正利用商標權人商標之識別力及信譽而影響該商標之價值；

3. 是否造成減損或詆毀商標權人商譽之情形；

4. 第三人之商品是否仿襲或複製於不屬於自己商標之商品。

亦即，當第三人之商品若以非必要之方式使用他人之商標，且意圖表示其品質與商標權人之商品等同時，則應就個案不同之使用情形，判斷第三人之使用是否符合商業上誠實交易習慣。

二、指示性合理使用(Nominative Fair Use)

（一）典型

1. 美國以汽車機械修繕業者為例，若用以表示其係專修「Volkswagen」汽車之技工服務，自可以使用「Volkswagen」商標文字用以指示廣告其所提供之服務內容。另在Welles案中
法院認為Terri Welles是Playboy1981年的封面玩伴女郎，其判斷是否為指示性合理使用，有三個考量要素(1)系爭商品或服務若非使用該商標，是否無法即刻被認識；(2)僅為能合理的辨識商品或服務之必要情況下，使用該等商標文字；(3)使用人必須確定不會與商標權人產生連結，或為具有贊助或同意關係等之暗示。本案對Terri Welles而言，並無其他用語可以清楚描述其為Playboy1981年的封面玩伴女郎之情況，且其僅使用Playboy文字並未使用該商標有關之其他文字或圖形，應符合第(1)(2)項要素。至於第(3)項，Terri Welles亦聲稱其網站內容已清楚說明其與PEI公司之關係，並未與商標權人做任何商業上之連結，而否認侵害其權益。所以，在個案中當原告已證明有致混淆之虞時，舉證責任轉換為被告應提出合理使用之抗辯，法院即應就被告使用原告商標是否為必需，且無其他有效之替代用語可以描述其商品或服務？是否僅在必要情況下使用該商標文字？被告使用之語言，是否確實陳述被告與原告之商品或服務？等相關情形綜合判斷之。

2. 歐洲大部分涉及指示性合理使用商標之案件，皆不落入商標法指令之判斷範疇，而是依會員國內法令加以認定。歐洲高等法院目前至少有2個判決有關指示性合理使用值得參考，一是Christian Dior案件中，因在荷蘭的Dior商品轉售商在網路上促銷該商品，法院認為除有嚴重損害該商標商譽之情形外，轉售商有權使用製造商之商標以表示該商品。另一是BMW案件，是涉及轉售BMW二手車及维修汽車廠之使用，其使用雖構成商標指令所稱之商標使用，但除非其使用有致使消費者產生其與商標權人或經銷商間有關連之印象，並非商標權效力所能排除。

（二）比較性廣告

1. 在美國比較性廣告分為(1) 標榜型”Type”Ads，如相同於××風格之比較型廣告，如競爭廣告中表示B商品與競爭A商品係屬同類型或同風格者，此類廣告易構成廣告不實及商標侵權，因為可能會使消費者誤認為原告所擁有的商標商品
。(2) 相較型”Compare to”，則就其廣告內容是否實質上聯想到原告之商品判斷之，例如原告擁有聯邦註冊商標”BODY SOLUTIONS”對於第三人廣告中使用”Compare to Body Solutions”，若被告商品成份或口味顯然不同於原告商標商品，自構成廣告不實之情事。(3) 喜愛型”Like/Love” Comparisons，例如”若你喜愛A商品，你一定會喜愛我們的產品”
，此種類型廣告在侵權及不公平競爭案件中係屬較不清楚且難界定之廣告類型，需視其實際標示是否明顯，有無使消費者容易混淆或誤認等具體情事判斷之。(4) 自吹自擂型”Mere Puffery”，例如廣告中陳述”B商品是市場上最好的商品”之類型，縱有暗示比競爭之”A”商品好，或文義上顯非屬實，法院係就誇大其詞廣告類型之文義本質，認為個案中消費者實質上並無混淆之虞而駁回禁制令之主張。

2. 澳洲1995商標法明訂在廣告內容是真實，而對消費者無造成混淆或有濫用之情形下，比較性廣告不構成商標侵權。在Gillette’s 案件中，Energizer’s在電視廣告中比較其他競爭電池商品，其陳述Energizer’s的鋰電池是全世界最耐久高品質的商品，但相較於Gillette’s的鋰電池競爭商品，Gillette’s鋰電池一樣耐久且品質一樣好，則其廣告內容即認為不真實而違法。

3. 歐盟則認為在下列情形下，比較型廣告是允許的：

(1) 無產生誤認之情形；

(2) 比較商品或服務有一樣的目的及需要；

(3) 客觀比較商品及服務的材質，或其相關可證實的特性及價格等；

(4) 並非直接或詆毀競爭的商標、商號名稱或其他可識別來源的標識、商品、服務或競爭者的經濟狀況等；

(5) 是否不正利用商標之商譽、商號名稱或其他競爭者用以識別來源的標識及產品。

（三）嘲諷性評論

1. 美國認為當商標進入公眾領域，即難避免成為生活詞彙之ㄧ部分。在一般表達陳述當中，如何評估一般字彙之使用有構成商標侵害之情事，應從具體事證判斷其使用有無達表示商品來源之功能，而在嘲諷性廣告其提到言論自由與商標法權衡之觀點。在Mattel, Inc. v. MCA Records案中，丹麥著名樂團”Aqua”在其流行曲歌詞內嘲諷”Barbie Girl”是愛慕虛榮的物質需求的女孩，其表達方式有無淡化損害”BARBIE”商標之商譽，若從表達自由之觀點切入後，其使用則被認為非屬商業性質，縱使流行歌曲本身具有商業效果。但嘲諷案例並非當然不為商標權效力所拘束，有時嘲諷性廣告尚可能涉有著作權之爭議，須就個案是否非商標使用？其諷刺性文章是否有適用該商標文字之必要？有無混淆情事？是否有淡化損害之虞等判斷之。在美國淡化法案修正後，法院在Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC
.案中，認為被告使用原告相彷彿的商標係為嘲諷性質(詳下圖
)，屬於著名商標反淡化保護之例外，並無發給禁制令之適用，但未就其使用是否非屬商業上使用，而無表示商品來源之功能等法律上理由加以陳述。此案例引發的爭議是，嘲諷本質並非當然對淡化保護責任免疫，而仍應須就其使用有無構成指示商品來源之”商標使用”而有致混淆之虞等事實再行判斷，目前該案已進行言詞辯論，預期於於本年(2007)年底前定決。



2. 在歐洲並不清楚陳述嘲諷可為商標侵害之抗辯，著名商標尋求保護救濟之際，即使不構成商標使用仍會擴充其保護範圍適用於不公平競爭或有廣告不實或誤導等情形，各國都有以嘲諷抗辯成功或不成功之案例，在法國對嘲諷較有討論與發展，其法院接受嘲諷是為言論自由的表達，並以下三種情形為商標權利之限制：(1)不會有特定的商業利益。(2)不會產生混淆之風險。(3)並無貶低嘲諷的商標。

其他指示性廣告如政治性評論、網域名稱等問題，因政治性評論屬言論自由表達之ㄧ環，其表達與商標使用間有明顯的目的區分，而網域名稱議題歷年來都有較多的討論，在此報告內即不再贅述。

柒、心得與建議

每個人常在自己頭上頂著一片天，研習中發現自己的缺失與不足，未嘗不是一股補強與進步的動力。本次專題研習INTA蒐集彙整各國最近法院之相關見解加以分析，對目前智慧局著手草擬商標法修正草案及相關審查基準很有參考價值，收穫良多。其中研習課程中所舉行的招待晚宴，相較於我國目前須配合相關議題發展所舉辦之國際研討會，有以下建議及心得。

一、專題研習內容及面向應融合不同相關業界、法界、實務界等各方觀點，可加強決策判斷範圍的廣度與深度。以網路上廣告之關鍵字搜尋所啟動商標侵權議題為例，INTA不但由搜尋引擎業者之執行、商標權人、法院等各面觀點分別研析，甚至廣告業本身所涉法規及實務亦另闢專題主講，使廣告業者明白其所為廣告行為，在某程度上不只牽涉廣告相關主管法規，甚至可能影響商標權、著作權等議題，其各方切入點所引發之討論面向，使機關政策決定時之資訊較為充足而週延，而不是本位主義地以任一方自以為是之思考模式決定政策取向。最近遊覽車翻車事件所延伸之社會問題，常令我等思考怎樣的規範才是雙贏的局面，政府應思考如何在業者之經濟利潤及社會之安全性間取得平衡，若非如此，嚴厲的法規一定不如合理而可執行的法規來得安全。在智慧財產權領域也一樣，所涉地理標示、多樣生物或傳統知識議題，甚至藥品資料庫及邊境執行保護等，似乎已不是智慧局所能單獨決策與執行，資訊的充分流通與溝通，顯然是一個好的政策所不能或缺的因素。

2、 本次出席一場INTA所設置的招待晚宴地點，是在芝加哥城市科學工業博物館內舉行，晚宴地點與當地文化背景相融合，出席者可以在博物館內一邊觀賞芝加哥城市之發展與建設，一邊體驗當地風情文化與食物，感覺新穎且有特色，對來自國外各地之出席者而言，在倉卒的旅程中似乎也能節省時間與金錢，卻另有收穫。

3、 在整個INTA年會中所呈現的各項活動，似乎都是常態卻又有創意，如每年舉辦的地點及議題規劃，都樣樣循序漸進的進行，在我國與日俱增的國際性活動中，雖然商標權組已初步擬具了所有國際研討會舉行時所需注意之標準作業及流程規範，但同仁要能在處理平常商標審查事務之餘，熟稔的處理相關涉外事務，似乎更需投入一群有創新、有關懷、有堅韌意志而專業的團隊，除了培養所需之外語能力外，有一定專業敏感度與文化氣息，似乎是無法在短時間內一蹴即成的，寄望本局組織再造之長期目標能確實與國外智慧財產權活動接軌，一路通順。

附錄一：第129屆國際商標參加議程
INTA第129屆年會行程表

	April 28－April 29

	23:30-19:30

(11時)
	出發：台北(TPE)中正機場第二航站（BR 28）

抵達：舊金山(SFO)國際航站 

	23:30-05:30

(4時)
	出發：舊金山(SFO)第三航站（AA 1687）

抵達：芝加哥海爾(ORD)國際機場第三航站

	April 29(Sunday)

	CHECK-IN
	住宿：HYATT REGENCY MCCORMICK PLACE
2233 S. Martin L.King Drive, Chicago, Illinos 60616, USA

Tel：1-312-567-1234

	19:00-19:30
	餐會，旅館大廳集合

地點：312 Chicago, Mezzanine Room,136 N.La Salle St(at Randolph)  

	April 30(Monday)

	Schedule
	Wang, Me-Hwa
	Liu, Chen-Chen

	10:15-11:30
	CM02-

Regional update：

THE PEOPLE’S REPUBLIC OF CHINA (A) 
	CM01-

Muddy Water：

Involving Law and Policy in Internet Advertising (keywords and Adware) (I)

	11:45-13:00
	CM05-

Breaking with Tradition：A Comparative view of non-traditional Trademark(I)
	CM04-

Trademark Protection VS. Civil Liberties (I)

	15:30-16:45
	CM52-

The Survey Blue ：Litigation Survey errors causing exclusion or reduced weight(I)
	CM50-

Enforcement of Trademark rights in Latin America (A)

	May 1(Tuesday)

	10:15-11:30
	CT02- 

U.S District Court Litigation-Music to Judges’ ears (A)
	CT01-

Regional update：Community Trademark Update(A)
 

	11:45-13:00
	CT04-

Trade Dress Protection-Comparative Study (I)
	CT06-

Ethic-Trademark Litigation and Conflicts of Interest (I/A)



	15:30-16:45
	WT51-

Introduction to Mediation in IP Disputes (I/A) 
	CT51-

Advertising Law-What is it？What do I need to know？(A)

	17:00-18:00
	Government Official Reception

Location：McCormick Place, Convention Center 

	May 2(Wednesday)

	10:15-11:30
	CW01-

The Thrill is never gone-Annual review of U.S Federal case law and TTAB Developments (A)
	CW02-

Regional Update：Recent Legal development in Southeast Asia(A)

	11:45-13:00
	CW06-

Dilution Law Update (I/A)


	CW05-

A Cryin’ Shame-Counterfeit and Gray Market goods (I)

	17:30
	Meeting /Ann Eng. Director of Education (INTA) 

地點：(未定)  

	19:00-23:00
	INTA Grand Finale/大廳集合

地點：The Museum of Science & Industry 大

	May 3－May 4

	13:20-15:55

(4eq \o(\s\up10(\o(\s\up3(\d\fo4()ˊ),ㄕ)),時)35eq \o(\s\up10(ㄈㄣ),分))
	出發：芝加哥海爾(ORD)國際機場第三航站(AA1687)

抵達：舊金山(SFO)第三航站

	17:55-22:00

(13eq \o(\s\up10(\o(\s\up3(\d\fo4()ˊ),ㄕ)),時)5eq \o(\s\up10(ㄈㄣ),分))
	出發：舊金山(SFO)國際航站(BR27)

抵達：台北(TPE)中正機場第二航站出


附錄二：第129屆國際商標協會年會議程
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SATURDAY, APRIL 28

8:00 a.m. - 4:00 p.m.

8:00 a.m. - 5:00 p.m.

8:00 a.m. - 5:00 p.m.

12:00 p.m. - 1:30 p.m.

1:00 p.m. = 7:00 p.m.

1:00 p.m. = 7:00 p.m.

1:30 p.m. - 5:00 p.m.

5:30 p.m. - 7:00 p.m.

7:00 pm. - 11:00 p.m.

Tours - Depart from the McCormick Place Ghicago
(See page 17 for details.)

Student Course on International Trademark Law ~ Hyatt Re-
gency Ghicago, Regency A (Gold Level West Tower)

Advanced Mediation Training - Hyatt Regency Chicago, Plaza
Ballroom (Green Level East Tower)

Board of Directors Luncheon ~ Hyatt Regency Chicago,
Stetson's Restaurant

Registration - McCormick Place Chicago, Level 2 - Lakeside
Center Lobby

Hospitality - McCormick Place Chicago, Level 3 - Hall D1

Board of Directors Meeting - Hyatt Regency Chicago,
Toronto (Gold Level West Tower)

Law Student Happy Hour — Hyatt Regency Chicago, BIG Bar
INTA Gala - The Field Museum

SUNDAY, APRIL 29

8:00 a.m. - 5:00 p.m.

8:30 a.m. - 4:30 p.m.

9:30 a.m. - 7:30 p.m.

9:30 a.m. - 7:30 p.m.

10:00 a.m. - 12:00 p.m.

am. - 12:

11:30 am. - 1:30 p.m.

Student Course on Interational Trademark Law ~ Hyatt Re-
gency Ghicago, Regency A (Gold Level West Tower)

Tours - Depart from the McCormick Place Ghicago
(See page 17 for details.)

Registration - McCormick Place Chicago, Level 2 - Lakeside
Center Lobby

Hospitality - McCormick Place Chicago, Level 3 - Hall D1

Committee Meetings — McGormick Place Chicago, Level 2
(See page 59 for listing and room assignments)

. ICANN Intellectual Property Constituency Meeting

MecCormick Place Chicago, Level 3 - E350

Speaker:
Paul Twomey, President and CEO, IGANN

Trademark Administrators Brunch ~ McGormick Place Chi-
cago, Level 4~ E451b

Join trademark administrators for brunch, networking and a fash-
ion show. Enjoy the latest business casual fashions as you catch
up with colleagues and friends from around the world. Advance.

registration is required.




[image: image2.png]12:00 p.m. - 4:00 p.m.

12:45 pm. - 2:15 p.m.

12:45 pm. - 2:15 p.m.

2:30 p.m. - 4:30 p.m.

3:00 p.m. - 4:45 p.m.

5:00 p.m. - 6:30 p.m.

Exhibition Hall - McComick Place Chicago, Level 3 - Hall D1

Luncheon Table Topics - McCormick Place Chicago,
Level 2 - 253 (See pages 28 - 29 for listing.)

Committee Meetings — McGormick Place Chicago, Level 2
(See page 59 for listing and room assignments)

Committee Meetings — McGormick Place Chicago, Level 2
(See page 59 for listing and room assignments)

INTA Annual Meeting Orientation and Cocktail Recept
~McCormick Place Chicago, Level 4 - E450b

For new INTA members, first-time Annual Meeting attendees,
young practitioners and non-members.

The INTA Annual Mesting Orientation and Cocktail Reception
is the perfect place to start your Annual Meeting experience. It
offers attendees the opportunity to mest other trademark profes-
sionals, hear from experienced members abott how to get the
most from the Annual Meeting and to stay involved in the INTA
community year-round.

OPENING CEREMONIES AND KEYNOTE ADDRESS —
MecCormick Place Chicago,
Level 2 - Arie Crown Theater

Welcoming Remarks:
129" Annual Meeting Project Team Go-Chairs

David Fleming, Brinks Hofer Gilson & Lione (United States)
Michelle Brownlee, Colibri Corporation (United States)

Alan C. Drewsen, Executive Director, International Trademark
Association (United States)

INTA President’s Address:
Dee Ann Weldon-Wilson, President, International Trademark
Association

Exxon Mobil Gorporation (United States)

Keynote Speaker:
Jim Skinner, Vice Chairman and Chief Executive Officer
McDonald's Corporation (United States)

Jim Skinner will discuss issues relating to the development and
protection of McDonald's intenationally known brand and its
value to the restaurant industry. Mr. Skinner was elected Mc-
Donald’s vice chairman and chief executive officer by the board
of directors on November 22, 2004. Prior to being named CEO,
Mr. Skinner was vice chairman of McDonald's Corporation. In

his previous role as vice chairman, Mr. Skinner had management
oversight of Asia, the Middle East and Africa (AMEA), and Latin
America, in addition to overseeing most corporate staff functions.
Since the beginning of 2004, he was accountable for McDonald's
Japan Limited, McDonald's second-largest market with almost
4,000 restaurants.
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6:45p.m. ~8:15 p.m.  Welcome Reception - “Red Hot Chicago” - McGormick Place
Chicago, Level 3 - Hall D2

Chicagois not just a city to be visited; it is a city to be experi-
enced! Images, colors, flavors and fragrances of Chicago’s lively
neighborhoods will define the venue and beckon you to a savory
dining experience. As famous for its signature skyline as itis for
its wonderful ethnic neighborhoods, Chicago is a town diverse
enough to satisfy any epicure. At this event, we will honor the
unique cultures that thrive in this busy Midwestern city that will
make these neighborhoods come alive.

APRIL 30

7:30 am.-5:00p.m.  Registration - McCormick Place Chicago, Level 2 - Lakeside
Center Lobby

7:30 am. - 5:00p.m.  Hospitality - McCormick Place Chicago, Level 3 - Hall D1

8:00 am. - 10:00 a.m. Continental Breakfast - McCormick Place Chicago,
Level 3 - Hall D1

8:00a.m.-10:00 a.m. Breakfast Table Topics ~ McCormick Place Chicago,
Level 2 - E253 (See pages 29 - 30 for listing.)

8:00a.m.-10:00 am. Committee Mestings - McCormick Place Ghicago, Level 2
(See page 60 forlisting and room assignments)

8:30 am. - 10:00 a.m. Professor Breakfast - McCormick Place Chicago, Level 2 - E267

8:30a.m.-4:00 p.m.  Tours - Depart from the McCormick Place Ghicago
(See page 17 for details.)

10:00 a.m. - 4:00 pm.  Exchibition Hall - McCormick Place Chicago, Level 3 - Hall D1

10:15 a.m. - 11:30 a.m. CONCURRENT SESSIONS

CMO1 - MUDDY WATERS: EVOLVING LAW AND POLICY IN INTERNET ADVERTISING
(KEYWORDS AND ADWARE) - McCormick Place Chicago, Level 4 ~ E450a
Intermediate Level ~ Geographic Scope: General-Comparative

“Mudy Waters” is a registered trademark of the Estate of McKinley Morganfield, alk/a
Mudcy Waters. The non-trademark use herein is with the consent of the Estate.

Internet comparies must weigh competing interests when dealing with trademark owners,
advertisers and hosts / sellers of Internet ads. Hear about the balancing act from those in
the trenches and learn more about setting keyword policy, accepting banners that contain
competitors’ marks and pop-up advertising triggered by URLs. Does the sale of trade-
marks as keywords constitute trademark "use” at all? And if so, can trademark-triggered
advertising constitute fair use? The experts will discuss how recent case law around the
world is influencing their policy decisions, and how they feel about the evolution of the law
as both trademark owners and Internet companies.

Moderators:
Janice Bereskin, Bereskin & Parr (Ganada)
Charles Gielen, NautaDutilh (The Netherlands)

Speakers:
Peter W. Becker, Microsoft Corporation (United States)
Laura Hauck Covington, Yahoo! Inc. (United States)
Lauren S. Fisher, AOL LLG (Urited States)

Rose Hagan, Google (United States)





[image: image4.png]CMo02 - REGIONAL UPDATE:
Place Chicago, Level 4 - E450b
Advanced Level  Geographic Scope: Regional-PRC
Receive the latest information on developments in trademark law in the People’s Republic
of China, including updates on enforcement and prosecution.

Moderator:
Bonan Lin, Zhongzi Law Office (China, People’s Republic)

HE PEOPLE’S REPUBLIC OF CHINA - McCormick

Speakers:
Lily Changxin Lei, Liu, Shen & Associates (China, People’s Republic)
Loke-Khoon Tan, Baker & McKenzie (Hong Kong, SAR)

Zhengfa Wang, China Patent & Trademark Agent (H.K.) Ltd. (Hong Kong, SAR)

10:45 a.m. = 11:30 a.m. WORKSHOPS
WMO1 - M NOT WALKIN'...’'M TALKIN' - STRATEGIES FOR DRAFTING AND NEGO-
TIATING LICENSE AGREEMENTS - McCormick Place Chicago, Level 3 - E353b
(Attendance limited to 140)

Intermediate Level  Geographic Scope: General

Participate in mock trademark licensing negotiations, including consideration of interna-
tional issues. Practice negotiating different trademark license agreement issues, including
co-branding, royalty payments, control and termination. This interactive workshop will also
give you tips on clauses and specific language to include and to avoid when drafting your
ficense agreement.

Moderator:

Leslie A. Tilly, Mallesons Stephen Jaques (Australic)

Speakers:

Richard Bergovoy, The Beanstalk Group, LLC (United States)
Susan L. Crane, Wyndham Worldwide Gorporation (United States)

11:45 a.m. - 1:00 p.m. CONCURRENT SESSIONS

CMO3 - ETHICS: TRADEMARK OFFICE PRACTICE, INVESTIGATIONS AND UNAU-
THORIZED PRACTICE - McCormick Place Chicago, Level 4 - E451a
Intermediate / Advanced Level  Geographic Scope: Regional-U.S.

Panel members will examine ethical issues arising in trademark office practice, includ-
ing during investigations, clearance and communications with the Patent and Trademark
Office. The panel will also discuss risks that arise in communications to possible infring-
ers and when a non-attomey professional’s work product borders on the unauthorized
practice of law.

Moderator:

Craig W. Weinlein, Carington, Goleman, Sloman & Blumenthal, LLP (United States)
Speakers:

David Hricik, Mercer University School of Law (United States)
Ray Weston, YUM! Restaurants International (United Kingdorn)
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CMO04 - TRADEMARK PROTECTION VS. CIVIL LIBERTIES - McCormick Place Ghicago,
Level 4~ E451b
Intermediate Level  Geographic Scope: General-Comparative

This valuable session will consider the limits and boundaries of trademark protection
versus civi liberties. Take a closer look at cases involving freedom of speech, use of third
party trademarks in the arts, ambush marketing and open criticism of brands. The panel
will also share their thoughts on the treatment of such issues in the United States, Europe
and Australia.

Moderator:
Eic W. Gallender, McDonalds Corporation (United States)

Speakers:

Enrique Armijo Chavarri, Elzaburu (Spain)

Michael G. Kelber, Neal Gerber (United States)
Mark A. Lenley, Stanford Law School (United States)
Simon Williams, Sprusons Ferguson (Australia)

GMO5 - BREAKING WITH TRADITION: A COMPARATIVE VIEW OF NON-TRADITION-
AL TRADEMARKS - McCormick Place Chicago, Level 4 - E450a
Intermediate Level Geographic Scope: General-Comparative

Join this diverse panel with speakers from North America, Europe and Asia as they com-
pare the changing legal landscapes associated with non-traditional trademarks such as
color, sound, scent and other interesting trademarks.

Moderator:
Philip M. Davison, YUM! Restaurants International (United States)

Speakers:

Esmond Hitchcock, Lioyd Wise (United Kingdom)

Shirley Kwok, Bird & Bird IP Beijing Co. Ltd. (China, People’s Republic)

Douglas A. Rettew, Finnegan, Henderson, Farabow, Garrett & Dunner, LLP (United States)

CMO6 - RIGHT OF PUBLICITY AROUND THE WORLD - McCGormick Place Chicago,
Level 4 - E450b
Advanced Level  Geographic Scope: General-Comparative

Join us for a comparative study of the right of publicity of celebrities throughout the
world. The panel will focus on the commercial use of celebrity names on products and in
advertising, including the rights of athletes and other celebities to control the use of their
names and statistics in fantasy games, as well as other conflicts between publicity rights
and free speech rights.

Moderator:

Mike Rodenbaugh, Yahoo! Inc. (United States)

Speakers:

William T. Gallagher, Golden Gate University School of Law (United States)

Paula M. Guibault, The Coca-Cola Gompany (United States)

Avil Martindale, Freshfields Bruckhaus Deringer (United Kingdom)




[image: image6.png]IMO1 - INDUSTRY BREAKOUT: APPAREL, COSMETICS, CONSUMER GOODS, JEW-
ELRY - LICENSING WITHOUT FORMS - McCormick Place Chicago, Level 3 - E352
Advanced Level  Geographic Scope: General

A panel of in-house trademark licensing lawyers discuss the real lie issues they face on
both sides and how to anticipate issues when drafting licenses. Gounsel discuss issues
including trademark use and enforcement, quality assurance and approvals, brand man-
agement, manufacturing, design issues and distribution.

Moderator:
Barbara Kolsun, 7 For All Mankind (United States)

Speakers:
Michael Colosi, Kenneth Gole Productions, Inc. (United States)
Geri Lynn Mankoff, Peny Elis International, Inc. (United States)
Lesley Moradian, Estee Lauder Companies (United States)

IM02 - INDUSTRY BREAKOUT: ENTERTAINMENT AND SPORTS - McCormick Place
Chicago, Level 3 - E350
Advanced Level  Geographic Scope: General

How do companies identify trademark assets in new entertainment properties and in the
world of sports? Learn how to plan for and tackle issues of ownership, merchandising,
protection and anti-piracy programs while taking into account the projected lfespan of the
property and the always present budgetary and other business concerns.

Moderator:
Brian W. Brokate, Gibney, Anthony & Flaherty, LLP (United States)

Speakers:
Rebecca Borden, GBS (United States)

Andros Ghrysiiou, Chrysiliou Law (Australia)
Erik Levin, NBA Properties, Inc. (United States)

IM03 - INDUSTRY BREAKOUT: “SHAKE YOUR MONEYMAKER” - FINANGIAL INSTI-
TUTIONS AND FINANCIAL SERVICES — McCormick Place Chicago, Level 3 - Ea51
Advanced Level  Geographic Scope: General

Join in-house and outside counsel as they discuss new technologies and thei impact
on branding and piracy in the financial services industry. The panel will also give you an
in-depth look at online credit card fraud (e.g., phishing and pharming) and developments
in biometrics.

Moderator:
Carole F. Barrett, Howard, Rice, Nemerovski, Canady, Falk & Rabkin (United States)

Speakers:
Dianne K. Gahill, American Express Gompany (United States)
Carrie A. Hefte, Wells Fargo & Gompany (United States)
Steve Zelinger, Solidus, Inc. (United States)

1:45p.m. ~3:45 p.m.  Luncheon Table Topics - McCormick Place Chicago, Level 2
- E253 (See pages 30 - 31 for listing.)

1:45p.m. ~3:15 p.m.  Committee Meetings — McCormick Place Ghicago, Level 2
(See page 60 for listing and room assignments)
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CMS50 - ENFORCEMENT OF TRADEMARK RIGHTS IN LATIN AMERICA - McCormick
Place Chicago, Level 4~ E451a
Advanced Level  Geographic Scope: Regional-Latin America

Join the panelists in an analysis of the requisites and conditions for enforcement; explore
proceedings and venues for enforcing trademark rights in Latin American countries,
including border measures and patrol issues. Leam how to implement a comprehensive
system to enforce trademark rights in Latin America.

Moderator:
Leticia Provedel, Veirano Advogados Associados (Brazil)

Speakers:

Enrique Cavero, Procter & Gamble Latin America (Venezuela)
Ricardo Oliveira, BATMark Limited (United Kingdom)

José Pablo Perez Zea, Santamarina Y Steta (Mexico)

CM51 - IP TAX PROBLEMS AND PROTEGTION — McCormick Place Chicago,
Level 4 - E451b
Advanced Level  Geographic Scope: General-Comparative

Tax problems arise not only when protecting IP rights, but also during the transfer of IP
tights, especially when done in an intemational arena. This panel wil discuss tax consider-
ations when deciding which entities should own trademarks in an international portfolio.

Moderator:
Michael Moore, Metro-Goldwyn-Mayer Studios Inc. (United States)

Speakers:

Alistair Payne, Matheson Ormsby Prentice (Ireland)
Rodrigo A. Santos, Momsen, Leonardos & Gia. (Brazil
Brent Sckol, Jones Day (United States)

CMS52 - THE SURVEY BLUES: LITIGATION SURVEY ERRORS CAUSING EXCLUSION
OR REDUCED WEIGHT - McCormick Place Chicago, Level 4 ~ E450a
Intermediate Level  Geographic Scope: Regional-U.S.

A panel of experienced practitioners and survey experts will eview the trial courts role
under Daubert, as gatekeepers for the admission or exclusion of survey expert testimony
under FRE 702, and offer practical tips and guidelines for proponents and opponents

of proffered surveys. The panel will also discuss the latest trends and emerging topics,
including Intemet surveys' benefits and pitfalls.

Moderator:
Paul W. Reidl, E. & J. Gallo Winery (United States)

Speakers:

Shari Seidman Diamond, Northwestern University School of Law (United States)
Gerald L. Ford, Ford Bubala & Associates (United States)

Jere B. Swann, Kilpatrick Stockton LLP (United States)
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CMS53 - REGIONAL UPDATE: INDIA, PAKISTAN AND THE MIDDLE EAST - McCormick
Place Chicago, Level 4 - E450b

Advanced Level  Geographic Scope: Regional-Middle East

Receive an overview of the latest developments in India, Pakistan and the Middle East.

Moderator:
Farrukh Irfan Khan, United Trademark & Patent Services (Pakistar)
Speakers Include:

Samer A. Pharaon, Abu-Ghazaleh Intellectual Property (AGIP) (Jordan)
Jyoti Sagar, K&S Partners (Indic)

:30 p.m. = 4:46 p.m. _ WORKSHOPS
WMS0 - “BLUES CLUES” - INTERNET INVESTIGATIONS ~ McCormick Place Chicago,
Level 3 - E353b

(Attendance limited to 140)

Intermediate Level  Geographic Scope: General

“Blues Clues” is a registered trademark of Viacom International, Inc. The non-trademark
use herein s with the consent of the trademark owner.

Attend this hands-on workshop and leam to explore and navigate through various Internet
technologies and free information resources. This highly interactive and computer driven
session will teach you helpful search strategies to locate and leverage the most valuable
information to assist in trademark-related investigations in prosecution or enforcement
contexts.

Please Note: Attendees are reqired to bring their own laptop computer to this workshop.
A wireless Internet connection will be available to al attendees, so they can follow along
with the speakers.

Moderators:
Barbara Barron Kelly, CT Gorsearch (United States)
Tu Tsao, Google (United States)

Speakers:
Sylvain Hirsch, IP Twins (France)

Karen Reule, Microsoft Corporation (United States)
Fabricio Vayra, Time Warner Inc. (United States)

WM51 - INTRODUCTION TO MEDIATION IN IP DISPUTES ~ McCormick Place Chicago,
Level 3 - E353¢

(Attendance limited to 140)

Intermediate / Advanced Level  Geographic Scope: General

Ifyou can't make it to this Workshop, the same Workshop is repeated (WT51) on Tuesday
afternoon, 3:30 p.m. - 4:45 p.m.

Leam the basic principles of mediation and how to apply and manage the mediation
process in the context of a trademark dispute. This workshop will cover the principles

and theories of mediation, how to execute the mediation, including the appointment of a
mediator, as well as planning and supervising initial and subsequent mestings and how the
parties prepare for mediation.

Moderators:

Mary Bleahene, FR. Kelly & Co. (ieland)

Speakers:

Michael D. Cover, Charles Russell LLP (United Kingdorm)

F. Peter Mueller, Mueller Schupfner (Germany)

Louis T. Pirkey, PirkeyBarber LLP (United States)
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4:30 p.m. - 5:30 p.m.

5:00 p.m. - 7:00 p.m.

6:00 p.m. - 7:00 p.m.

9:00 p.m. - 11:30 p.m.

Committee Meetings — McGormick Place Chicago, Level 2
(See page 60 for listing and room assignments)

PAC Reception - McCormick Place Chicago, Level 2 - E260
(By invitation only)

Regular Member Reception - McCormick Place Chicago, Level
2-E271a (By invitation to Regular Members only)

China Reception - McGormick Place Chicago, Level 2 - E259
(By invitation only,)

President’s Dessert Reception — Hyatt Regency Chicago —
Crystal C (By invitation only,)

TUESDAY, MAY 1

7:30 am. - 3:00 p.m.

7:30 am. - 5:00 p.m.

8:00 am. - 10:00 a.m.

8:00 am. - 10:00 a.m.

8:00 am. - 10:00 a.m.

8:30 am. - 10:00 a.m.

9:00 a.m. - 5:30 p.m.

10:00 a.m. - 4:00 p.m.

10:00 a.m. - 7:00 p.m.

Registration - McCormick Place Chicago, Level 2 - Lakeside
Center Lobby

Hospitality - McCormick Place Chicago, Level 3 - Hall D1

Continental Breakfast - McCormick Place Chicago, Level 3
~Hall D1

Breakfast Table Topics - McCormick Place Chicago, Level 2
~E253 (See pages 31 - 32 for listing)

Committee Meetings — McGormick Place Chicago, Level 2
(See page 63 forlisting and room assignments)

INTA Roundtable Hosts Breakfast - McCormick Place Chicago,
Level 2 - E270 (By invitation only)

Tours - Depart from the McCormick Place Ghicago
(See page 17 for details.)

Exhi

ion Hall - McCormick Place Chicago, Level 2 - Hall D1

SPORTS - Golf Tournament - Transportation departs from the
MecCormick Place Chicago.

Test your skills and network with friends and colleagues in the
INTA golf tournament held at the Ruffled Feathers Golf Club. A
boxed lunch is included and prizes will be awarded.
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CT01 - REGIONAL UPDATE: COMMUNITY TRADE MARK (CTM) UPDATE - McCor-
mick Place Ghicago, Level 4 - E451a
Advanced Level ~ Geographic Scope: Regional-Europe

Attend this regional update session to leam more about the scope of protection, ad-
vantages and criticisms of CTM (e.g., confusion in maintaining dual CTM and national
systems) and indications of the increasing size of the European Union.

Moderators:
Carl De Meyer, Howrey LLP (Belgium)

Speakers:
Michael Lantos, Danubia Patent & Trademark Attomeys (Hungary)

Peter Lawrence, Office for Harmorization in the Internal Market (OHIM) (Spain)
Wolfgang May, Wella Aktiengesellschaft (Germany)

CT02 - U.S. DISTRICT COURT LITIGATION - MUSIC TO JUDGES’ EARS ~ McCormick
Place Chicago, Level 4 - 451b
Advanced Level  Geographic Scope: Regional-U.S.

A distinguished panel of federal district court judges, with experience in trademark cases,
discusses best practices in trademark litigation, including injunction proceedings and jury
trials. Discover what these judges find persuasive and problematic in such cases.

Moderator:
Paul R. Garcia, Kirkland & Ellis (United States)

Speakers:
The Honorable Ruben Castillo, United States District Gourt for the Northen District of
Hlinois (United States)

The Honorable Mark Filip, United States District Gourt for the Northern District of llinois
(United States)

The Honorable Matthew F. Kennelly, United States District Gourt for the Northern District
o llinois (United States)

10:5 a.m. - 11:30 a.m. WORKSHOP

WT01 - GLOBAL SETTLEMENT AND COEXISTENGE AGREEMENTS — McGormick
Place Chicago, Level 3 - E353b

(Attendance limited to 140)

Advanced Level  Geographic Scope: General

Workshop participants will organize and evaluate settlement and coexistence agreements
used to resolve global trademark disputes, with tips on drafting multi-country agreements
and guidance on region and country-specific considerations.

Moderator:
Jennifer Morton, Gowling Lafleur & Henderson LLP (Canada)

Speakers:
Arch M. Ahern, Motorola, Inc. (United States)
Caroline A. Davies, Imperial Chemical Industries PLG (United Kingdom)

11:00 a.m. - 6:00 p.m. SPORTS - Tennis - Transportation departs from the McCormick
Place Chicago.
Challenge your friends and colleagues as you participate in the
tennis toumament at Homewood Flossmoor Racquet & Fitness
Club. Light refreshments are included and prizes will be awarded.
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11:45 a.m. - 1:00 pm. _CONCURRENT SESSIONS

CT03 - SEARCHING AND CLEARING MARKS INTERNATIONALLY - McGormick Place
Chicago, Level 4~ E451a
Intermediate Level ~ Geographic Scope: General

Review the challenges of conducting international trademark clearance, including scope,
limitations and risks of available tools. The panel willalso present reveaiing tips on dealing
with translation and transliteration issuies, and balancing costs and time urgency.

Moderator:
Grace Jennings, Wong, Cabello, Lutsch, Rutherford & Brucculeri, LLP (United States)

Speakers:

Max Harrison Millcan, Dell Inc. (United States)

Allan Poulter, Field Fisher Waterhouse (United Kingdorm)
Susan Shook, The Procter & Gamble Company (United States)
Shannon T. Vale, Fulbright & Jaworski LLP (United States)

CTO04 - TRADE DRESS PROTECTION: A COMPARATIVE STUDY — McCormick Place
Chicago, Level 4~ E451b
Intermediate Level ~ Geographic Scope: General-Comparative

This session will offer a study on protection of trade dress in different jurisdictions. The
discussion will touch on the types of trade dress, comparison with design patents and
copyright, legal protection of trade dress and international enforcement of rights in a trade
dress.

Moderator:
Wolfgang Kellenter, Hengeler Mueller (Germany)

Speakers:

Pravin Anand, Anand & Anand Advocates (india)
Stuart Lockyear, Burberry Limited (United Kingdor)
Joseph V. Norvell, Norvell IP LLG (United States)
Valdir Rocha, Veirano Advogados Associados (Brazi)

CTO5 - TRADEMARKS IN BUSINESS TRANSACTIONS - McCormick Place Ghicago,
Level 4~ E450a
Beginner / Intermediate Level  Geographic Scope: General

Itis no secret that intangibles are generally the most valuable assets in most corporate
transactions and that acquisitions and trademarks are at the top of the list. Take advan-
tage of this opportunity s experts in the field recommend steps for conducting effective
due diligence of trademarks involved in acquisitions, mergers and other business transac-
tions.

Moderator / Speaker:
Francisco Espinosa Reboa, Estudio Francisco Espinosa-Bellido Abogados §.C.R.L. (Per)

Speakers:

Juan Carlos Ojam, Bruchou, Femandez Madero, Lombardi & Mitrani (Argenting)
Scott E. Thompson, GlaxoSmithKiine (United States)

David Wilf, Gibson, Dunn & Grutcher LLP (United States)




[image: image12.png]CT06 - ETHICS: TRADEMARK LITIGATION AND CONFLICTS OF INTEREST - McCor-
mick Place Chicago, Level 3 - E350

Intermediate / Advanced Level  Geographic Scope: Regional-US

Earn U.S. continuing legal education ethics credits and join this panel as they discuss and
resolve conflicts of interest and ethical issues that arise during trademark litigation.
Moderator:

Craig W. Weinlein, Carington, Goleman, Sloman & Blumenthal, LLP (United States)
Speakers:

Jess M. Collen, Collen IP (United States)

Alan §. Gooper, Howrey LLP (United States)

David Kramer, Oswald Gompanies (United States)

CTO7 - MADRID PROTOCOL UPDATE - McCormick Place Chicago, Level 4 ~ E450b
Intermediate / Advanced Level  Geographic Scope: General-Comparative

This update session will provide different perspectives and a technical update on the Ma-
drid Protocol and its effect on the registration of trademarks in different jurisdictions.

Moderator:
R. Scott MacKendrick, Ogivy Renault (Canada)

Speakers:
Mark Holah, Field Fisher Waterhouse (United Kingdom)
Nadine H. Jacobson, Fross Zelnick Lehrman & Zissu, PC. (United States)

1T01 - INDUSTRY BREAKOUT: FOOD, BEVERAGE AND ALCOHOL ~ McGormick Place
Chicago, Level 3 - E351
Intermediate / Advanced Level  Geographic Scope: General

In-house trademark attorneys discuss, in an interactive format, the cutting-edge issues
that affect all three indlustries, including new case law, the global launch of new products,
counterfeit products, and the effect social and regulatory issues have had on the way we
advise our dlients.

Moderator:

Elliot R. Basner, Diageo North America, Inc. (United States)
Speakers:

Jennifer O’Malley, McDonalds Gorporation (United States)
Caroline Pearlstein, The Goca-Cola Gompany (United States)
Chrysso Sarkos Sarris, Fortune Brands, Inc. (United States)
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11:45 a.m. - 1:00 pm. _WORKSHOPS

WT02 - GET EM SINGIN’ THE BLUES: CONSIDERATIONS IN SENDING CEASE AND
DESIST LETTERS - McCormick Place Chicago, Level 3 - E353b

(Attendance limited to 140)

Advanced Level  Geographic Scope: U.S.

Ifyou can't make it to this Workshop, the same Workshop is repeated (WWO1) on Wednes-
day morning, 10:15 am. - 11:30 am.

This hands-on workshop, with a particular focus on U.S. practice, will resemble a brain-
storming session where attendees wil be divided into small groups with experienced
litigators to discuss issues to consider before sending cease and desist letters. Groups will
review and revise sample cease and desist letters, consider options for follow-up action
and discuss pitfalls in cease and desist letter practice.

Moderator:
Anessa Owen Kramer, Brooks Kushman PG (United States)

Speakers:

Baila H. Celedonia, Cowan, Liebowitz & Latman (United States)

Julia Anne Matheson, Finnegan, Henderson, Farabow, Garrett & Dunner, LLP (United
States)

12:00 p.m. - 1:30 p.m.  Association Luncheon ~ McCormick Place Chicago, Level 2
~E267 (By invitation only)

1:00 p.m. ~5:00 p.m.  SPORTS - 5K Run - Transportation departs from the McGormick
Place Chicago.
Join us in an exhilarating 5K run along Chicago's picturesque
waterfront. Light refreshments are included and prizes will be
awarded.

1:00p.m. - 6:00 p.m.  Chicago Food Depository Volunteer Service Project
(See page 18 for more information.)

1:45p.m. ~3:15 p.m.  Luncheon Table Topics -~ McCormick Place Chicago, Level 2
~E253 (See pages 32 - 33 for listing)

1:45p.m. ~3:15 p.m.  Committee Meetings — McCormick Place Ghicago, Level 2
(See page 63 forlisting and room assignments)
3:30 p.m. - 4:45 p.m.__ CONCURRENT SESSIONS

CT50- INTA AMICUS BRIEFS - McCormick Place Chicago, Level 4 - E451a
Beginner / Intermediate Level  Geographic Scope: General

Leam about INTA's amicus briefing efforts around the world and the process and consider-
ations that govern INTA's decision to participate in specific cases.

Moderator:
Isabel M. Davies, CMS Gameron McKenna (United Kingdom)

Speakers:

Bruce R. Ewing, Dorsey & Whitney LLP (Urited States)
Susie Middlemiss, Slaughter and May (United Kingdom)
Earl Gray, Simpson Grierson (New Zealand)




[image: image14.png]CT51 - ADVERTISING LAW: WHAT IS IT? WHAT DO | NEED TO KNOW? - McCormick
Place Chicago, Level 4 - E451b
Advanced Level  Geographic Scope: General-Comparative

Have you ever wondered what “advertising law” is all about? Learn more about the issues.
that come up when navigating today’s marketing environments, as legal and business
professionals discuss how to effectively communicate a brand message in an integrated
marketing campaign, while also anticipating and resolving the potential legal issues that
can arise.

Moderator:
Larry C. Jones, Alston & Bird LLP (United States)

Speakers:
Brinsley Dresden, Lewis Silkin (United Kingdorm)

Carla Michelotti, Leo Burnett Worldwide, Inc. (Urited States)
Douglas J. Wood, Reed Smith LLP (United States)

0 p.m. ~4:45 p.m.__WORKSHOP

WT51 - INTRODUCTION TO MEDIATION IN IP DISPUTES ~ McGormick Place Chicago,
Level 3 - E352

(Attendance limited to 140)

Intermediate / Advanced Level  Geographic Scope: General

This is a repeat Workshop and is the same as the Workshop (WM5) held on Monday, 3:30
pm. - 445 p.m.

Leam the basic principles of mediation, and how to apply and manage the mediation
process in the context of a trademark dispute. This workshop will cover the principles
and theories of mediation, how to execute the mediation, including the appointment of a
mediator. Planning and supervising initial and subsequent meetings and how the parties
prepare for mediation will also be discussed.

Moderator:
Mary Bleahene, FR. Kelly & Co. (ieland)

Speakers:
Carsten Albrecht, Lovells (Germany)

Michael D. Cover, Charles Russell LLP (United Kingdorm)
Louis T. Pirkey, PirkeyBarber (United States)

:30 p.m. ~5:30 p.m.  Committee Meetings ~ McCormick Place Chicago, Level 2

(See page 63 forlisting and room assignments)

5:00p.m. - 6:30 p.m.  Government Officials Reception ~ McCormick Place Chicago,
Level 2 - E267 (By invitation only.)

WEDNESDAY, MAY 2

7:30 am. - 2:00p.m.  Registration - McCormick Place Chicago, Level 2 - Lakeside
Center Lobby

:30 a.m. - 200 p.m.  Hospitality - McCormick Place Ghicago, Level 3 - Hall D1

8:00 am. - 10:00 a.m. Continental Breakfast - McCormick Place Chicago, Level 3
~Hall D1

8:00a.m.-10:00 a.m. Breakfast Table Topics — McCormick Place Chicago, Level 2
- E253 (See pages 33 - 34 for listing.)
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8:00a.m.-10:00 am. Committee Meetings - McCormick Place Ghicago, Level 2
(See page 63 forlisting and room assignments)

10:00 a.m. - 2:00 pm.  Exchibiti

n Hall - McCormick Place Chicago, Level 3 - Hall D1

10:00 a.m. -3:00 p.m.  Tours — Depart from the McGormick Place Chicago
(See page 17 for details.)

10:15 a.m. - 11:30 a.m. CONCURRENT SESSIONS

CWO1 - THE THRILL IS NEVER GONE - ANNUAL REVIEW OF U.S. FEDERAL CASE
LAW AND TTAB DEVELOPMENTS - McCormick Place Chicago, Level 4 - E450a
Advanced Level  Geographic Scope: Regional-U.S.

Obtain a roundup of recent major decisions rendered by the United States courts and the
Trademark Trial and Appeal Board.

Speakers:
Theodore H. Davis, Kilpatrick Stockton LLP (United States)
Jordan §. Weinstein, Oblon, Spivak, McClelland, Maier & Neustadtt, PG (United States)

CWO02 - REGIONAL UPDATE: RECENT LEGAL DEVELOPMENTS IN SOUTHEAST ASIA
~McGormick Place Chicago, Level 4~ E450b
Intermediate / Advanced Level  Geographic Scope: Regional-Southeast Asia

Receive an update on the status of trademark rights and protection throughout Southeast
Asia. The panel will also hold a discussion on trademark clearance issues (translation /
transliteration issues), filing strategies and unique enforcement strategies (¢.g., landlord
liabilties) in various Southeast Asian countries.

Moderator:

Alban Kang, Alban Tay Mahtani & De Silva (Singapore)

Speakers:

Zechariah Jin Han Chan, Procter & Gamble Asia Pte Ltd. (Singapore)

Edward J. Kelly, Tileke & Gibbins International Ltd. (Thailand)

Siew Ling Su, Tay & Partners (Malaysia)

10:45 a.m. - 11:30 a.m. WORKSHOP
WWO1 - GET (EM SINGIN’ THE BLUES: CONSIDERATIONS IN SENDING CEASE AND
DESIST LETTERS - McCormick Place Chicago, Level 3 - E353b

(Attendance limited to 140)

Advanced Level  Geographic Scope: U.S.

This is a repeat Workshop and is the same as the Workshop (WT02) held on Tuesdey, 11:45
am.~1:00 pm.

This hands-on workshop, with a particular focus on U.S. practice, will resemble a brain-
storming session where attendees wil be divided into small groups with experienced
litigators to discuss issues to consider before sending cease and desist letters. Groups will
review and revise sample cease and desist letters, consider options for follow-up action
and discuss pitfalls in cease and desist letter practice.

Moderator:

Anessa Owen Kramer, Brooks Kushman PG. (United States)

Speakers:
Baila H. Celedonia, Cowan, Liebowitz & Latman (United States)

Julia Anne Matheson, Finnegan, Henderson, Farabow, Garrett & Dunner, LLL.P. (United
States)
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W03 - INTERNET DOMAIN NAMES — McCormick Place Chicago, Level 4 - E450a
Advanced Level  Geographic Scope: General-Comparative

Ifyou enjoyed CMO1 Muddy Waters: Evolving Law and Policy in Internet Advertising (Key-
‘words and Adware) on Monday, you should attend this session s well!

This Internet session will focus on domain name registration and cybersquatting, as well
asjurisdiction in Intemet cases.

Moderator:
Shiomo Cohen, Dr. Shiomo Cohen & Co. (lsrasl)

Speakers:
Jonathan C. Cohen, Shapiro Cohen (Canada)

Dawn Osborne, Rouse & Go. International (United Kingdom)

Hailin Zou, China Sinda Intellectual Property Limited (China, People’s Republic)

CW04 - TRADEMARK PORTFOLIO MANAGEMENT PRACTICE POINTERS - McCor-
mick Place Chicago, Level 4 ~ E450b
Beginner Level  Geographic Scope: General

In this session, attendees will leam proactive strategies for maintaining and protecting an
international trademark portfolio, including use of national, regional and Macid Protocol
and Agreement filings; consolidating and managing large portfolios; and developing proce-
dures for maximizing portfolio protection.

Moderator:
Mercedes Bullich, Bruchou, Fernandez Madero, Lombardi & Mitrani (Argentina)

Speakers:
Karen Abraham, Shearn Delamore & Co. (Malaysia)

Susie P. Amesen, Sandsl, Loje & Wallberg (Denmark)

Ruth J. Lebed-Rofes, SC Johnson & Son, Inc. (United States)

CWOS - A CRYIN' SHAME - COUNTERFEIT AND GRAY MARKET GOODS - McCor-
mick Place Chicago, Level 4 - E451a
Intermediate Level ~ Geographic Scope: International Comparative

A panel of practitioners, corporate counsel and law enforcement representatives from
Europe and the U.S. will discuss seizure orders, blocking entry of counterfeit goods, and
other tools and strategies for fighting counterfeit and gray market goods.

Moderator:
Bassam Ibrahim, Buchanan Ingersol, PC (United States)

Speakers:
Hidy Bowbeer, 3M Gompany (United States)

Philip Lewis, The Patent Office (U.K) (United Kingdorm)
George McCray, U.S. Customs Service (United States)
Michael W. Mihm, Deere & Gompany (Urited States)
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W06 - DILUTION LAW UPDATE - McCormick Place Chicago, Level 4 - E451b
Intermediate / Advanced Level - Geographic Scope: General-Comparative

This panel wil offer a comparative look at the state of dilution law in various jurisdictions.
The panel wil discuss recent developments in several countries, as well as the different
approaches for the protection of famous marks.

Moderator:
Lisa Winger, Newell Rubbermaid Inc. (United States)

Speakers:

Eugene A. Arievich, Baker & McKenzie (Russia)
Jennifer Draffen, Intel Gorporation (United States)
Verena von Bomhard, Lovells (Spain)

Laura Wen-yu Young, Wang and Wang (Taiwan)

CW 07 - REGIONAL UPDATE: AFRICA - McGormick Place Chicago, Level 3 - E352
Intermediate / Advanced Level ~ Geographic Scope: Regional-Africa

Receive the latest information on trademark law and update developments in Africa.

Moderator:
Owen H. Dean, Spoor & Fisher (South Africa)

Speakers:

Khaled Battash, Abu-Ghazaleh Intellectual Property (AGIP) (Moroceo)
Marilyn Krige, Adams & Adams (South Africa)

Uwa Abiola Ohiku, Jackson, Etti, Edu & Co. (Nigeria)

Caroline van Dijk, Lysaght & Co. (Jersey, Channel Islands)

IW01 - INDUSTRY BREAKOUT: PHARMACEUTICALS AND HEALTHCARE - RECENT
DEVELOPMENTS IN ANTICOUNTERFEITING - McCormick Place Chicago, Level 3
-E3s1

Advanced Level  Geographic Scope: General

Join anticounterfeiting experts from North America and the European Union as they
discuss recent developments pertaining to the pharmaceutical industry including the latest
in anticounterfeiting technologies, industry practices, legislation and regulatory develop-
ments.

Moderator:

Maria J. Fernandez Marques, Pfizer Gmbh (Germany)

Speakers:

David Faulconer, United States Department of Homeland Security (United States)
Bruce W. Longbottom, Eli Lily and Gompany (United States)

Jenni Rutter, Baker & McKenzie (United Kingdom)




[image: image18.png]IW02 - INDUSTRY BREAKOUT: COMPUTER HARDWARE AND SOFTWARE / ELEC-
TRONICS - McCormick Place Chicago, Level 3 - E350
Advanced Level  Geographic Scope: General

In the fast-evolving age of modern technology, new developments and products are con-
stantly being introduced to the savvy consumer market. Join experienced in-house and
outside counsel as they discuss the effect of trademarks and other intellectual property

in this area, looking closely at the iPod® history and the wide-range of issues that have
arisen. Some issues to be discussed include: how the iPod® MP3 player was developed
and why, what IP protection has been obtained, what is being done in terms of education
and enforcement to avoid issues such as generic use and many other issues and practical
solutions will be discussed in this highly informative session.

Moderator:
John B. Hackett, A.J. Park (New Zealand)

Speakers:
Peter Brownlow, Bird & Bird (United Kingdom)

Mitchell E. Radin, Gowan, DeBaets, Abrahams & Sheppard LLP (Urited States)
Kevin Saul, Apple Gomputer, Inc. (Urited States)

1:45p.m. ~3:15 p.m.  Luncheon Table Topics - McCormick Place Chicago, Level 2
~E253 (See page 34 for listing)

7:00 p.m. - 11:00 p.m.  Grand Finale - Museum of Science & Industry - “The World’s
Fair”

One of the top 15 museums in the world will provide the founda-
tion for a dynamic one of a kind event. The Museum of Science
and Industry s the remaining building from the 1893 Columbian
Exposition, World's Fair. Located on fourteen plus acres of land,
the MSI houses the only five story, domed Omrimax theatre

in Chicago. The MSI is also the largest science museum in the
Westem Hemisphere. The museur will be transformed into a
reception and dining area complex that's sure to stimulate all
senses. The evening will be filed with historic richness that hon-
ors technology and man’s achievements through the ages.

See you at next year’s Annual Meeting!

INTA’s 130" Annual Meeting
May 17 - May 21, 2008
Berlin, Germany

Visit www.inta.org for updates.

Future INTA Annual Meetings

131+ Annual Meeting
May 16 - 20, 2009
Seattle, Washington, USA

132 Annual Meeting

May 22 - 26, 2010
Boston, Massachusetts, USA

133+ Annual Meeting
May 14 -18, 2011
San Francisco, Califoria, USA
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� 2006年INTA有會員4,900人，遍及180國，為世界最大之商標國際性組織。


� 美國芝加哥實地拍攝照片。


� 129TH ANNUAL MEETING,CHICAGO Daily News/Tuesday, May 1,2007.


� 美國第9上訴巡迴法院Brookfield Communications案。


� Playboy Enterprises, Inc v. Netscape Communications Corp.(9th Circuit-Jan.2004)


� Nautilus Group, Inc. V. Icon Health & Fitness Inc.(W.D. Wa. Dec.21, 2006)


� 1-800Contacts, Inc V.WhenU.com and vision Direct, Inc.(2d Cir.,2005)


� TWD v. Google(1st Instance Court, Nice,2006)法院認定無不公平競爭或商標侵權；Louis Vuitton Malletier v. Google France(Paris Court of Appeal) 法院以誤導廣告為由，認為有商標侵權及不公平競爭情事。


� 15U.S.C.§1114；15U.S.C.§1125(a)


� De Beer LV Trademrk Ltd. V. DeBeers Diamond Syndicate Inc.,440 F Supp. 2d 249(S.D.N.Y.2006)


� Haw.-Pac. Apparel Group, Inc. v. Cleveland Brown Football Co.,418 F. Supp. 2d 501(S.D.N.Y.2006)


� CreAgri, Inc. v. USANA Health Sci., Inc.,474 F 3d 626 (9th Cir. 2007)  


� Quiksilver, Inc. v. Kymsta Corp., 466 F 3d 749(9th Cir. 2007)  


� Thermion, Inc. v. Thermion Metalizing Sys. Ltd., 423 F Supp. 2d 1146(W. D. Wash.2006)


� Nova Wines, Inc. v. Adler Fels Winery LLC, 467 F. Supp. 2d 965(N. D. Cal.2006)


� Savin Corp. v. The Savin Group,391 F.3d 439(2d Cir. 2004)－identity of marks constitutes circumstantial evidence of aactual dilution.


� Moseley, 537 U.S.at 433 


 


� Sec4 McCarthy on Trademark and Unfair Competiton§24：94.20.


� ECJ, decision of 14 September 1999, Case C-375/97, General Motors (Chevy) [1999]


ECR I-542; decision of 9 January 2003, Case C-292/00, Davidoff & Cie SA and Zino


Davidoff SA v. Gofkid Ltd [2003] ECR I-389 (Davidoff / Durffee).


� CFI, decision of 13 December 2004, Case T-08/03, El Corte Inglés v. OHIM (EMIDIO


TUCCI / EMILIO PUCCI); CFI, decision of 25 May 2005, Case T-67/04, Spa Monopole


v. OHMI (SPA-FINDERS).





� KP Permanent Make-Up,Inc v.Lasting Impression I Inc.,543 U.S.111(2004)


� Johnson & Johnson(Aust)Pty v. Sterling Pharmaceuticals Pty Ltd.(1991)30 FCR 326


� FH Faulding & Co. Ltd. V. Imperial Chemical Industries of Australia & New Zealand Ltd.,(1964) 38 ALJR 86


� Gillette(Judgment of March 17,2005,C-228/03,Rec.2005,p.I-2337)


� Playboy Enterprises, Inc. v. Wlles, United States Court of Appeals for the Ninth Circuit,279 F.3d 796(9th Cir. 2002).


� Norton Co. v. Newage Indus.,Inc., 204 U.S.P.Q.382被告在廣告中使用”TYGON-type”構成商標侵害及不公平競爭。


� Charles of the Ritz Group v. Quality King, 636 F. Supp.433(S.D.N.Y.1986)第三人使用“If you like OPIUN, you’ll love OMNT”因其說明標示位置不易辨識，而准予發給禁制令；Calvin Klein Cosmetics v. Parfums de Couer, Ltd., 824 F.2d 665(8th Cir 1987)被告廣告使用”If you like BSESSION, you’ll love CONFESS”則拒絕發給禁制令。


� Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC,81 U.S.P.Q.2d 1064(E.D. Va.2006)


� 129TH ANNUAL MEETING, CHICAGO. Daily News Tyesday,May 1,2007
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