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摘要

本報告係亞洲開發銀行於2003年11月24至28日在泰國曼谷舉辦世界貿易組織（WTO）與貿易有關之智慧財產權協定（TRIPS）之研討會，個人受邀前往發表「我國履行與貿易有關之智慧財產權協定之經驗」。

此次研討會課程目標在於訓練貿易官員成為與貿易有關之智慧財產權協定有關方面之專業人員，參加者包括32個亞洲開發銀行發展之會員國，均為WTO會員國或會員申請中國家之官員。

研討會內容包含（一）與貿易有關之智慧財產協定（TRIPS）概觀（二）各會員國依協定所負義務（三）提供亞洲開發銀行發展會員國技術協助（四）TRIPS與農業（五）WTO Doha回合發展議程及TRIPS與公共衛生（六）TRIPS與海關履行（七）各國履行TRIPS協定的經驗。
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「我國履行與貿易有關之智慧財產權協定之經驗」
前言

我國於2002.1.1始加入WTO，與各位相較，是非常新的會員。但是我國早自1996年即開始準備加入工作，按照TRIPS進行智慧財產權相關法規之修正。早於1997年即完成第一輪的修正，該修正案並經公告，僅因未能加入WTO以致遲未生效。然而，我國並未參與關貿總協定的任何回合的談判，亦少參與其他國際條約的起草工作，以致對TRIPS相關規定之理解與認識，難免有所誤解或不甚清楚之處，再加上，TRIPS許多條文係經過折衝、妥協、利益糾葛的產物，諸如地理標示、專利保護客體、未經公開資料的保護、執行程序等規定內容本身即有模糊不清之處，以致理解上失之毫里差之千里。

另一方面，我國經濟發展在亞洲國家名列前幾名，外國人來我國申請的專利商標申請案件數相當高，2001及2002年專利、商標申請案件數統計數字如下。
專利新申請案件 

九十一年全年專利新申請案共61,402件，其中以發明案31,616件佔分配比最高為51.49%，新型案21,750件佔分配比35.42%居第二，新式樣案9,098件佔分配比最低為13.09%。

依申請國別分析，本國人新申請案共35,926件占58.51%，其中本國人申請案以新型案20,692件所佔分配比最高為33.70%；發明案9,638件次之，且較上年成長5.10%，本國人申請案件於技術層次較高之發明案逐年成長，顯示國內產業技術之提昇；新式樣案5,596件居後。外國人新申請案計25,476件占41.49%，較上年下跌7.86%，其中以發明案21,978件占35.79%為最多，新式樣案2,440件次之，新型案1,058件居後。
表一
專利新申請案件 – 按國別分
	國別
	新申請案

	
	合計
	發明
	新型
	新式樣

	合計
	
	
	
	

	90年件數
	67,860
	33,392
	25,370
	9,098

	91年件數
	61,402
	31,616
	21,750
	8,036

	增減率
	-9.52
	-5.32
	-14.27
	-11.67

	分配比
	100.00
	51.49
	35.42
	13.09

	本國人
	
	
	
	

	90年件數
	40,210
	9,170
	24,220
	6,820

	91年件數
	35,926
	9,638
	20,692
	5,596

	增減率
	-10.65
	5.10
	-14.57
	-17.95

	分配比
	58.51
	15.70
	33.70
	9.11

	外國人
	
	
	
	

	90年件數
	27,650
	24,222
	1,150
	2,278

	91年件數
	25,476
	21,978
	1,058
	2,440

	增減率
	-7.86
	-9.26
	-8.00
	7.11

	分配比
	41.49
	35.79
	1.72
	3.98


單位: 件; %
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商標申請註冊案件 

九十一年商標申請註冊案共61,729件，較上年59,158件增加2,571件或略上升4.35%，其中本國人45,403件，較上年上升9.94%，分配比占73.55%；外國人新申請案16326件，較上年減少8.58%，分配比占26.45%。

表一  商標處理案件—按國別分

	
	合計
	本國人
	外國人

	案別
	件數
	較上年增減率
	件數
	分配比
	較上年

增減率
	件數
	分配比
	較上年

增減率

	新申請案 
	
	
	

	2001
	59,158
	---
	41,299
	69.81
	---
	17,859
	30.19
	---

	2002
	61,729
	4.35
	45,403
	73.55
	9.94
	16,326
	26.45
	-8.58


單位: 件; %
專利部份每年大約三萬件，商標部份大約萬件，而我國高科技產業特別是電子產業發展極為驚人，以致對智慧財產權的國際化要求很強烈。盱衡近年來國際智慧財產權調和化進展快速，我國既有規定已不敷時代潮流及國內產業需求，因此在2001、2002年間分別對專利法、商標法及著作權法進行大幅度的修正，也趁機修正某些尚未能完全符合TRIPS相關規定之處。以下介紹我國對應TRIPS規定之法規修正、行政措施及執行對IP的保護。

優先權的國民待遇

按照TRIPS 2.1規定：……因此縱使非巴黎公約會員國，一旦加入WTO之後，亦有遵守巴黎公約實體規定之義務。由於我國並非巴黎公約會員國，在加入WTO之前，外國人來我國申請專利商標，或我國人向外國申請專利商標，必須透過雙邊協定始能主張優先權，在我國加入之前專利部份僅有十二國與我國簽訂優先權互惠協定，商標部份僅有6國，非常的不方便，於加入WTO之後，即可按照TRIPS 2.1規定給與所有WTO會員國優先權主張。

著作權

網際網路的著作權新議題，主要由WIPO1996年的兩個公約所涵蓋，我國於2003年大幅修正的著作權主要係參考該二條約規定所作的修改，如…..。之前的修正及2003年修正中屬於配合TRIPS部份有：

著作權法第10條之1明示著作權保護僅及於該著作之表達，不及於其所表達之思想、程序、製程、系統、操作方法、概念、原理、發現。另外為符合TRIPS 10.1電腦程式不論原始碼或目的碼，屬文學著作，應給與終身加五十年的保護期，我國原規定並未將電腦程式視為文學著作，並未給與TRIPS規定的保護期間，乃配合修正著作權法第34條。

我國亦非伯恩公約會員國，因此除有雙邊互惠協定保護外，許多外國人之著作並無法得到保護，因此加入WTO之後會產生原利用無著作權保護之行為，如何中止使用的問題。依TRIPS 70.4規定，回溯保護過渡期間之適用應至少使權利人獲得合理的補償金，因此著作權法第106條之2規定於2002.1.1加入WTO之前已著手利用該著作或為利用該著作已進行重大投資者，於2003.12.31以前仍可繼續利用，但應支付一般經由磋商所應支付合理之使用報酬。

商標

我國商標法採實質審查之註冊制度，於2003年修正之商標法有重大的制度變革，包括採行一案多類別、申請中及註冊後均可分割、廢除延展註冊實質審查、註冊前異議制度改為註冊後異議制度、廢除聯合商標制度並逐步廢除防護商標制度等，而在1997年以及2003年修正中配合TRIPS部份有

擴大商標保護標的，增訂單一顏色、立體商標、聲音商標均可申請商標註冊。對著名商標的保護，增訂有減損商標商譽之情形，亦可不予註冊、異議或評定無效，並禁止在不類似商品或服務之使用，並明定明定將明知為他人之著名註冊商標，竟使用相同或近似於該著名商標，或以該著名商標中之文字作為自己公司名稱、商號名稱、網域名稱或其他表彰營業主體或來源之標識，因而減損該著名商標之識別性或信譽者，視為侵害商標權的規定。此外參考TRIPS 50以下規定，增訂侵害商標權物品之邊境管制措施，明定商標權人對侵害其商標權之物品得申請海關先予查扣之規定與程序。

地理標誌
為配合地理標示的保護，我國商標法於證明商標中增加了為證明產地，亦可申請註冊為證明商標。另外申請註冊的商標，如有使公眾誤認誤信其商品之性質、品質或產地之虞者；相同或近似於我國或與我國有相互承認保護商標之國家或地區之酒類地理標示（商標法第23條第18款），均不得註冊。

公平法中則對一般的不實標示有規定。

此外我國在菸酒管理法第33條特別規定，製造商及/或進口商得自行標示地理標示於其酒類商品，惟此標示不得虛偽不實，違反者按查獲次數每次處新台幣10萬元以上50萬元以下罰鍰，並通知其限期回收補正；逾期不遵守者，由主管機關停止其製造或進口六個月至一年，並沒入違規品。該等規定對於酒類地理標示給予相當高的保護。

工業設計

我國對工業設計之保護與美國類似規定於專利法中，亦進行實質審查並登記。新式樣專利必須符合新穎性與創作性之外觀設計，保護期間自申請日起十二年。

專利

我國專利法於1995年即全面開放醫藥品、化學品給與專利保護，但微生物專利以及醫藥品延長專利保護，在加入WTO之前僅少數互惠國國民得主張，至加入WTO之後始對外國人全面開放。

為配合加入WTO之專利法修正，完成於1997年，惟均未生效，在2001年配合國內產業需要，專利法進行了一部分修正，引進早期公開制與國內優先權，並廢除侵害發明專利刑事責任，2003年專利法再度進行了有史以來最大幅度的修正包括明定專利申請及其他程序，得以電子方式為之；刪除檢附宣誓書及繳納規費作為取得申請日之規定；主張優先權者，所應檢送之優先權證明文件，提送期間從向我國申請日起三個月延長為四個月；提起再審查、改請之期間從三十天延長為六十天；修正新穎性進步性之規定；修改不予專利標的之規定；修改說明書揭露、申請單一性；廢除異議制度；新型改採形式審查；增訂新型專利技術報告；刪除侵害專利之形式責任；增訂專利年費減免規定等。
按照2003修正後
專利申請必須具備新穎性、進步性及產業利用性。說明書應明確且充分揭露，使該發明所屬技術領域中具有通常知識者能瞭解及內容並據以實施。核准之專利權並不會因未實施而遭受強制授權，除非符合相關規定。

就不予專利保護部份，原專利法規定：動植物新品種不予專利保護，但植物新品種育成方法不在此限。本條規定不周延，所稱動植物新品種，其中「新」與否，其實屬於專利新穎性之審查要件，不應是專利標的問題，其次，「動植物新品種」規定文義不清楚。再者，關於育成方法部分，與TRIPS 27.3(b)相較，欠缺對動物育成方法之規定；對於植物育成方法部分，未區分生物學方法與否，亦有不周延之處。
至於本條應如何修正爭議很大，主要認為國際上對於動植物專利保護正呈現相當大的爭議發生，應否給與專利保護正趕上爭議當頭，另外我國正在修正植物種苗法，將參照UPOV 1991版本修正，因此將大幅放寬品種保護範圍與效力，若不與專利保護仍可依據種苗法得到保護。乃按照TRIPS所定的最低保護標準明定所有動植物均不予專利保護。

在專利權效力部份，由於原專利法第56條規定僅及於製造、販賣、使用，並未將販賣要約納入保護範圍，嗣於2002年修正時增訂之。

方法專利

我國原第九十一條第二項就被告之舉證責任係規定：「如能舉證證明以其他方法亦可製造相同之物品者，視為反證」，給被告得以非其使用之方法作為證據，即可取得反證之利益，而不須證明其真正使用之方法，與TRIPs所規定之方法專利侵權人之舉證責任仍有些許落差，爰修正為：「被告證明其製造該相同物品之方法與專利方法不同者，為已提出反證」。

強制授權

針對強制授權我國專利法修改了
（1）針對半導體專利強制授權之特別限制，增訂就半導體技術專利申請特許實施者，以增進公益之非營利使用為限
（2）就TRIPs第三十一條（c）款規定特許實施之範圍及期間應限於特許實施之原始目的，現行規定僅就公益使用及不公平競爭之特許實施予以規範，至於國家緊急情況及協議未獲授權之特許實施，未予包含在內，乃增列之。

（3）就附屬專利依（l）款意旨增訂就附屬專利之再發明人或製造方法專利權人取得之特許實施權，其轉讓、信託、繼承、授權或設定質權應予其專利權一併為之。

專利期間

專利權保護期間自申請日起算二十年，惟我國於1994年以前專利法規定專利保護期間係自公告日起15年，於我國加入WTO時該時核准之專利而尚未失效者，倘未予申請日起算二十年之保護期間，將有違反TRIPS 33 及70.2：「本協定對於會員適用本協定之日存在且受保護之標的，具有拘束力」，因此於加入WTO前適時的增訂過渡條款，使所有存在並有效之專利權均能自動享有自申請日起二十年的專利期間。

IC佈局

我國於1998年即依據IC智慧財產權條約規定訂定IC佈局保護法，施行以來每年申請案件數約150-200件之間。

未公開資料之保護

為保護營業祕密，我國於1996年訂定營業祕密法。

至於為核准新藥上市而提供給政府機關之資料均予以保密，但並未令定特別法規。

防止不正競爭

我國公平交易法對濫用IP之行為，均參照多數先進國家規定並符合TRIPS 40相關規定。

執行程序

除了配合TRIPS相關規定修改各項IP法規，以完備制度面外，TRIPS強化IP保護的執行規定，無疑是另一特色，各國特別是與我國貿易往來密切之國家如美國、日本及歐盟等，對我國在IP執行面有很深的期待。我國在加入WTO前後也投入相當多的心力，以強化執行面，也獲致了非常良好的成效。以下分就司法、海關及行政措施加以說明。。

1、司法
我國司法制度承襲自德國、日本，經數十年來的經驗，有很完善的司法制度與高素質的司法官與檢察官，相關的民刑訴訟法亦相當完備，且不斷改進中。但不可諱言的，由於傳統法學教育的關係，司法人員對於具有技術性的IP訴訟，顯得較為陌生。因此專利法中明定….希望藉由專庭處理以累積經驗，樹立審判的專利性。另外近一兩年來大量訓練司法人員、推動IP專業法官制度，以強化審判功能。

此外值得一提的，外國人在我國進行各項訴訟程序必須委任代理人，並須提出委任狀，而為了證明外國人身份及委任狀之真實性，常要求委任狀必須進行公證及認證，致遭外國人指責訴訟程序過於煩瑣，增加當事人無謂的負擔，有違反TRIPS 42規定之虞。最近召集相關司法部門及行政部門進行討論，希望能徹底解決此一延宕多年的問題。

2、海關

邊境措施的有效執行，最能在第一時間防止侵害IP行為的發生。

3、查緝仿冒

結論

智慧財產權保護與一國的經濟、技術發展密切相關，雖然強化IP保護並不是唯一保證提高國家發展之手段，還包括其他技術能力、市場因素等，例如我國電子產業相當發達，但並不是依賴特殊的IP保護。然而，完善的IP制度對提昇國內研發以及吸引外人投資仍有相當的影響。因此在法規修改方面，基本上朝國際調和化方向，雖然動植物不予專利保護，呈現較為保守的立法，電腦軟體及商業方法則持較為彈性做法，並未列為不予專利事項。商標部分，除完全符合TRIPS相關規定外，基於我國非常國際化的商業型態，大凡強化著名商標的保護、申請手續簡便等，均能參採相關國際規範，使申請人及權利人能得到良好保護….
創新研發的成果需要藉由智慧財產權的有效保護加以確保，對智慧財產權強化執行面是未來各國必須面對的共通問題，我國在這一兩年來的執行成效相當不錯，是各個行政單位與司法單位共同努力的成果，這足以說明要有效執行查緝仿冒盜版必須有充分的合作。智慧財產局自1999年成立以來即承擔聯繫的窗口，希望藉由整合政府各部門力量以有效打擊仿冒盜版行為。

The TRIPS Agreement-Taiwan’s Experience
                   Mei-Hua Wang     

Director,TIPO

Foreword

Taiwan became a member of the WTO in 2002, a rookie, so to speak, in comparison to many of you here today. But in preparation for our accession to the WTO, we began our first round of IP-related regulation amendments in 1998. The amended regulations were promulgated but did not enter into force when our bid for membership failed. However, since Taiwan had not taken part in any of the round-table negotiations for GATT, nor had we participated in drafting other international treaties, our misinterpretation of TRIPS, especially on controversial issues such as GI, patent protectable subject matter, undisclosed information protection, enforcement procedures, etc, when amending our regulations was inevitable.

Being one of the top economic nations in Asia, the number of patent and trademark applications filed by foreigners was quite high. Here are some statistics for patent and trademark applications in 2001 & 2002:

Patent Applications

In 2002, the number of patent application reached 61,402 cases, where 31,616 cases were patent, sharing 51.49% of the overall composition.  There were 21,750 cases of utility model patent, representing 35.42%, and 8,036 cases of design patent, reflecting 13.09% of the overall composition.

When the above patent application data was further analyzed by nationality, the number of domestic application, which was 35,926, shared 58.51% of the total composition.  Among these, the number of utility model patent application topped at 20,692 cases, representing 33.70%. The number of patent reached 9,638 cases, reflecting a 5.10% of increase when compared to the same in the previous year. This was a result of improvement on domestic industrial technology. The number of design patent followed at 5,596 cases.

The number of patent application filed by foreigners was 25,476 cases, representing 41.49% in overall composition but dropped by 7.86% when compared to the year before.  Among these, the number of patent topped at 21,978 cases, representing 35.79%. The number of design patent reached 2,440 cases, reflecting an increase of 7.11% when compared to that from the previous year and was the only growing category among the three this year.  The number of utility model application reached 1,058 cases.

Chart I.
Patent Application – By Nationality

	Nationality
	Application

	
	Total
	Patent
	Utility Model
	Design

	Total
	
	
	
	

	No. of Case in 2001
	67,860
	33,392
	25,370
	9,098

	No. of Case in 2002
	61,402
	31,616
	21,750
	8,036

	% of Variation
	-9.52
	-5.32
	-14.27
	-11.67

	Percentage
	100.00
	51.49
	35.42
	13.09

	Domestic
	
	
	
	

	No. of Case in 2001
	40,210
	9,170
	24,220
	6,820

	No. of Case in 2002
	35,926
	9,638
	20,692
	5,596

	% of Variation
	-10.65
	5.10
	-14.57
	-17.95

	Percentage
	58.51
	15.70
	33.70
	9.11

	Foreign
	
	
	
	

	No. of Case in 2001
	27,650
	24,222
	1,150
	2,278

	No. of Case in 2002
	25,476
	21,978
	1,058
	2,440

	% of Variation
	-7.86
	-9.26
	-8.00
	7.11

	Percentage
	41.49
	35.79
	1.72
	3.98


Unit: Case; %
Source: Patent Department III
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Trademark Applications

As a result of national economic growth in recent years, the volume of trademark applications averaged over 60,000 cases annually and reached a new record of over 88,000 cases in 2000.  There were 61,729 cases of new trademark application in 2002, reflecting an increase of 2,571 cases and a slight growth of 4.35%. Among these, 45,403 cases were filed by domestic persons, showing an increase of 9.94% when compared to that in the previous year and sharing 73.55% of the overall performance.  16,326 cases were filed by foreigners, representing a drop of 8.58% when compared to that in the year before, sharing 26.45% of the overall performance.

Chart I.
Trademark Cases—By Nationality

	
	Total
	Domestic 
	Foreign

	Type
	Case
	Variation
	Case
	Percen-

tage
	Variation
	Case
	Percen-

tage
	Variation

	New application 
	
	
	

	2001
	59,158
	---
	41,299
	69.81
	---
	17,859
	30.19
	---

	2002
	61,729
	4.35
	45,403
	73.55
	9.94
	16,326
	26.45
	-8.58


Unit: Case; %                                                

Source: Trademark Department

From the above statistics, we can see that there are about 25,000 cases for foreign patent applications and 15,000 cases for foreign trademark applications annually. Furthermore, our high tech industry is booming at a phenomenal rate. 

In light of these developments, it became crucial that our existing regulations must be changed to meet the demand of a changing economical environment and to be on par with international standards. Major changes were then made to our Patent, Trademark, and Copyright Acts in 2001 and 2003 to meet these changing tides and at the same time to be more in line with TRIPS. Following is a brief introduction to our amended Acts, administrations, and IPR enforcements.   

Priority Rights

According to Article 2.1 of the TRIPS Agreement, members are required to comply with Articles 1 to 12, and Article 19, of the Paris Convention. Our accession to the WTO compels us to adhere to the Paris Convention regardless of our membership status. Prior to joining WTO, mutual agreement must be signed between the two countries before foreign nationals may apply for patent or trademark priority rights in Taiwan or vice versa. A total of twelve countries had such mutual agreements with us for patent, and only six for trademark. After our accession to the WTO, all members are given priority rights. 

Copyright

In reaction to the development of e-commerce and in compliance with WCT and WPPT, our Copyright Act was amended and promulgated on July 9, 2003. Major amendments in accordance to WCT and WPPT are: 1) “temporary reproduction” is defined as a “reproduction”; 2) adopted “the right of public transmission; 3) adopted the legislation of electronic rights management information; and 4) adopted “the right of distribution.”

Changes made in accordance to TRIPS include: 1) Article 10bis of the Copyright Act stipulates that protection for copyright only extends to the expression of the work in question, but does not extend to the work's underlying ideas, procedures, production processes, systems, methods of operation, concepts, principles, or discoveries. 2) According to Article 10.1 of TRIPS, computer programs, whether written in source or object code, are protected as literary works for life and fifty years after the author’s death. Our previous Copyright Act did not consider computer programs as literary works and thus did not provide the protection as stated in TRIPS. Article 34 of our Copyright Act was then amended to provide protection for fifty years after public release of the work. 3) Since we are not a member of the Berne Convention, copyright protection was not extended to foreign nationals whose country and Taiwan did not have mutual protection agreement. We were thus faced with the problem of how to terminate the use of unauthorized copyrighted works after our accession to the WTO. According to Article 70.4 of TRIPS, a limited remedies should be provided to right holder during the retroactive period. Article 106ter was amended to provide any person who began the use of unauthorized works or who had made significant investment for such use prior to our accession to the WTO on January 1, 2002, may continue to use such works until December 31, 2003, provided that the person pays the right holder a reasonable compensation that would normally be paid through free negotiation.

Trademark

Trademark registration in Taiwan followed a substantive examination system. The newly amended Trademark Act of 2003 made a few major changes. These changes include definition of a trademark that identifies both goods and services, one application covering multiple classes, providing for division during and after registration, providing for opposition after registration, abolishing the associated trademark system, and gradually abolishing the defensive trademark system. In compliance with the TRIPS Agreement, the new Trademark Act extends the trademark protectable subject matter to include single color, sound and three-dimensional shape. Trademarks that might cause likelihood of confusion and likelihood of dilution to well-known trademarks may result in the registration being disapproved, opposed or invalidated. Also, the level of protection for well-known trademarks is escalated to include the forbiddance of use of similar trademarks even in non-identical and non-similar products and services. Likelihood of confusion or dilution includes knowingly using similar or identical trademark or words contained in a trademark as one’s own company name, trade name, or domain name. Anyone who knowingly uses trademarks that would cause confusion or dilution is deemed an infringement of trademark rights.

Also, border control measures are added in accordance to Article 51 through Article 60 of the TRIPS Agreement. Trademark owners are given the rights to apply to Customs to suspend the release of imported or exported goods that are suspected of infringement.

Geographical Indications

In compliance with the provisions to protect GIs, our Trademark Act stipulates that any person who desires to exclusively use a mark to certify the place of origin may register for a certification mark. However, a trademark application will be rejected if it is misleading with respect to the nature, quality, or origin of the designated goods or services, or is similar or identical to the GI of wines and spirits originating in a country or region that has mutual trademark protection. In addition, the Fair Trade Act also provides for any use of GIs that constitute unfair competition.

The Tobacco and Alcohol Administration Act provides that manufacturers and importers may choose to label GIs on their alcohol products, but the labeling may not have false or misleading representation. Each violation is subjected to a fine of NT$100,000 to NT$500,000, and the products are to be recalled and corrections to be made within a given period. Failure to comply will result in temporary manufacturing or import prohibition for six to twelve months, and confiscation of all merchandise in question.

Industrial Design
Similar to the U.S. patent regulations, protection for industrial design is also included in our Patent Act and registration follows a substantive examination system. Design patent must satisfy the requirements of novelty and creativeness. Approved design patent is given a twelve-year patent term from the date of filing.  

Patent

1. Patent Protection
Although all pharmaceutical and chemical products and processes have been protected under the Patent Act since 1995, microorganisms patent applications and the extension patent term for pharmaceutical and agricultural patent were only granted to a few countries or regions with mutual patent protection. After Taiwan’s accession to the WTO, these restrictions were all removed.  

In preparation for its accession to the WTO, Taiwan completed amending its Patent Act in 1997, but the new provisions did not take effect. In 2001, the Act was further amended to meet the demand of domestic industries. Criminal liabilities for patent were deleted, and early publication and domestic priority rights were incorporated. 

In 2003, the Act was amended in what one calls the largest scale of amendments in patent act history in Taiwan. The new Act stipulates that patent application and other procedures may be filed via electronic means. It also removes the requirement to submit an oath and payment to obtain filing date. The period for submitting priority right certification is extended from three months to four months from the filing date in Taiwan, and the filing period for re-examination is extended from 30 days to 60 days from the date of the rejection decision was served. 

Specific provisions such as novelty and inventiveness requirements, grounds of rejections, the definition of unity of invention, disclosure requirement, removal of opposition provisions, formality examination for utility models, inclusion of technical evaluation reports clause, removal of criminal liabilities, amendments or corrections of application and inclusion of fee reduction and exemption clause also fall within the scope of amendments. 

In terms of patent that are excluded from patentability, Article 21 of the previous Patent Act stipulated that new varieties of animals and plants are not eligible for patenting, with the exception to production processes of new plant varieties. However, the concept of “new” should fall within the scope of examination and not of patent subject matter. Also, the definition for “new varieties” is unclear. Furthermore, with regard to production processes, our Patent Act did not stipulate biological processes for the production of animals nor did it differentiate between biological and non-biological processes for the production of plants, as does in Article 27.3(b) of the TRIPS Agreement. How to revise this Article was very controversial because of the following reasons. First, this controversy over animals and plants patents is a global issue that has yet to be resolved. Second, since Taiwan is currently in the process of amending its Plant Variety and Seedling Act to expand the scope of protection for plant variety in accordance with the 1991 UPOV, plant varieties can be protected under this Act if not under the Patent Act. Third, since TRIPS gives member economies the option of not providing patent for plants and animals, we opted to not providing patent for plants and animals in our new Patent Amendment.

The Article 56 of the precious Patent Act involving the scope of patent rights covered manufacturing, selling, using, or importing of patented article, but did not extend the protection to include making an offer for sale. The new Act covers all the above areas. 

2. Process Patents
In the previous Patent Act with regard to patented process, Article 91bis stipulated that as long as a defendant can prove that a different process can be used to manufacture the same product claimed by the right holder, that proof can be used as counter-evidence. This provision gave the defendant the privilege of counter-evidence without having to prove that the said different process was actually being used. This was not quite in line with the TRIPS Agreement. Under the new Act, the provision was revised to having the defendant produce evidence that the actual process he used is different from the patented process.

3. Compulsory License
Three major changes were made to the compulsory licensing provision. They are a) application for compulsory licensing that covers semiconductor technology is allowed only if it is for non-profit-seeking use and for enhancing public welfare; b) inclusion of national emergencies and failure to reach licensing agreement as part of the scope of use without authorization of the right holder that Article 31.c of TRIPS does not include in its scope of use, which is for public non-commercial use or anti-competitive practice only; c) application for compulsory licensing that may not be filed by patentee of a second patent or a manufacturing process patent unless the invention claimed in the second patent or in the manufacturing process patent involves an important technical advance of considerable economic significance in relation to the invention claimed in the first patent.
Approved patents are not compelled to license the patent into practice, except for specific conditions stated in the Act.

4. Duration of a Patent
The duration of a patent right is twenty years from the filing date. Taiwan’s Patent Act that was passed before 1994 granted a duration of fifteen years from the date of publication. In compliance with Articles 33 and 70.2 of TRIPS, an automatic twenty-year duration from filing date was granted to right holders whose patent rights are still valid at the time of Taiwan’s accession to the WTO in 2002.  

IC Layout

In accordance with the Washington Treaty on Intellectual Property in Respect of Integrated Circuits, Taiwan passed the IC Layout Protection Act in 1998. The number of applications has decreased to less than 100 cases since the implementation of the Act.
Protection for Undisclosed Information

Undisclosed information is defined under Article 2 of the Trade Secret Act.  The protection of these information as required under Article 39.3 of the TRIPS Agreement are implemented as follows:

I. Protection against disclosure:

Article 9 of the Trade Secret Act provides that government officials shall not disclose information on tests and other data submitted that are claimed by the providers as trade secrets. This information is eligible for the protection accordingly.  In addition to civil liabilities provided for under the Trade Secret Act, Article 4 of the Civil Servant Act and Articles 316 to 318ter of the Criminal Code also provide criminal punishments for unlawful disclosure of the secrets.

II. Protection against unfair commercial use:

The post-marketing surveillance system on new drugs has been implemented since 1993.  The system provides a total of seven-year protection for data submitted.  Any generic application submitted thereafter must meet the same standards as those of the first applicant’s local clinical trials. 

Safeguard Fair Trade

The provision on the abuse use of IP in our Fair Trade Act was written with reference to similar provisions from other countries and Article 40 of TRIPS.  

Enforcements

To comply with TRIPS Agreement, Taiwan has amended all its IP related regulations. That said, our IP enforcements have always been of great concerns to other WTO members, especially those with whom Taiwan has close economic ties, such as the United States, Japan, and the European Union. Our enforcement efforts in the years prior to our accession to the WTO and the years that follow have produced meaningful and encouraging results.

Enforcement Framework
Legal framework is established to further reinforce government enforcement mechanisms. The prosecutor’s Office of the Taiwan High Court of the Ministry of Justice is in charge of holding meetings for the Coordination Taskforce for IPR infringement. This Taskforce coordinates activities for all prosecutors’ authorities in the execution of IPR infringement cases, and the taskforce currently focuses crackdowns of infringements on the Internet, at night markets and through flyers.

Three new warehouses are now available for storing seized pirated optical disks and manufacturing equipment. There is one facility each in the northern, central and southern parts of Taiwan. The installation of these warehouses allows enforcement agencies to remove manufacturing equipment immediately during raids and store them at one of these locations to eliminate any possible re-utilization.

Premier Yu also convened an inter-agency Cabinet-level meeting on April 23, 2003, to examine the adequacy and effectiveness of IPR protection measures being implemented by the relevant agencies during the first quarter of 2003. At this meeting, specific instructions were given to achieve legalization of the Integrated Enforcement Taskforce of the Ministry of Interior and to prevent illegal goods from being exported and to tighten border control measures.

To assist private enterprises in establishing suitable IPR management techniques and in commercializing their patents to strengthen Taiwan’s image and global competitiveness, MOEA sponsors the Symbol of Excellence campaign and Patent Commercialization seminars to encourage innovation and technology improvement. Also, to engendering the understanding of and respect for IPR on university campuses and from the general public, the Ministry of Education has developed a system of IPR training and manpower database in April 2003. It is expected that the legal concept of IPR will be firmly planted in the mind of all students. 

Internal Enforcements

To further combat illegal ODs, the National Police Administration (NPA) of the Ministry of Interior (MOI) established the Integrated Enforcement Task Force (IETF) on January 1, 2003, which comprises a 220-member IPR Police Force and works in cooperation with the Optical Disk Enforcement Taskforce to implement raids and seize manufacturing devices, raw materials and products of underground plants. 

The Ministry of Economic Affairs (MOEA) is currently consolidating the work of the taskforces responsible for coordinating investigations. The Anti-Counterfeiting Committee (ACC) began sharing offices with the IETF and the Joint Optical Disk Enforcement (JODE) in April. It is expected that this integration will enhance the entire law enforcement team’s investigative and enforcement capabilities.

As instructed by Premier Yu, the National Police Administration (NPA) undertook effective measures to clamp down on attempts to produce and sell pirated optical disks through night markets, the Internet, and newspaper advertisements. Pursuant to the “Plan for Strengthening Intellectual Property Right Protection”, the NPA instructed its affiliated police authorities on May 6, 2003 to undertake twice-weekly raids on suspicious optical disk plants, warehouses, marketplaces, night markets and other business locations. These raids form part of the plan to step up prosecution efforts aimed at those found to be producing or distributing pirated optical disks.  

To encourage the public to provide more leads on IPR infringement activities, especially those on illegal optical disk manufacturers, the reward for informants has been increased to NT$10 million (approximately US$300,000). This new incentive is stipulated in the “MOEA Incentive Enforcement Rewards Program on Pirated Optical Disk Manufacturers”, promulgated on March 21, 2003. Also, to provide IPR enforcement officers with extra incentives, police officers who conduct crackdown activities and achieve outstanding results will receive a bonus of up to NT$2 million (approx. US$60,000), which is a ten-time increase from the previous NT$200,000 (about US$6,000). This incentive measure is stipulated in the “MOEA Guidelines for Reward to Prosecution of counterfeit Goods”, issued on March 19, 2003.

Border Control Measures
Border control is like the sentries to a city gate, its effective implementation can keep illegal IP activities at bay. Reinforcement of border control has been of great concern to our Prime Minister Yu. Following the instructions from Prime Minister Yu at the January Cabinet-level meeting, Customs authorities on March 6, 2003, announced by an administrative order, the implementation of the Customs Enforcement Statute and Tariffs Measures. These measures are in compliance with Article 58 under the TRIP agreement governing ex officio action. Our current border control mechanisms dealing with piracy and counterfeiting include: the computer software Export Monitoring System (EMS), the Trademarks Monitoring System (TMS), the Copyright Authorization Documents Inspection System (CAVS), and the Chip Marking System.

To further enhance existing border control measures, customs authorities of the Ministry of Finance have begun, ex officio, in accordance with the “Guidelines on Taskforce Targeting Exportation of Pirated Optical Disks”, effective on March 6, 2003, confiscating immediately upon discovery any infringing goods or those suspected of being infringing. The objective of the Guidelines is to strengthen border control measures to combat exportation of pirated and counterfeit goods.

To carry on with existing IPR protection policies as well as to adopt new mechanisms set forth under the amended Trademark Act and Copyright Act, the Directorate General of Customs promulgated the “Enforcement Guideline on Trademark & Copyright Protection Measures by Customs” on June 10 and went into effect on July 1.  The Guideline provides the legal basis for border control officers to enforce trademark and copyright infringements. 

Concerning the false declaration of exported optical disks, the Ministry of Justice has determined in the case when a person files a false declaration for exported optical disks, such act would be considered forgery of documents, which is consistent with Article 215 of the Criminal Code. Therefore exporters, forwarders and brokers must ensure that their declarations are correct, so as to avoid legal liabilities and sanctions.  The Directorate General of Customs instructed its affiliated departments on May 19 to provide export/import trade organizations and customs declaration agency associations with education and training programs to facilitate the enforcement of this determination.

In an administrative order effective as of October 1, 2003, outbound inspection of optical disks has been incorporated under the Export Monitor System (EMS), which was initially implemented in 1992 to deal only with outbound software programs. The improved integrated mechanism will provide Customs inspectors and TIPO’s IT experts with one-stop service to jointly inspect pirated ODs, while not impeding trade facilitation programs in place at the Customs. The “Directives for Customs Authorities in Implementing Measures for Protection of Trademark and Copyright”, which entered into force on July 1, 2003, supplements the EMS. Implementation of these two complementary measures authorizes the competent authorities of Taiwan government, particularly the Customs to exercise the same degree of ex officio actions.

Anti-Piracy and Anti-Counterfeiting Inspections  

Inspection results provided by the Joint Optical Disk Enforcement Taskforce (JODE) show that between July and September 2003 the number of illegal ODs and the total value seized have remained unchanged for the last consecutive three months, indicating that the control at the reproduction/distribution level is being administered effectively and adequately. Crackdown results provided by the Integrated Enforcement Task Force (IETF) of the National Police Administration of the Ministry of Interior show that the number of confiscated music and video CDs dropped from 52,802 in August to 31,033 in September, a significant difference from the January to July monthly average of 87,156.

Also, a report provided by the Criminal Investigation Bureau’s (CIB) of the National Police Administration in Taipei detailed a crackdown of 300-400 million pirated optical disks (including pornography, music, and movie) at a recycling plant. According to the CIB, these ODs were sold to the recycling plant by vendors and pirated OD manufacturers, who on the one hand were in fear of violating the public crime clause and could not sell these ODs because distribution channels have been blocked, on the other.

The Business Software Alliance indicated on June 3, 2003, that the software piracy rate in Taiwan fell by a full 10 percentage points, from 53% in 2001 to 43 % in 2002. These findings show that long-term education and public awareness programs on the importance of improved IPR protection in Taiwan, together with effective anti-piracy efforts, have contributed substantially to the dramatic fall in the piracy rate for business software. 

As of the end of July, according to statistic report by the Ministry of Justice, 2,072 suspects were convicted of IPR-infringing activities, marking an increase of 31.72% over the 1,573 convictions issued during the same period in 2002. Of the 2,072 convictions, 330 defendants (15.92% of total convictions) were sentenced to six months or longer imprisonment. This is a 27.90% increase from the 72 convictions of the same category during the same period in 2002. Through the end of July 2003, the affirmed guilty rate is 84.89%, a slight increase from the 83.38% rate achieved for the same period in 2002.  

Judicial System
Our judicial system adopts those of Germany and Japan’s. After decades of working, it is now a comprehensive system with high quality judges and prosecutors, and a complete civil and criminal litigation system. Since our judicial personnel are trained under traditional law programs, needless to say, they are rather inexperience when faced with IP related lawsuits. Therefore, our Patent Act specifically states that, “the court may set up a professional tribunal or designate specific persons to handle patent litigation cases.” It is through this kind of professional courts that we hope IP-related cases can be handled with sophistication and experience. Furthermore, we have been providing IP-related trainings for judges and prosecutors in recent years to promote professional IP judicial system.

The issue of Power of Attorney, in which foreign companies are required to assign a legal representative, including an attorney, within the territory of Taiwan to file a lawsuit or take any legal action after the representative’s registration is notarized, has been deemed by many foreign investors as cumbersome and not conformable to Article 42 of TRIPS. Our judiciary and administrative branches are currently looking for a way to resolve this problem.  

Since IPR-authorities are administrative agencies, they do not involve in the prosecution of infringement cases, but rather issue assessment reports on the infringement of trademarks and copyrights at the request of the courts. However, right holders may file complaints for damages to the District Courts against the suspected infringers. If the decisions rendered by the District Courts are not satisfactory, the parties involved may appeal to the Higher Courts and subsequently to the Supreme Court.

Conclusion

Although strengthened IPR protection is important to a country’s economical and technical development, it is not the only means for the country’s overall advancement. Other factors such as technical capability and market availability also determine a country’s development. Electronic industry in Taiwan, for example, prospers not because it relies on special IP protection. However, a comprehensive IP protection system does have tremendous impacts on R&D and foreign investments. It was therefore necessary to amend our IP-related laws and regulations in accordance with international standards. Though plants and animals are not protected under the Patent Act, computer software and commercial methods are. Our Trademark Act is in complete compliance with TRIPS provisions and is suitable for our internationalized business environment.      

Innovative R&D relies on effective IPR protection to ensure its sustainable development. Strengthened IPR enforcement is an issue that is faced by all countries. The positive results that have been achieved by Taiwan in the last two years are the cooperative effort of our administrative and judiciary authorities, proving that effective enforcement requires cooperation from all fronts. Since its establishment in 1999, TIPO has been serving as the integrating agency for all government offices in the fight against piracy.  

Thank you for your patience. .
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會1

		Subject		Amount		Percentage

		Fines and compensations		1,241		0.07%

		Regulatory fees		1,686,682		98.74%

		Properties		44		0.01%

		Other		20,130		1.18%

		Total		1,708,097		100.00%

		Subject		Amount		Percentage

		Biotech Patent Protection		68,240		5.33%

		General Administration		734,100		57.31%

		Training, promotion and international cooperation		56,375		4.40%

		Patent related administration and examination		173,362		13.53%

		Trademark related administration and examination		18,963		1.48%

		Copyright and trade secret management and dissemination		27,353		2.13%

		IPR data establishment and management		84,882		6.63%

		Enforcement		52,986		4.14%

		Construction and facilities		62,463		4.88%

		Primary reserve fund		2,165		0.17%

		Total		1,280,889		100.00%
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會3

				Estimation		Appropriation

		1998		1,076		1,099

		1999		1,117		982

		Third & Fourth Quarter of 1999 and year of 2000		1,395		1,458

		2001		1,002		1,583

		2002		1,708		1,710
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		Year		Estimation		Appropriation

		1998		1,728		1,690

		1999		1,792		1,701

		Third & Fourth Quarter of 1999 and year of 2000		1,737		1,677

		2001		1,277		1,229

		2002		1,281		1,266
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				專利		新型		新式樣

		90 本國人		9,170		24,220		6,820

		91 本國人		9,638		20,692		5,596

		90 外國人		24,222		1,150		2,278

		91 外國人		21,978		1,058		2,440

				專利		新型		新式樣

		90 本國人		6,477		19,999		5,834

		91 本國人		5,683		15,265		3,898

		90 外國人		17,952		1,213		2,314

		91 外國人		17,353		850		1,993
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				2001		2002

		New applications by domestic persons		41,299		45403

		New applications by foreign persons		17,859		16326

		Published Registration by domestic persons		56785		49151

		Published Registration by foreign persons		19628		21691
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		2001 Domestic		9,170		24,220		6,820

		2002 Domestic		9,638		20,692		5,596

		2001 Foreign		24,222		1,150		2,278
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		2001 Domestic persons		6,477		19,999		5,834

		2002 Domestic persons		5,683		15,265		3,898

		2001 Foreign persons		17,952		1,213		2,314

		2002 Foreign persons		17,353		850		1,993
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