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Chapter @

Promotion of the Electronic Patent Office

1. E-Government Pioneer

The JPO started accepting online applications for patents and utility models in December 1990, becoming
the pioneer in realizing the concept of electronic government which is the mainstay of the e-Japan priority plan
(decided by the IT Strategy Headquarters on March 29, 2001).

Furthermore, in April 1998, the JPO made it possible to file applications through PCs and to inspect various
procedural documents online, providing electronic filing software free of charge. In January 2000, the JPO also
started accepting online procedures for applications for designs, trademarks and for the national phase of PCT
applications as well as for appeals. The JPO has taken various measures to lead the establishment of the
electronic government.

As of July 2002, more than 9,000 copies of the electronic filing software were provided free of charge, and
more than 20,000 users were able to conduct online procedures. As of March 2002, the online filing rate
reached 97% for patents and utility models, which indicates that the online filing system has been fully
established.

In the future, the JPO will use internationally standardized formats (XML’ formats) for application documents
and Gazettes in respect to patents and unity models and apply the electronic system to the international phase
of PCT applications.

Electronic data accepted in online applications is useful to enhance the efficiency of general administrative
operations at the JPO through comprehensive computerization of the administrative processing of applications,
examinations and appeal/trial procedures. It is also effectively used for publishing CD-ROM gazettes, providing
industrial property rights information, exchanging data with foreign countries and providing search services.

HElectronic Filing Rate

100%

Distribution of electronic filing software

80%

4,145 2,807 43 9,073

(Note) Governmental offices include schools (as of July 1, 2002).

Applications to use the electronic information processing system
40%

20%

5,332

(as of July 1, 2002)

0% - -
December 1990 March 2002

[ [J Patents, Utilty models []Designs [JTrademarks [JPCT applications [ JAppeals ]

PCT applications: Procedures for applications filed under the Patent Cooperation
Treaty after entering into the national phase

XML (eXtensible Markup Language): Data description language suitable for exchange and distribution of electronic documents via the Internet. Marks, which are
called tags, are attached to each element in a document so that users can easily search and manage documents. XML is extensible and flexible because these tags
can be set without restriction.
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2. Efforts to realize Online Filing via the Internet

With the rapid progress of digital networks and the employment of broadband in the Internet infrastructure,
various restrictions of the current ISDN filing system (line speed, cost, user-friendliness, convenience, etc.) are
emerging. There is a growing demand from users to file patent applications via the Internet. Furthermore, the
Intellectual Property Policy Outline stipulates that the GOJ enable applicants to file applications for patents and
inspect various procedural documents via the Internet by the end of FY 2004.

The JPO will concentrate its efforts on realizing Online Filing via the Internet in accordance with the PCT
Electronic Filing Standard developed by WIPO (entered into force in January 2002), as well as the Government
Public Key Infrastructure (GPKI)', the basis of the certification system of the Japanese electronic government.
The JPO will also make efforts to realize the online dispatch system and the online inspection system for
various documents in accordance with the PCT standard on online dispatch currently under discussion at

WIPO.

3. Electronic Payment

Upon paying fees for online filing to the JPO, applicants can either pay by withdrawal from their prepaid
accounts opened in advance or by cash using national fund payment statements.

However, along with the recent progress of e-commerce technology such as Internet banking, and in light of
the fact that the Ministry of Finance is developing an electronic payment system for government revenues as
part of the measures for realizing the electronic government, the JPO will consider and work on introduction of

an electronic payment system for fees.

MElectronic Patent Office

Patent information users
Inquiry for inspection
Prepaid account balance inquiry
Request for certification

- T Request for delivery /S
Inspection of gazettes Database service
Inspection of data on file wrappers providers, large |=p
companies
‘§i -l SOIVICnS
Marginal cost

. JPO: Cyber Office i
Applicants ’ Public
Individuals, ‘ users

SMEs,
Automatic
registration,

Companies, /“'*—*ﬁ\_’

patent attorney *klw
/1 (DVD-ROM gazettes)

Automatie

Offices
Fil:;:rrg:f editing of-

gazetias'.

L Z
Assignment of classifications, | ; A
- integrated assignment of ynaustrial
Foreign patent | pata exchange F-te?ms o Pé?gi?afiy : Pubh
- - ublic
Offices Search by external agencies Library L finspection
(including Trilateral Offices) Outsourcing Dedicated | facilities L )

lines

'Government Public Key Infrastructure (GPKI): The government system for checking whether applications, reports, and notitications of results are truly prepared by
applicant or the authorized person of the governmental agency and whether the contents of applications and notifications are altered. This mechanism is realized

using a certification sysiem emplaying digital public key cryptosystem signatures.
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Industrial property information constitutes the latest technological information as well as information that
defines the scope of right. For this reason, it is important to promote its positive use in corporate R&D and
investment strategy for the commercialization of R&D results.

In light of this, the JPO opened the Industrial Property Digital Library on its Website in March 1999 to
increase access to industrial property information. (JPO Website: http://www.go.jp.indexj.htmi)

By accessing the IPDL, users can search 48 million of industrial property-related documents such as
gazettes concerning patents, utility models, designs and trademarks published since 1885 using document
numbers and various classifications. Additionally, users can also access related information such as the legal
status of applications, registrations and appeals/trials as well as laws and guidelines. All information is available
free of charge.

In January 2000, the JPO installed dedicated terminals in public inspection facilities including the NCIPI as
well as its local inspection rooms and intellectual property centers, and started to provide information via
higher-speed and higher-definition screens via dedicated lines, in addition to provision via the Internet.

Since March 2000, the JPO has been providing search services (patents, utility models, designs, and
trademarks) for patent information beginners. For foreign users, the JPO provides automatic English language
translation for publications of unexamined/examined patent applications in addition to providing Patent
Abstracts of Japan (PAJ).

In March 2001, the JPO started to provide Fl and F-term search services in English and expanded the scope
of PAJ available publications to include those published since 1976. In March 2002, the JPO also started to
provide number search services in English. The JPO is currently working on disclosure of a database for patent
examination concerning computer software (CSDB) by the end of FY 2002.

The IPDL services will encourage the use of industrial property information in identifying application and R&D
trends of competitors, preventing overlapping investment, and avoiding unnecessary disputes when deciding
product designs or names.

The number of hits to the IPDL per month rapidly increased, due to the enhancement of services, from about
1 million in April 1999 immediately after the services started to 3 million in April 2002. Patent and utility model
searches were the most frequently used, accounting for about 60% of the total hits, followed by trademark
searches with 20% and searches for beginners with 10%, these three types of searches accounting for 90% of

the total.
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. Title of Sepvice i -,

Search for Beginners (Patent & Utility Model}

vailability in English

SRR

1 1993- Text search
2 Search for Beginners (Trademark) 1993- Text search
3 Patent & Utility Model Gazette DB (Japanese) 1885- Number serach
4 Patent & Utility Model Gazette DB (English) 1885- * Number serach
5 Patent & Utility Model Concordance (Japanese) 1921- Number serach
) Patent & Utility Model Concordance {English) 1921- * Number serach
7 IPC Search 1885- IPC search
8 FI/F-term Search (Japanese) 1885- Fl,F-term search
9 FI/F-term Search {(English) 1885- * Fl,F-term search
. Text search (bibliographic data and abstract),
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Text search (bibliographic data and abstract),
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Text search (bibliographic data and abstract),
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14 | Patent Map Guidance (English) - *
Reference to IPC, Fi, and F-term
15 Patent Map Guidance (Previous version) -
16 Patent Map Guidance (List of theme code) -
17 | Design Gazette DB 1889- Number serach
18 | Design Concordance 1964- Number serach
19 | Japanese Design Classification/D-term Search - D-term search, Japanese Design Classificalion search
20 | Searching Design Gazette 2000- Text search (bibliographic data and abstract)
21 Japanese Design Classification -
22 Locarno-Japanese Design Classification - Reference to classification for design
23 | List of D-term
24 Trademark Gazette DB 1885- Number serach
25 | Trademark Concordance 1964- Number serach
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International Classification of Goods and Services
® (English-Japanese) i
37 Reclassification Guideline (New version(8th)) -
38 Reclassification Guideline (Previous version{7th)) -
39 Searching Japanese Unregistered-Mark -
40 Foreign Gazette DB - Number serach
41 Searching US-Patent Classification -
42 | Appeal and Trial Gazette DB 1940- Number serach
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45 Others .
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In enhancing industrial property information services, it is necessary not only to satisfy public need for the
standard use of industrial property information by providing inspection services free of charge through the IPDL,
but also to aim at establishing an environment in which information service providers in the private sector
satisfy the public's diverse needs for industrial property information searches and provide high-value added
services. To achieve this, the JPO decided to review the conditions for providing its data and establish an
environment in which industrial property information can be provided for positive use.

The JPO decided to provide CD-ROM gazettes, published in and after April 1998, at marginal cost. Additional
costs such as expenses for data reproduction, expenses for data storage media, and delivery expenses are
included, while expenses for data creation and maintenance are not included. This measure has decreased the
price of one CD-ROM gazette from ¥21,000 to ¥5,330 and made it available at the same price irrespective of
the type of use (copyright royalties were conventionally charged depending on the type of use, such as in-house
online use or use as a reproduction provided by a third party), enabling the public to use gazette data actively
and at a lower price. In March 1999, the JPO also started to organize and standardize data on the legal status
of examination into SGML format at its own expense and provide it at marginal cost. Furthermore, in order to
increase accessibility to JPO databases, the JPO changed the media for providing legal status information to
DVD-R in March 1999 and started to provide CD-ROM gazettes for past issues (gazettes issued in or before
March 1998) at marginal cost.

These measures have encouraged companies to establish their own database and private information
service providers to provide high-value added and diverse services.

BFiow of data provision

EPO, USPTO

Provision of data
raw data, SGML data |PDL

Japan Patent Information ) :
Organization :

Marginal cost

Online
g
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Using IT to Modernize the Operations and
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Introduction

» Background to Formation of JPO Paperless
(PL) System Project (Overcoming of Obstacles)

 History of PL System

Actual State of PL System

Effect by Introducing PL System Project
* Lessons from JPO as a Front-runner

» Conclusion

Background to Formation of
PL System Project

What were the big issues in the 1980s?

* Increasing number of applications and longer
pendency period

» Difficulty with paper-based administration
» Limitations of manual search by paper file




Increasing Number of Applications and
Longer Pendency Period

(Applications

in thousands) {Months)
5 45
540
520 140
500
135
480
460 1 30
440 oA —®—Number of Applications(P+U)
420 F *A® pxamination Period 12
4w 1 1 1 1 1 1 I 1 L L 20

1981 1982 1983 1984 1985 1986 1987 1988 1989 1990 Year

Difficulty with Paper-based
Administration
* Inefficient administrative work
* Flow of documents
» Securing space

JPO
Ap P licants Increase of Applications Public
Hand-delivery
4 N
Ma ﬂ g Gazette
' Publication

Applications — 6




Limitations of Manual Search
by Paper File

History of PL System
-1984 PL project inauguration
-1985 Jan Inauguration of patent document
search system
-1990 Dec Start of e-filing for patent
-1993 Jan Publication of CD-ROM gazettes
-1998 Apr E-filing using PCs
-1999 Mar Establishment of IPDL
-2000 Jan Inauguration of PL system for designs,

trademarks, PCT-DO and appeals




Actual State of Paperless System

- Computerized Procedures from Entrance to Exit -

P lnformgtion
User A

Internet ., >,

Recelving
System System

Data .
N Exchange Public
Toatent inspection
aten X nopecte
Office Outsourcing Dedicated a;i‘n s

Line

Effect by Introducing PL System Project

» Contribution to Prompt and Accurate
Examination

» Effective Internal Administrative Procedure
 Increase in User Friendliness
« Upgrading of Information Provision Services

» International Collaboration and Support for
Computerization in Developing Countries
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Contribution to Prompt and Accurate Examination
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Effective Internal Administrative Procedure

« Establishment of automatic formality check

 E-filing software possessing multi-function
(Filing, Automatic Styling Check,
Inspection, Receipt of notifications, etc.)

« E-management for application, notification,
etc.




Automatic Formality Check

Formality is
correct ?

No/Probably

Correction by
ex officio

L Examination

Automatic Formality Check Ratio

Patent!
Utility Model

Design
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Dispatch
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Formality Check System
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Drafting System ;|
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Increase in User Friendliness
- Electronic Filing from Office or Home -

Applicants

Functions
Format Conversion
Styling Check

PC Filing
« Software

o

Y

Office, Home

[Free of Charge]
——

ISDN JPO

Filing
Dispatch

JPO’s System
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Trends in the Ratio of e-Filings

100% 96%88% 99% 97%
849

80%
60%
40%
20%
0%

43%

DEC1990 JUL.2001

B Patents, Utility Models 96% (450,000/year)

[1 Designs 88% (40,000lyear)

0O Trademarks 84% (140,000lyear)

B PCT-DO 99% (30,000lyear)

01 Appeals 97% (20,000/year) 7

Lessons from JPO as a Front-runner

Establishment of systems for
examination and developme

Conformity to standard
Factor to attain high e-filing ratio
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Setup a Clear Vision / Target

« Spirit of JPO PL System Development
— To computerize from entrance (e-filing) to exit
(notification, registration, publication)

— To use online network technology practically
— To computerize all search documents
— To deal with all business in online terminals

— To enable everyone to access IP related
information freely

Establishment of Systems for
Examination and Development

* Chain of command for planning and administration
» Clarification of person responsible for development
and Concentration of authority

+ Information sharing and integration of opinions

» Decision-making at big turning point to prevent
regression of system development

» Cost evaluation, audit and maintenance

20




Conformity to Standard Technique

« PCT e-filing technical standard
+ WIPO standards (e.g. ST xx)
 De-facto standard

21

Factor to attain high e-filing ratio

Explanation to users (applicants and attorney) about
merit of e-filing

Difference of fee between e-filing and paper filing
User support by establishing Help-desk

Allocation of joint user terminals with advisers installed
in IP centers all over Japan




In place of Conclusion

« JPO expects its experience will be of use to
APEC members development.

« JPO is welcoming exchange of views on its
experience.

Thank You !

(t
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Electronic Application System Promotion Plan

Summary

1 Background and purpose of Electronic Application System Promotion Plan
1.1 Background of Electronic Application System Promotion Plan

The JPO launched an electronic application system on December 1990.

*Application for a patent or utility model on-line or by floppy disk become possible.

* As of 1996, 67 % of applications were filed on-line, 29 % by floppy disk, and 4 %

by paper (about 900 electronic application terminals)

The current electronic application system operates by the following process:
(1) JPO makes the specifications for electronic application public.

(2) Vendors develops products according to the specifications.

(3) Users obtain/use the products.

The breakdown by application means shows that 96% are filed by electronic means
and 67% on-line, namely, indicating a fair prevalence of electronic application.
However, the electronic application terminals that are the currently available products
for on-line application are expensive and dedicated to a single purpose because of the

system operation process stated above and the intrinsically narrow market.

Current situation (1990-)



(2} Vendors develop products
according to the electronic
application.

(3) Applicants procure

(1) JPO opens the specifications the products.
for electronic (on-line and FD) Ically narrow.
application to the public. - High cost ' ‘
(costly for both initial installation and maintenance)
- Dedicated terminal

{poor versatility, expandability and operability)

Figure 1-1 Current electronic application terminal situation

1.2 Purpose and course of action of Electronic Application System

Promotion Plan

In order to solve these problems of the electronic application terminals and
to make it possible for applicants to further expand their information
systems (using intra-nets and the like), the Electronic Application System

Promotion Plan has set up the following course of action:

(1) The JPO is to develop and offer a general-purpose product for
verification of application documents and conversion to the application

format.

(2) De facto standard techniques and de facto standard products are to be

actively utilized.

(3) The electronic application function is to be implemented through a

combination of commercially available products.

(4) A system configuration is to be implemented that allows applicants to

expand systems, such as in an intra-net.



(2) De facto standard
techniques

(3) Each integrator (possibly

applicants themselves)
integrates electronic
applications based on the
JPO product.

(1) JPO develops and offers
a product for electronic
application.

(4) Appliants can further
expand information
systems.

Figure 1-2 Electronic Application System Promotion Plan

The Electronic Application System Promotion Plan aims at an increase in

the ratio of on-line applications.
2 Outline of Electronic Application System Promotion Plan
2.1 Outline of Electronic Application System Promotion Plan

(1) Software

* Necessary: Windows 95

* Necessary: Electronic application common software, namely, PC

Application Software, offered by the JPO

* Optional: Commercially available word processor product (for document

creation)

* Optional: Extended software for electronic application

* Optional: Other commercially available product
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Figure 2-1 Software configuration
(2) Hardware

* Necessary: Personal computer (Windows 95 platform)

Recommended performance
CPU: Pentium processor of 100 MHz or over
Memory: 32 MB or over

HDD: 1 GB or over

* CD-ROM drive: To install the PC application software

* Necessary: Communication equipment (terminal adapter or ISDN board

capable of synchronized 64-Kbps communication)

* Optional: Printer (compatible with Windows 95, with a resolution of 200

DPI or over)

* Optional: Image scanner (compatible with 32-bit TWAIN, with a

resolution of 200 DIP or over)



[Notes]

* Creation/updating of procedural and other documents are to be carried out

with a commercially available word processor product, drawing tools and
the like.

* The interface between documents created with a commercially available

word processor product and the PC application software is to be HTML.

3 Processing method of Electronic Application System

3.1 Processing method

The envisioned operation procedure and processing method are as follows:

(1) Create an HTML patent document by word processor (and describe its
drawings in the HTML).

(2) Create an image data file for the drawings.
(3) Put the created document into the PC application software.

(4) If an error is found during the verification of the document, then; (4)-1

Indicate the error in detail and carry out steps (1) to (3) again.

(5) If no error is found during verification of the document, then
automatically create the JPO-specified application format.

(6)-(7) Check the application format in detail and apply on-line for a patent.
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Figure 3-1 Processing method of Electronic Application System

3.2 Creation of documents

(1) Creation of HTML documents (with an HTML add-on, commercially

available word processor product and the like)

The applicant uses a commercially available word processor or another
product to create a patent document in HTML, which is the input format of

the PC application software.

To tag the data elements of the application document, the applicant uses the
special tag ([ ] ), according to the Regulations under the Patent Law:

(Example)
[Applicant for patent (in Japanese)]

[Address or residence (in Japanese)] XXXXX



[Name or appellation (in Japanese)] XXXXX

In the layout of the application document, HTML tags are to be used to

create an HTML document as shown in Table 3-1.

HTML is riding the crest of the worldwide Internet boom and is starting to
be supported on commercially available word processor/editor products.

* MS-WORD (Microsoft Corporation:a word processor product in

worldwide use)

* Ichitaro (JUSTSYSTEM: the word processor product most used in Japan)

Judging from these product conditions, creating an HTML document will
not require using any operations that differ from those of ordinary word
processor use, with the exception of using the file name extender (.htm)
when saving the document. The operations do not seem to be‘that difficult

for the applicant.

The PC application software converts the HTML patent document into the
JPO-specified application format (called the X format). The HTML
specifications for a patent document which can be converted into the

application format using the PC application software are shown below.

Table 3-1 HTML specifications



Function HTML tag
Newline <BR>, <P>
New page None
Double-width charader <FONT>, </FONT>
Single-width character Discriminated by the shifted JIS code
Half-width character Discriminated by the shifted JIS code
Underline start and end <U>, </U>
Block definition (for image data) <IMG> or <FIG>
Partial line back (superscript) <SUP>, </SUP>
Partial line feed (subsciipt) <pUB>, </SUB>

(2) Handling of patent drawings

Patent documents may contain drawings. Because HTML allows image data
to be inserted (using the IMG tag), it was decided that drawings could be
handled by converting them into image data (BMP, GIF) and inserting the
image data by HTML (IMG tag).

There are the following ways to create image data:

* Creation of image data by personal computer software

* Conversion to image data by an image scanner

Specifications for image data formats

Of the image data formats, the following two will be supported for the

present.




* BMP (Bit MaP)

* GIF (Graphic Interface Format)

Under the JPO specifications for electronic application, image data are
binary data for of black and white values which are converted into MMR.
The PC application software converts BMP/GIF into the MMR format and
stores it in the application format specified by the JPO (X format).

(3) Handling of CWU (Complex Work Unit)

CWU (Complex Work Unit) has been handled as image data in the existing
electronic application system. It was decided that it will also be handled as

image data in Electronic Application System Promotion Plan.

Windows copy/paste

Word processor/editor Paint fDraw
software

cwu
software

-

Directinput

HTML patent

Image scanner
document 9

<HTAL>
Lo

HTML Image file (BMP, GIF)

PC application software [

Figure 3-2 Schematic diagram of handling of CWU (Complex Work Unit)

3.3 Verification of documents (a function provided in the PC

application software)

A function for verifying the document created by the applicant is provided
in the PC application software. The chief details of the verification are as

follows:

* Checking the document for descriptive details (a check of the requirements



as a patent document, for example, whether the specified document name

and identifier are used)

* Checking character codes/control codes (a check of the character codes to

see if they are as specified (JIS codes))

* Checking image data (a check of image data, for example, for the specified

format, size, and matching to the text)

3.4 Conversion to JPO application format (a function provided in the

PC application software)

JPO prescribes a format for on-line application called the X format. In the X
format, the basic structure is divided into a header part and a body part. The
header part stores bibliographical information, while the patent specification
or other documents are stored in the body part. For the format of the body
part, T.73 prescribed by ITU-T is used. T.73 is a protocol which prescribes
the layout of a document with coexisting text and images, with the image
data encoded by the MMR method.

Ii;?g gﬂmﬁﬁf Applicant information header part Body part (T.73)
(Logical structure) Length part Bitliographical | Document information part (coexisting text
information part and image)
(Text data)
(Image data)
NMMR method

Figure 3-3 Structure of the X format

The PC application software provides a function for converting an
applicant-created patent document (HTML) into the electronic application
format prescribed by JPO (the X format). The image data in BMP/GIF is
encoded once again by the MMR method.

For management of the logical structure of the document, there is also




logical structure information in the X format, which is used for searches at
the JPO.

3.5 On-line transmission (a function provided in the PC application

software)

The JPO will provide the applicant with a function in the PC application
software for applying on-line to the JPO. ISDN will be used for the
communication line, TCP/IP (bundled with Windows) for the
communication protocol, and the JPO transaction protocol, which is used by

the existing application terminals, for the computer application protocol.

In the Electronic Application System Promotion Plan, the communication
protocols to be used will be Pp (JPO transaction processing protocol),
TCP/IP and PPP, which will take the following structure.

Pp
TCP/IP

FPPP

Figure 3-4 Structure of communication protocols

* Adoption of existing Pp (JPO transaction processing protocol)

In drafting the Plan, a hearing/survey was conducted to assimilate the
opinions/demands of users. The applicants did not want to use FTP or
another commercially available ready-made communication product, but
rather wanted to be able to apply by using one computer patent application
product in which document check and document conversion are
incorporated. In response to this demand of the applicants, it was decided to
adopt the existing Pp (JPO transaction processing protocol).

* Private network

The network in the Electronic Application System Promotion Plan is to be a

private network with direct connections, namely, not via another networks



(for example, Internet).

* Use of ISDN as WAN (wide-area network)

As the communication line to be used in the Electronic Application System
Promotion Plan, ISDN is to be adopted, which has been remarkable charge
rate reductions and spreading usage owing to the Internet boom.

Use of telephone lines was also put forward as a candidate, but their
adoption was withheld since, in comparison to ISDN, there is no large
difference in cost and they have slower connection and transfer rates.

* Security

The same treatment is to be performed as in the security checks which the

JPO has been practicing so far.

4 Development of PC application software
(1) Componentware

Reuse of software is a problem with a long history that has been discussed
for more than 20 years. The concept of object-oriented reuse has recently
been put forth, and the objects to be handled at first were source codes.

After reflection on this, the unit of reuse (the component) is to be the object

code called a "plug-and-play software component.”

Componentware is now being developed around compound documents
(which are organically compounded of graphics and text) and the

commercial implementation of components is gradually proceeding.
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Figure 4-1 Concept of componentware

The parts to be developed in the PC application software will be developed
according to this concept of componentware and offered in a reusable
form.Therefore, it ill be possible for the applicant to reuse parts of the
software and thereby build his own computer application system.

* To be developed in the Visual C++4.0 language.

* The developed software will be offered in a reusable form as .DLL or

OCX (OLE control). The user or integrator can create new software in

Visual Basic or other languages.
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