9L/7/7-91/8/7( )
91/5/26~91/8/25( )
91 12



O 1.
O 2.
O 3.
O 4.
O 5.
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O 7.

O 8.

0 (1)
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FPLC IPSI
CASRIP 2002 Patent & Summer Institute






SRB






FPLC IPS
CASRIP 2002 Patent & 1P law

& Practice Summer Institute

USPTO CAFC
American Type Culture Collection, ATCC



5/26-7/6 New 5/26
Hampshire
Concord
5/28 : (FPLC)
(6
)
7/7-7/30 717 N.H.
717
718 7126
(CASRIP 2002 Patent & IP law &
Practice Summer Institute) 3
7/31-8/5 7131
8/6-8/11 8/6
8/6
8/12-8/19 8/12
(USPTO)
(CAFC)
8/20-22 8/20
8/23-8/25 8/23 8/25




(how-to-make)” (how-to-use))



ex parte prosecutions inter parte
proceedings

(prosecution history)



35U.S.C. 8112 Specification (second paragraph)

The specification shall conclude with one or more claims
particularly pointing out and distinctly claiming the subject

matter which the applicant regards as his invention.

(USPTO)

(process,
machines, manufactures, or compositions of matter)
1)
(product claims)( ) (@



(process claims) (things)

(actions)
(
)
(structural elements)(
)
( )
1. (Product Claims)
(
) (1)
(compound claims) (2) (compositions claims)

€ (product-by-process claims) (4)



(product-by-property claims)

(compound)

Tetracyline
A compound having X.

A 2-(2 -aminoethoxy) ethanol salt of dicamba having the

following structure

Cl OCHj

] |
COO0 +H—I}I—CH2CH2—O—CH2CHZOH

H
Cl

(empirical formula)

9



1

b.

4)
( 5
(amino trimethylenephosphonic acid)
)

A viscous, colorless, oil having a strong sandalwood-type
odor, consisting essentiadly of a materiad having the
empirical formula, C¢Hos free of etherea oxygen and
having a boiling range between 140-160 , under 2mm.Hg.

pressure and refractive index (n 20/D) of about 1.506-1.508.

Crystalline anhydrous amino trimethylenephosphonic acid).

(Composition)

10



6-8)

6. A composition comprising the compound of clam Y in
combination with a pharmaceutical acceptable carrier or
diluent

7. A non-asbestos type friction material composition suitable
for use as a friction element conssting essentidly of a
thermosetting binder, a fibrous reinforcing material, and an
effect amount of an aramid polymer pulp fiber to result in
good structural integrity of a perform manufactured from
said friction material.

8. The composition of claim 6 wherein  said non-asbestostype
friction material comprises from 4 to 13 wt % of phenolic
resin, from 15 to 40 wt % of carbonaceous particles, from O
to 25 wt % of non-asbestos fibers, from 2 to 10 wt % of
ceramic powder and from 15 to 40 wt % of metal powder.

1



(species)

(sub-genus)

(inherent)
Titanium Metals
Corp. v. Banner, 227 U.SP.Q. 773 (Fed. Cir. 1985)

( )
0.6% 09 % 02% 04 %

0.75 % 0.25%



In re Spada, 15 U.SP.Q.2d 1655 (Fed. Cir. 1990)

Smith

Soada

Snith Soada

Soada Smith

( ede clam)

/ (

) recipe clams

13



Exxon Chemical Patents Inc. v. Lubrizol Corp., 64 F.3d

1553, 35 U.SP.Q.2d 1801 (Fed. Cir. 1995) Exxon
( 4,867,890 )
Exxon Lubrizol
Lubrizol Exxon
Lubrizol
(ashless dispersant, Exxon '890
) (Lubrizol
ZDPP

CuDDP

) Lubrizol

890
@D

(2)ZDDP( a znic
dihydrocarby! dithiophosphate)
3
(4) (  ZDDP

14



(A)
(B)

(©)
(D)

(E)

BExxon 890

0.01

5

1

(
1 10wt%

5.0wt %

500 ppmw

10 wt %

15

'890

ZDDP

(B)
Lubrizol

Lubrizol



890

BExxon
Lubrizol
BExxon
Lubrizol
BExxon
BExxon
BExxon
Lubrizol
'890
Lubrizol
Exxon
BExxon

(product-by-process) /

16

Lubrizol

BExxon



(product-by-property)
Exxon

1. A,B,CD

2. (
( chemical fingerprint)
(NMR))

(Product-By-Process)

17



In re Thorpe 227 U.SP.Q. 964 (Fed. Cir. 1985)

novolac color

Thorpe
carboxylic acid metal
carboxylate Thorpe
Thorpe
Thorpe
Thorpe "Thor pe
"prima facie

Thorpe

18



ripps Clinic & Research Found. v.

Genentech, Inc., 927 F.2d 1565, 18 U.SP.Q.2d 1001 (Fed. Cir.
1991) "

ripps Atlantic
Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 23 U.SP.Q.2d
1481 (Fed. Cir. 1992) "

ripps Atlantic
Thermoplastics

19



Scripps

d. (Product-By-Property)

(Rgerpin) (
)



2. (ProcessClaims)

(
(1)
(process-of-making product clams) (2

(process-of-using product claims)

F.2d 1406, 226 U.SP.Q. 359 (Fed. Cir. 1985)
In re Durden

(carbamate)

21

In re Durden, 763

oxime



)

(as awhale)

Durden

Durden

Durden

(nonobvious)

(assawhole)



1995 the
Biotechnology Patent Process Act (BPPA)
In re Durden
BPPA 0 b
35U.S.C.103(b) 35U.S.C.103(b)(3)

In re Ochiai, 71 F.3d
1565, 37 U.SP.Q.2d 1127 (Fed. Cir. 1995)
Ochiai cephem

(precursor compound)

cephem

cephem

Durden

whole)

prima facie

cephem

23



cephem

Inre
Brouwer, 37 U.SP.Q.2d 1663 (Fed. Cir. 1996) Brouwer
(an ester of an
alkanesulfonic acid) sulfoakylated
vinylsulfonate (donor) active
methylene group(acceptor) Michael
Durden

active methylene substrate

methylene
prima facie
(ester)  active

methylene substrate

24



In re Ochiai In re Brouwer

Guidance on the Treatment of Product and Process

Claimsin light of In re Ochiai, In re Brouwer and 35 U.S.C. 803(0
(Feb. 28, 1996)(see also M.P.E.P. (Rev. 3, July 1997) 8116. Q)

a (Process of Making)

1. A process of purifying crude maeic anhydride

containing chromgenic impurities, comprising

Subjecting crude maleic anhydride to a hot-aging
process in liquid phase;

Conducting the hot-aging process in the presence of a

25



compound selected from the group consisting of the
oxides and hydrated oxides of boron to convert the
chromogenic impurities to products which are relatively

nonvolatile compared to maleic anhydride; and then

Separating the maleic anhydride from such products by
fractional distillation.

A process as recited in clam 1, wherein the hot-aging

process is carried out at a temperature between 140

and 200

(Process of Using)

1. A processfor treating disease X by administration to
a patient an effective amount of compound Y.

26



2. A processfor treating disease X by administration to
a patient an effective amount of compound Z
comprising compound Y in combination with a

therapeutically acceptable carrier.

(Claim Construction)

27



)

(2

(3)

(4)

28



(the preamble) (the trangitiona phrase) (the
body)

1 (Preamble)

(preamble)

"(Bel Communications v. Vitalank, 55 F.3d 615,34
U.SP.Q.2d 1816(Fed. Cir. 1996))



2. (Transitional Phrases)

(open)
(closed)
(comprising) (consisting of)

(consisting essentialy of)

a (Comprising)

(open-ended)



(Congsting of)

(closed-ended)

of)

(Consisting essentially of)

(comprising) (consisting

(partialy closed-ended)

(Markush Groups)

(Alternative Limitations)
(the Markush Groups)

31



1... R ABC D

2... R ABC D

(the Markush Groups)

(members)

(Functional Limitations)

1)

(2)

32



5. (Reference to

Limitationsin Another Claims)

6. (Negative Limitations)

(In re Schechter, 205 F.2d 185,98 USPQ
144(CCPA 1953))






@
(the written description requirement) (2)

(the enablement requirement) (3) (the best mode

requirement)

(Written Description Requirement)



(Enablement Requirement)

(how-to-make) (how-to-use)

(Best Mode Requirement)

(best mode)”

(inequitable conduct)”



37

(the day of filing)



-35U.SC. 8271 ¢

19U.S.C. 8337

International Trade Commission, ITC

ITC
(Excluson Order)

Best mode

Process Patent Amendments Act of 1988, PPAA
g BHUSC. 8271 ¢



1)
(2



- Genentech Eli Lilly

Bio-Technology
General Corp. v. Genentech, Inc., 80 F.3d 1553, 38 U.SP.Q.2d
1321 (Fed. Cir. 1996) g
Genentech
DNA
Bio-Technology DNA
Bio-Technology
Genentech
Genentech



The

"materially changed" exception of 8§ 271(g) requires, a a
minimum, that there be a red difference between the product
imported, offered for sale, sold, or used in the United States and

the products produced by the patented process.
g

Senate

Committee Report

Eli Lilly & Co. v. American Cyanamid Co., 82

F.3d 1568,38 U.SP.Q.2d 1705 (Fed. Cir. 1996) |, Elj
Lilly American Cyanamid
cefaclor Eli Lilly
preliminary injunction
Eli Lilly
Enol

Cephem

a4



Eli Lilly

4,160,085

Eli Lilly
Eli Lilly
085
5
Opos
Eli Lilly
American Cyanamid
Opos
CEFACLOR
0
|
H,C C N\ S
/;—N =
o cl

42



Opos

O0—o

H,C

Opos 6

Opos 6



(Administrative

Law Judge)



(Generd Excluson Order)

(Temporary Exclusion Order)
(Cease & Desist Order)

Festo Johnson &
Johnston



1 Festo Corporation v. Shoketsu Kinzoku Kogyo Kabushiki Co.,
Ltd,

(the US Supreme Court) Festo
Corporation v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd
(U.S. Court
of Appealsfor the Federa Circuit) (en banc)



(prosecution history estoppd)
( )

a7



(i)



20

Festo

49

(Means-plus-function)

Bose Corp. v. JBL, Inc.



Festo

Festo



(i1)

51



2. Johnson & Johnston Associates Inc. v. RE. Service Co., Inc, and
Mark Frater (Fed. Cir. March 28, 2002)

YBM Magnex, Inc. v.

INnt?Tr ade @i sS;

Festo
Johnson & Johnson Associates Inc. v. RE. Service., Inc.

and Mark Frater

52



Johnson & Johnston RES
5,153,050
component of printed circuit

boards

prepreg

RES

Johnson

Maxwell YBM Magnex



YBM Magnex

Maxwell

Maxwel |

RES

Maxwell Johnson

Johnson

Maxwell

YBM Magnex



reissue application



enablement

Such aresult would merely encourage
a patent applicant to present a broad disclosure in the specification of
the application and file narrow claims, avoiding examination of
broader claims that the applicant could have filed consistent with the

specification.

[T]he courts have no right

to enlarge a patent beyond the scope of its claim as allowed by the
Patent Offic



Johnson &

Johnston
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(FPLC)

IP Center (Technology
Transfer Office, TTO)

Affymatrix
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(WIPO)
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WIPO



